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PROCEEDI NGS
(10: 03 a.m)

CHI EF JUSTI CE REHNQUI ST: W' |1 hear argunent
now i n Nunber 99-1571, Traffix Devices, Inc. v. Marketing
Di spl ays, Inc.

M. Roberts.

ORAL ARGUMENT OF JOHN G ROBERTS, JR
ON BEHALF OF THE PETI TI ONER

MR. ROBERTS: Thank you, M. Chief Justice, and
may it please the Court:

The president and founder of Marketing Displays,
| ncorporated, MDI, invented a new type of sign stand, one
with a dual -spring design that allowed the stand to resist
the wind. MDD patented that invention and, for the term
of its patents, MD |abeled its sign stands as patent-
protected to warn of copiers, touted in its trade
literature the benefit of its, quote, patented dual -
spring design, end quote, and when anot her conpany,

W ndproof, tried to market a copy of MDI's patented stand,
MDI sued it for patent infringenent and won.

But then MDI's patents expired, as under the
Constitution all patents eventually nust. Sonetine
thereafter, Traffix Devices, the petitioner, copied MJ's
stand, added sone inprovenents of its own, and narketed a
conpeting version. No longer arnmed with its patents, NDI
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tried a new tack to exclude conpetition. It clainmed that
the configuration of its stand, the same dual -spring
design that it had touted as patent-protected during the
termof the patents, was protected as trade dress and
coul d not be copi ed.

QUESTION: M. Roberts, how do we determ ne what
the patent covers? Does it -- | nmean, | can look at it,
but I"'mstill not sure. | think in the record, in the
mat eri al here, we have a copy. Does it include in this
case the legs and the whole structure, or just the dual
spring, and how do we nornally determ ne what the patent
covers?

MR. ROBERTS: Well, in this case, of course,
it's easy to deternmine that the patent covers this
particul ar sign stand because MD | abel ed that sign stand
as pat ent - prot ect ed.

QUESTI ON:  The whol e thing?

MR. ROBERTS: The whol e sign stand, yes.

QUESTI ON:  Legs, spring, and all?

MR. ROBERTS: And all, but inits trade
literature, for exanple, it focused on the dual-spring
design. That is what makes the invention work. That's
what allows it to resist the wind, and it said, this is
our patented dual -spring design and, of course, it not
only | abeled the stands but in its trade literature, and
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in the Wndproof case it sued when sonebody nade an exact
replica, the same replica that Traffix Devices --

QUESTI ON:  So under your view of the case, if
the legs that the patentee had had a very special color,
i ke the John Deere green or sonething, that could be
copied after the patent ran? Because | notice --

MR. ROBERTS: Well --

QUESTION:  -- in the pictures the | egs were
orange in your client's stand and al umi numin the other.

MR ROBERTS: Well, incidental ornanentation
that is not part of what the patent protects does not give
rise to the right to copy. There should be an exact
symmetry. \Whatever the patent had protected as part of
the patent bargain, the public has the right to copy.

Now, the color of the | egs probably would not
have been clained in the patent, and woul dn't have been
part of the invention, and therefore it would not give
rise to a right to copy that col or.

QUESTION: I n any event, they're different in

this -- if I"mlooking at the right diagranms the -- your
client has a different -- has the orange col or.
MR. ROBERTS: Well, it depends on which stand is

i nvol ved. The steel stand is one color and the al um num
stand is another, but in ternms of what they clainmed in the
patent as -- the part that nakes the invention work, it's
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not the legs that nade this invention. [It's not the sign.
It is the dual-spring design. That's what they said was
patented. Wen they marketed this, when they had the
exclusive right to do so, they focused on that in their
trade literature, said this is our patented dual -spring
design, and that is the same claimthey nowraise in their
trade dress assertion.

QUESTION: But M. Roberts, didn't the court of
appeal s say, at least as | understood it to say, okay, the
dual springs Traffix could have, but you have to devise
sonme kind of other stand, curved | egs, or a double stand.
| thought that's --

MR. ROBERTS: It said we -- it said we basically
had to design around their stand. Now, if they said, you
could use three springs or four springs, | guess it would
never end, five springs, or you could put a little skirt
around the springs so people wouldn't see them or, as
Your Honor points out, if you're going to use the springs
you have to change sonmething else so it doesn't | ook |ike
it.

But that's not what this Court's cases have
hel d. Wat the Court has said, Singer and Kell ogg and
Sears, is that the public has the right to copy the
patented invention in precisely the formin which it was
practiced, and that's critically inportant. The idea of
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desi gni ng around what had previously been patented is a
significant hindrance to conpetition, and this case is a
good exanpl e.

When we copied the sign we added an i nportant
i mprovenent of our own, the step-and-drop | eg. Under
MDI's stand you have to bend over and pull the pins out.
Under ours, you just step and the | egs cone out.

Now, if the rule were the rule that the
respondents are arguing for, we would have had to add that
new i nprovenent to sone different sign stand, but the
right to copy attaches to the product as it was practiced
during the termof the patent. W don't have to design
around their superior stand -- that's why it succeeded in
getting the patent -- to add inprovenents of our own.

QUESTION: Does it depend in part on how we
define functionality under the trade dress inquiry?

MR. ROBERTS: We think there is a freestandi ng
right to copy froman expired patent, that it doesn't
depend upon what functionality is.

QUESTION:  And you think that there can never be
a trade dress protection in sonme aspect of an expired
patented itenf

MR. ROBERTS: |If the itemwas sinply incidental
ornanentation -- one of their amci used the exanple, if
you're patenting a chair and the drawi ng shows a purple
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bow. Well, we don't think there's a right to copy the
purpl e bow, because the purple bowis not covered. That's
not the invention.

QUESTION: So there could be a trade dress in an
expired patented item

MR. ROBERTS: In the itemitself, yes, but not
in the subject of the patent.

QUESTION:  And | suppose that depends on how we
define functionality, in a sense.

MR. ROBERTS: Functionality I think leads to the
sanme place that we cone to from | ooking at patent law, if
you define functionality as it has traditionally been
defined, as turning on useful ness.

I f functional -- if functional neans useful,

t hen our case comes out the sane way, because you have to
be useful to get a patent, and if it's been the subject of
a patent, the feature has been useful, therefore it's
functional, therefore it's not eligible for trade dress
protection.

QUESTI ON:  Justice O Connor's question suggests
this to ne. You're arguing for the rule that you maintain
here so that you will not have to litigate functionality.

MR. ROBERTS: Exactly, and functionality --

QUESTION:  But why isn't functionality
sufficient protection, particularly in this case?

8
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MR. ROBERTS: Functionality is sufficient if
functionality means useful, but if functionality means, as
the lower court said in this case, sonething for which
there is a conpetitive need, or for which there are not
avai l abl e alternatives, and there's a nmulti-factor
bal ancing test to determ ne so-called |egal
functionality --

QUESTION:  Well, | guess the court, the Sixth
Crcuit pulled that out of Qualitex' opinion.

MR ROBERTS: Well, we --

QUESTI ON:  The conpetitive need.

MR. ROBERTS: | don't think Qualitex opined on
the exact definition of functionality in this case, or it
was misread by the | ower court. The definition in
Qualitex had a very inportant connector there. It said, a
useful product feature, or, and then it went on to talk
about conpetitive need, so --

QUESTION: So as far as you're concerned, if
it's useful, then it's functional ?

MR. ROBERTS: Period, without regard to
conpetitive need, available alternatives -- MD's position
is, ook, you can nake a sign that stands up to the w nd
that's just as good as our sign stand, so don't make it
the way we made it, but the patent, the expired patent
gives us the right to copy --

9
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QUESTION:  Well, it gives you -- this -- | think
my question is related to Justice O Connor's, and this is
a problemthat | have in understandi ng, and maybe you can
help ne. You have a right to copy the invention. Does it
follow that you have a right to copy the configuration
that that invention took in the hands of the patent
hol der ?

MR. ROBERTS: | think Justice Brandeis' opinion
in Kellogg answers that. Kellogg did not have to show
that there was no way to nmake or sell shredded wheat other
than in the pillow shaped biscuit formthat Nabisco had
made fanous when it had its patent. It was enough that
that was the formin which Nabisco had practiced its
patent. Kellogg therefore could copy it, even though they
coul d have made shredded wheat sone other way, and that's
i nportant precisely because of the purpose of the patent
bargain to pronote conpetition

As | said, why -- if we have an inprovenent to
this sign stand, the step-and-drop |egs, why should we
have to add it only to a very different sign stand? It's
the comrercially proven version that the public has the
right to copy. That is inportant to enhance conpetition.
To require people, if they're going to nake inprovenents,
to design around the formthat the public had becone
accustonmed to, would inhibit competition, and --

10
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QUESTION: If we were dealing, M. Roberts, with
just the patent |law, that would be one thing and, as |
understand it, although it's confusing, the word useful is
a patent termof art and functionality is a trade dress
termof art, but you're trying now to equate these two
terms in answer to questions that you' ve had as one and
t he sane, but they have different purposes, as |
understand it, in the patent |aw, the idea of useful
trade dress, the idea of functionality.

You recite the old cases like Kellogg. It's
been argued that on the trade dress side the | aw has
evol ved since those old cases, and it's now, trade dress
gets nore protection.

MR. ROBERTS: Yes. You're dealing with what is
in the trade dress area essentially judge-nade law, and it
has expanded in various ways, and functionality -- it
doesn't interfere with the patent bargain if functionality
means a broad range of other things, but so long as it is
al so satisfied conpletely by a denonstration that it is a
useful product feature.

There may be other limtations on a trade dress
claimgoing to conpetitive need, available alternatives,
any of the various nmulti-factor tests, but if
functionality is going to serve the purpose of demarking
the regine of trademark and trade dress and patent law, it

11
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nmust be satisfied by a showing that it is a useful product
feature and in our case that's significant, because you
can't get a utility patent as MDI had, w thout show ng
that it's a useful product feature, so the fact that they
had a utility patent, that it covered the dual -spring
desi gn, should be enough to establish functionality and
t herefore should be enough to reject their trade dress
claim

QUESTION: Do you agree that at |east one basis
on which we could decide this case would sinply be on the
basi s of how expensive a concept of configuration trade
dress we want, because if we take your position,
configuration trade dress is going to be, at least in
formally patented matters, a pretty narrow concept, and if
we're going to have coherence within the concept of
configuration trade dress, we're going to have to make it
equal 'y narrow.

| nmean, we can't have different functionality
tests, | presune, and if on the other hand we find good
reason to think configuration trade dress is desirable,
then we're going to go the other way with a different
concept of functionality, | suppose.

MR. ROBERTS: | think it is the expansion of the
concept of configuration trade dress that has given rise
to this issue and the problem If you go back to where

12
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trademark was limted to marks on the product, of course,
t he product could be patented, the trademark is fine. |If
you even then go the next step, and you're tal ki ng about
trade dress and packaging, again, so long as it's distinct
fromthe product, there's no interference with patent.

But when you start saying that the configuration
of the product itself is entitled to protection as trade
dress, you bunp right into the patent |aw, because the key
to the patent bargain is, if you' re going to control a
useful product feature, as the Court said in Qualitex,
that's the regine of patent law, and it's no answer to
say, well, we're protected by patent |aw and when the
patent expires we're protected under trade dress | aw,
because that takes away the public's half of the patent
bargain. W're giving exclusive right to an inventor for
a termof years on the condition that he or she disclose
what the invention is, and that the public obtains a right
to copy it when the patent expires.

So yes, | nean, it is the expansion of product
configuration trade dress that has given rise to this
problem and I would at |east suggest that the Court
shoul d not get on board with that expansi on w thout
wai ting for Congress to say sonething about it,
particularly given the fact that it so directly inpinges
upon the central patent bargain underlying the patent

13



© 00 N oo o B~ W N P

N NN N NN R R R R R R R R R R
gag A W N P O © 0o N oo 0o M W N+ O

syst em

QUESTION: O course, M. Roberts, you rely
heavily on the patent in this case, and that's the
guestion presented. You've presented only that narrow
guestion. But | take it you would argue even if there had
been no patent issued in this case, no patent application,
that this was neverthel ess functional ?

MR. ROBERTS: Certainly, yes, and --

QUESTION: The fact of the patent really is just
evidentiary support for the ultimte conclusion that this
is a functional feature.

MR. ROBERTS: Well, it gives rise to an
i mportant distinction. |In other words, having been
covered by the patent, another producer knows that when it
cones off patent he can copy it, and that's how it worked
in this case. Traffix Devices knew -- they were in the
business -- this was a patented sign stand, they couldn't
make it, it cones off patent, they can meke it.

Now, if they at that point had to -- instead, if
respondent’'s position were adopted, they had to go to
their lawer and say, is this legally functional, their
| awyer would tell them well, it depends. There are six
factors in this circuit, there are eight factors in the
other circuit. W've got to get expert econonic
testinmony. It depends on consuner surveys. By that tine
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t he producer says, forget it, it's not worth the candl e,
"1l go nake sonething el se, and conpetition suffers.

QUESTION: The difficulty, I guess is, would you
make the test absolute, because if you make it absol ute,
you know, you're going to get into huge litigation about
whether this thing in the patent was or it was not an
essential elenment, and then sonebody will say, oh yeah,
guess | did include it as one of the specifications in the
patent, but it really wasn't that inportant.

| nmean, should you nake it absol ute never, or
shoul d you al |l ow sonebody to defend on the ground that,
| ook, it wasn't that crucial to the patent, and
everybody's cone to identify it, and please |let nme nmake an
exception here, and then they give sone fabul ous reasons.
Should it be absolute, or leave thema little bit of a
| oophol e?

MR. ROBERTS: Well, you know, a little bit of a
| oophol e suddenly expands, particularly when you have a
mul ti --

QUESTION: But it goes both ways, because if you
al l ow no | oophole you' re going to get the sanme kind of
argunment s about whether it was or was not an essenti al
part of a patent.

MR ROBERTS: Well, of course, in this case it's
easy. The key to the invention --
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QUESTION: In this case it nay be easy, but the
guestion is, what about the rule?

MR. ROBERTS: -- and producers all the tine
conpete all the time in the confines of patents. They
have to | ook at a patent and decide, can | nmake a
conpeting product or not, so it's not a new inquiry, and
in the typical case such as this, where you have a product
com ng off patent, you will have the conduct of the
patentee, which will illum nate exactly what he thought
was covered. Here, we not only have the | abeling and the
trade literature, we have the Wndproof litigation.
Soneone made the exact sane sign here and he said, a-ha,
that infringes ny patent. Well, if it did infringe his
patent, and the Ninth Crcuit concluded it did, then the
public has a right to copy.

|'d like to reserve --

QUESTION:  Wasn't the exact sane sign -- |
t hought one of the points that was made was that in the
patent infringenment case, that sign didn't |ook as nuch
i ke the Market Display signs --

MR. ROBERTS: Yes. The patent displays what
they call a business sign, with two springs far apart.
The Traffix sign, the one at issue in Wndproof and at
i ssue here, the springs are closely together.

MDI argued successfully that made no difference,
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that the two closely spaced springs were covered by the
patent to the sane extent as the farther apart springs.

Thank you, Your Honor.

QUESTION:  Very well, M. Roberts. M. Wllace,
we'll hear from you

ORAL ARGUMENT OF LAVWRENCE G WALLACE
ON BEHALF OF THE UNI TED STATES, AS AM CUS CURI AE,
SUPPORTI NG THE PETI TI ONER

MR. WALLACE: Thank you, M. Chief Justice, and
may it please the Court:

Qur brief is built on the prem se that the
functionality doctrine, the traditional functionality
doctrine of trademark |aw is what nakes trademark
protection of trade dress and ot her synbolic el enents
consistent with this Court's patent |aw jurisprudence, as
synt hesi zed and reaffirned as recently as the Bonito Boats
case, but | think part of the reason the two | aws
har noni ze i s because the use of functionality doctrine is
tolimt the scope of protection of the device.

Its traditional function was to bar the hol der
of a patent or other utilitarian device, even if
nonpatented, fromw thdrawi ng that device fromthe public
domai n when there's no |onger the protection of the patent
as trade -- withdrawing it fromthe public domain as trade
dress because people have a right to practice and use as

17
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t he building blocks for further innovation whatever
devices are in the public domain that are utilitarian in
nature, including their overall configuration, but there
is still protection against confusing simlarity through
requi renents of | abeling, packaging, avoiding pal mng off
and ot her m srepresentations.

Functionality really goes to the scope of
protection, and limts the scope of protection avail able
under trademark | aw by preventing soneone from
nmonopol i zing and withdrawing fromthe public domain
utilitarian features or the entire utilitarian device in
t he absence of valid patent protection. That is the
domai n of patent |aw, and one nust qualify for a patent
and have a valid patent in order to have a | egal nonopoly
that withdraws, that prevents others fromusing the
device, but there -- as | say, these other protections are
still available as well as the ability to excl ude
ornanental or incidental features. That is what to us
har noni zes the two statutory schenes.

The traditional understanding of functionality
was not an artificial concept. It was the ordinary
meani ng of the word. \Wat enables the device to function
is what is functional. That was reflected in a very terse
guotation we have in a footnote on page 17 of our brief by
Represent ati ve Lanham hi nsel f, when soneone rai sed

18



© 00 N oo o B~ W N P

N NN N NN R R R R R R R R R R
gag A W N P O © 0o N oo 0o M W N+ O

concerns about whether the trademark |law mght result in
conprom sing of the public's right to use useful
i nventions, and he said --

QUESTION: M. Wallace, may | ask if you would
answer the question that Justice Stevens posed to M.
Roberts in the same way? That is, the definition you're
now gi ving us as functional sounds |like you would conme out
the sane way on this alleged trade dress infringenent,
even if there had never been any patent in the picture,
because this sign, all the ingredients are functional.
There's no purple bow on it.

MR. WALLACE: That is absolutely correct. W
woul d conme out the same way as we were -- | think this
Court's decision in Bonito Boats is an exanple of that,
because there was no patent shown in the record, as the
court noted, of the boat hull that they said could not be
copi ed.

QUESTION:  So your position is the utilitarian
feature of the patent is a conclusive presunption in a
trade dress suit where functionality woul d otherw se be at
i ssue?

MR. WALLACE: Wth regard to the scope of
protection, that others cannot be excluded from using
sonmething utilitarian.

As we conpressed our brief down to our allotted
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30 pages we carefully preserved a quotation on page 11
that you can see at the top of the page fromthe 1917, or
1911, excuse nme, Seventh Circuit decision because it
states the common sense of it. [If you have utilitarian
features that didn't even neet the standard for getting a
patent, they should not be given a perpetual nonopoly in
contrast to what was then the 17-year nonopoly that you
could get if you nmet the criteria for patentability.

The ot her protections avail abl e agai nst
confusing simlarity nake the need for a right to exclude
imtation of trade dress relatively uninportant conpared
to the policies this Court has reiterated at |east since
1896 in the Singer case about the need for utilitarian
features to be used as building blocks and to be in the
public domain except for the limted period of tine in
which they are protected by a valid and unexpired patent,
and we understand this Court's decision in Qualitex to
mean nmuch the sane thing.

The difficulty has arisen because an alternative
test of functionality has al so becone appropriate as the
scope of trademark protection has extended to matters that
don't have utilitarian features to them W point
particularly to the protection of color as an exanple,
where there is relevance to | ooking at conpetitive need
in-- we give an exanple in our brief of an orange-col ored

20
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can of soda.

There were ot her am cus submissions in the
Qual itex case in which people were making clains that
rai sed i ssues that went quite beyond what was involved in
the press pad that was at issue in Qualitex. One of them
for exanple, involved orange-col ored sprinkler system
piping. Well, it raised other questions. | don't say the
result would necessarily be different, but one would have
to exam ne whether a conpetitor who wanted to conpete for
replacing a portion of the piping wuld be di sadvant aged
if he couldn't match the color of it.

It was a different case fromthe Federa
Circuit's Corning, Oaens-Corning case involving the pink-
col ored insul ati on, because that goes behind the wall and
people don't see it. The orange coloring in sone contexts
connot es danger, and perhaps there is marketing
significance to that.

But the m stake that |I think some of the courts
of appeal s have nmade, including the Sixth Crcuit in this
case, is to say that that is now the exclusive approach
and you wind up with nulti-factored tests that don't
really give an adequate gui dance to what the law is.

A very good exanple is found on page 17 of the
light green am cus brief filed by the International
Trademar k Association in this case, in which they speak
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approvingly of various nulti-factored tests that the
courts of appeals have adopted in this area, which | eaves
open what this Court in its salutary opinion in Wl-Mrt
v. Samara Brothers referred to as the plausible threat of
litigation which can discourage conpetitors and becone an
i npedi ment to the benefits that consumers would get from
conpetition, and to have tests of this kind applied to

di spl ace the traditional approach to functionality would
be very detrinmental to conpetitors for the very reasons
the Court has recognized in the cases synthesized in the
Boni t o Boats opi ni on.

QUESTION: M. Wallace, |I'mnot sure what your
proposal is, that we use the sinple test for what, for
useful features --

MR. WALLACE: That --

QUESTION:  -- whether or not they are patented,
and the nore conplex test for -- for what?

MR WALLACE: Both -- either test can show that
sonmething is functional, whichever one suits the needs of
the particular factual situation.

QUESTI O\ Thank you, M. Wall ace.

M. Artz, we'll hear fromyou

ORAL ARGUMENT OF JOHN A. ARTZ
ON BEHALF OF THE RESPONDENT
MR. ARTZ: M. Chief Justice, and may it pl ease
22
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t he Court:

This Court granted certiorari due to a conflict
bet ween regional courts of appeals on one issue, and that
is whether or not the visual inmage and appearance of a
product -- with a product whose operation and performance
was covered by a utility patent, can still be protected as
trade dress under section 43(a) of the Lanham Act. The
i nposition of any per se rule, whether the Governnent's
rule or Traffix rule, which says it cannot be protected in
my opinion i s unnecessary, unjustified, and unworkabl e.

It's unnecessary because there are already
adequate rules in place, the trade dress rules and
functionality that have been referred to already. It's
unjustified because it would cause harmto the public's
right not to be confused or deceived. Those are paranount
in trade dress and trademark cases under the Lanham Act.
That's a touchstone of the Lanham Act. It would also --

QUESTION: It's a touchstone of patent |aw that
an expired patent can be copied, so we really do have to
make the two doctrines nesh well.

MR ARTZ: Yes.

QUESTION:  And the concern we have is with this
expanded conpetitive need test that sone of the | ower
courts have begun enploying, and I amquite interested to
know how you think the two doctrines can fit neatly
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t oget her, because in an ideal world a trade dress could
not cover sonething that was covered by a patent that's
now expi red.

MR ARTZ: Well, Justice O Connor, the mediating
factor between the two is the functionality test, in ny
opinion. There's -- you've got the patent |aws, you' ve
got the trademark | aws and the Lanham Act, two federal
| aws - -

QUESTION:  And it's possible that sone of the
courts have | owered the bar too nuch on the functionality
inquiry. | nmean, | think that's what we need to | ook at.

MR ARTZ: Well, in the Qualitex case, the
Qual itex gave a specific definition of functionality, and
remenber now, in 1998-1999, Congress nmade sone anmendnents
to the trademark act, or Lanham Act, and in this they
specifically nmentioned functionality several tines.

They added it to the fact that you can't have
functional trademarks -- you can't have trademark that's
functional but if it's nonfunctional you can, and they
knew about the Vornado case at that time because it was
decided in 1995, and that's the Tenth G rcuit, and there's
a lot of flurry of activity in the intellectual property
bar because of that, so all that was before Congress when
it amended it, and Congress did not go to any per se test
at that tine, and so you' ve got two Federal |aws here, and
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under the Morton case and the Ruckel shaus case which are
ci ted.

QUESTION: |Is there evidence, M. Artz, that
Congress affirmatively approved the Tenth Crcuit case?

MR. ARTZ: No, they did not. | nean, because
they -- what they -- they actually -- the legislative
hi story nmentions the fact that their patent expiration,
and people mght be trying to get trademark protection
after the expiration of the patent, and then they go on to
add functionality.

QUESTION:  Well, I -- you -- | thought part of
your argunment was that the Tenth Crcuit had decided this
case in 1995 and it was quote, before, close quote,
Congress at the tine it made the anmendnents. Wat is the
purport of that?

MR ARTZ: Well, what I'"'msaying is, in 1995
t hat Vornado case was there, and in 1998 Congress anended
the trademark act. Now, there's no legislative history
that | can see that actually nmentioned the Vornado case.
|"msaying that it probably --

QUESTION:  But you're not -- you're arguing, |
hope, sonething nore than post hoc ergo propter hoc.

MR ARTZ: Yes. Yes, | am Your Honor.

QUESTI ON: Woul d you go back to Justice
O Connor, which I thought was the key question, and I
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didn't --

MR ARTZ: Yes.

QUESTION:  -- hear the answer. | nean, | know
Qualitex. I'msurprised not at your reading, because
that's your job, but I"'mpretty surprised at the Tenth
Circuit, the court, which -- | |earned you read the whol e
case, what the context is not just a sentence taken out of
context, so | obviously thought that Qualitex was about a
doctrine called aesthetic functionality.

| thought, on page 165 where the court quotes
the tradition, what's in quotes, the definition, a product
feature is functional if it is essential to the use or
purpose of this article, all in quotes, or if it affects
the cost or quality of the article, okay, end of the
matter. Now it adds, because that's what happens to be
rel evant to aesthetic functionality, that is, if exclusive
use of the feature would put conpetitors at a significant
nonr eput ati onal di sadvantage. That |ast clause is
rel evant to what happens to be the subject of this case,
call ed aesthetic functionality.

MR, ARTZ: Yes, Your Honor.

QUESTION:  Two pages later, in case that wasn't
cl ear, the case quotes Restatenent Third about aesthetic
functionality and says, in respect to aesthetic
functionality, i.e., color, quote, the ultinate test is
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whet her the recognition

of trademark rights woul d

significantly hinder conpetition, all right.

MR, ARTZ: Yes.

QUESTI ON:  But
MR. ARTZ: No.
QUESTION:  --

nothing in the case --

purports to change any earlier

test in respect to anything else --

MR ARTZ: Wl

QUESTION: - -
as | read the case that
woul d say in this case,
functionality, we apply

MR ARTZ: Wl
| ooked at functionality
result that the Sixth G
did --

[, that's --

or even change anything there, so
seened to be its reading, which
which isn't about aesthetic

what is the traditional test.

|, every case which has actually
actually has conme up with the

rcuit did, the Seventh Circuit

QUESTI O\ Maybe, but | thought the place you

| ook for a test is in the Suprene Court opinions, and in

the Suprenme Court opinions, Qualitex quotes the

traditional test. [t di

dn't nmake it up

MR. ARTZ: That's correct.

QUESTION: It
feature is functional if
purpose of this article,

of the article. That's

said, in general ternms a product
it is essential to the use or

or it affects the cost or quality
all in quotes. The rest is
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expl anation as applied here.

So if we take that as the test, why isn't that
the test?

MR ARTZ: Well, the Suprene Court goes on in
the Qualitex case and says, that is -- that is, if
excl usive use of the feature would put conpetitors at a
significant nonreputational related di sadvant age.

QUESTION:  Well, that was ny question. W
guestion was as to that add-on, doesn't that have to do
wi th an explanation of the test as relevant to the issue
before the Court in Qualitex --

MR ARTZ: | think that --

QUESTION:  -- nanely, aesthetic functionality,
which is an aspect of quality | think people could argue
about .

MR ARTZ: | think that is the test, Your Honor,
whet her or not --

QUESTION: The test in the case of aesthetic
functionality?

MR ARTZ: Yes.

QUESTION: Fine. 1Is this a case of aesthetic
functionality?

MR ARTZ: | believe it is, yes.

QUESTION:  Aesthetic? It involves color?

MR. ARTZ: It involves how things | ook, the
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appear ance, visual --

QUESTI ON:  Everything in design involves how
t hi ngs | ook.

MR ARTZ: Ckay.

QUESTION: | nean, that's --
MR ARTZ: Well, it's aesthetic in that sense,
but it's not -- it doesn't involve color, no, it does not.

It's not like the color that was allowed in the Qualitex
case, but | think that is the test.

QUESTION: It involves size and shape, and this
di scussi on about Qualitex and aesthetic functionality
doesn't get into what effect the patents, if any, has on
functionality, and in your view does the patent -- your
having had a patent, building up goodwill, free, over 20
years, nobody can conpete with that, so if you' ve got
secondary neaning it's because you have been able to keep
everybody off.

W' ve been dealing with cases in your discussion
where there was no patent in the picture. How should the
fact that there was a patent bear on the inquiry that was
made in cases where there was no patent?

MR. ARTZ: Justice Gnsburg, | think that the
case, Mdwest case by the Federal Circuit, the Thomas &
Betts case of the Seventh Circuit, our case, Sixth
Circuit, and the Sunbeam case, Fifth Crcuit, all apply
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the proper test. There are different forns of

intellectual property laws, or IP laws, as | call them
you' ve got five different basically Federal |aws on
intellectual property, patents, copyrights, tradenarks,
trade dress, unfair conpetition. They're all separate and
di stinct.

The fact that you have a patent on sonething,
that is different than whether or not you can have a trade
dress on sonething. Patent would be relevant in the sense
that under this commercial necessity test, if there's only
one way to make that product, that was | ook and
experience, then it's functional, and so in that sense the
functionality test would apply and the patent, if it says
sonet hi ng about the functionality, that woul d be rel evant
to the functionality test in the trade dress area, but
they' re separate and distinct, and they al ways have.

Design patents, for exanple --

QUESTION:  They nmay be separate and di stinct,
but they bear upon one another, and there seens to be
sonmet hing horribly unfair about allow ng soneone who has
acquired a secondary neaning in the trade dress only
because of the patent -- let's say the shape of a Coca-
Col a bottle.

| nmean, you know, if that wasn't patented,
sonebody el se could have cone out with the sane shape
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bottle as soon as it -- you know, as soon as the first
ones cane off the line they could say, gee, that's a nice-
| ooki ng bottle, and they could have copied it, but you
couldn't copy it because it was patented, and therefore,
by reason of the patent, for 17 years Coca-Cola acquires a
secondary neani ng. Anyone who sees that bottle would say,
it's Coca-Col a.

Then, when the patent expires, Coca-Cola in
ef fect extends the patent by parlaying what was the design
patent into what is now trade dress protection, because
they say, well, gee, everybody knows that that's a Coca-
Cola bottle, but the only reason they know i s because
you' ve been given a nonopoly for 17 years, and it doesn't
seemright to enable you to extend that nonopoly
indefinitely. The only reason you acquired the secondary
meani ng was because of the patent. That's unlike other
conpani es that get secondary neani ngs w thout a patent.
Doesn't there seemany inconpatibility with the patent |aw
to you?

MR. ARTZ: No, | don't think it's unfair at all,
Your Honor. | think they're separate and distinct.

| agree that perhaps, if you have this 17-year
nmonopoly on this patent, that m ght help you on the trade
dress area with respect to secondary neani ng, but then, of
course, just as we found here, the functionality test, the
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fact that you had a patent on it actually hurts you. It
m ght be a wash between those two.

The trade dress has three separate and di stinct
tests. You have to show it's distinctive -- in other
words, it has secondary neaning -- and the public
recogni zes it as sonething which comes froma certain
source. It's a source identifier. You have to showit's
nonfunctional. However, trademark | aw has been anended,
whi ch specifically says you have that burden of proof if
it's unregistered. You have to show it's nonfunctional.
Under the Qualitex case in nmy opinion you have to show
whether it's conpetitive necessity, then you ve got to
show whet her there's a |ikelihood of confusion.

You may have a product that | ooks exactly the
sanme as yours, but if you can't show there's a |ikelihood
of confusion, you don't win. You need all three of those
tests in the trade dress area.

QUESTION:  There's a problem --

QUESTION: Well, it's the second that we're
arguing about, I think. | think it's the second, when you
have to show that it's functional, and I find it hard to
think that it's not functional when you have a patent on
it. You only give patents to things that are functional.

MR. ARTZ: | think functionality, Your Honor,
| egal functionality is really a msnomer, |ike | believe
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in the Wal -Mart case the secondary neani ng was | ooked at
as being a msnoner. It was really acquired neaning,
acqui red nmeani ng afterwards. Legal functionality really
iS a msnomer.

Every product has a function. The Coke bottle
has a function, obviously. |It's useful, has a purpose.
It's got a flat bottomso it doesn't tip over. |It's got a
narrow wai st so you can grab it, a narrow spout SO you can
drink it easier, it's clear so you can see it. Those are
all functional, useful, purposeful.

QUESTI ON:  Aesthetic functionality isn't
conceivably in this case. They're the ones that argue
functionality, not you. They're the ones that say that
the product is functional. They're not saying that the
functionality of your product arises fromthe way it
| ooks. They're not saying, like color, it warns people
t hat the boat's Dbl ack.

They're saying that the functionality of the
product is that the springs prevent it fromtwi sting in
the wind. Now, that isn't a claimof aesthetic
functionality, and I don't see how you could even closely
claimthat it is.

MR ARTZ: Well, | think the functionality test
that's been developed in Qualitex applies to any type of
trade dress --
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QUESTION:  Ah, wait. | thought what you said
is, you agreed with ne before that Qualitex is talking
about aesthetic functionality, that we apply the nornal
test without that little add-on, but we apply Restatenent
Three, the aesthetic functionality test, which is the add-
on, where they nmake the claimthat the reason this product
is functional is because of the way it |ooks, i.e., the
pi pes are painted orange as a warning, which is not their
claimin this case.

Am 1l -- now, where am| wong in that?

MR ARTZ: | think the test that's set forth in
Qual itex that Your Honor says is for just aesthetic
functionality applies in every functionality test. |
think that's the difference.

QUESTION:  So then the pages witten at 169 and
170, and trying to explain just what we're driving at are
sort of beside the point.

MR. ARTZ: Yes. It says in general ternms a
product feature is functional and cannot serve if, and
then you say it's essential to use or purpose. | nean,
that's broad and anbi guous. Everything has a use or
pur pose, and then you say, if it affects the cost or
quality. Virtually everything affects the cost or
quality, so it seens to nme the only objective test you
have here, because it relates to conpetitors and
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consuners, is whether or not it puts conpetitors at a
significant disadvantage in the marketpl ace.

QUESTION: Can we apply that test, because |I'm
having a little trouble connecting to the real world and
t he device before us and these nulti-factor tests and even
what you' ve just been saying.

Tell me what it is in your fornerly patented
device that Traffix can copy now that the patent has
expired. Can it make a sign with those two coil springs
adj acent to each other?

MR ARTZ: Yes, it can, Your Honor.

QUESTION:  If you could describe to ne what it
can copy and what it nust change I woul d have a nore
secure handl e on what your case is.

MR ARTZ: CQur trade dress, Your Honor, it's
really a conbination of five features. [It's got your X-
shaped | egs, a narrow base, a pair of upright vertical
coil springs, an upright attached to that, as well as this
di anond- shaped sign above it, and | have a nodel of it
that actually shows what it is here. This is in the
record before the court of appeals.

Now, they could change any one of those. They
coul d keep the coil springs if they change sone ot her
configuration to make it look different, to give it a
visual -- different visual appearance. Like, right now,
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even the vice president and their technical expert say
that when they see a sign like this one driving along the
road, they know it conmes from Marketing D splays. They
know it's a Wndmaster.

QUESTION: But there aren't that many things to
adjust. | mean, one of the things about Qualitex and the
green/ gold you could have tan/silver, any nunber of
conbi nati ons that woul d serve that purpose, but for that
road sign that's not going to blowin the wind you have to
have those springs, and you have to have sone kind of
base, and there aren't that many vari ations.

QUESTION:  And the law requires the shape of the
sign. | mean, in nmany States that shape of a sign
indicates a certain type of warning, so what's left?
There's nothing left but the legs, and --

MR. ARTZ: You have --

QUESTION:  And your friend over there says that
t hey changed the | egs. They did change the |egs.

MR ARTZ: Now --

QUESTI ON:  Sonebody who sees their |egs say,
gee, it has the -- what do you call them-- step-down
| egs, or whatever it is, so the one thing it seenmed to ne
that they could have changed, they did change.

MR. ARTZ: No, they kept the sane visual
appear ance and i nage, Your Honor.
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This was what the patent covered with a product
such as this. They could have gone to sonething |ike
this, with a wide base, a pair of springs way apart, they
coul d have gone to straight legs like this, they could
have gone to an upright like this, rather than this, and
attached the sign to it.

This is what the patent covered. This is what
was shown in the patent. This is only found to infringe,
under the doctrine of equivalents, which took several
years and several thousands of dollars for MD to prove
it, and that's the problemwith a per se test.

QUESTI ON:  Because that one in your right hand
probably works better.

MR ARTZ: | think so.

(Laughter.)

QUESTION:  Yes, and that's why they wanted to
copy it, and not sonething that worked |l ess well.

MR. ARTZ: Well, the thing here is a conpetitive
necessity test. | think it's inportant, because there are
really, like, eight conpetitors in this marketplace, NI
Traffix, and six others. Six others all cane up with sign
stands which | ooked different. They have different spring
mechani snms in particular. There's flat springs,
hori zontal spring, there's a torsion spring, and so
Traffix said, | had to copy MDI's, yet all the other
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conpetitors nade their own design. They cane up with sign
stands which | ook different. They have different visual
appearance. So there are seven types of sign stands out
there, MDI's, six others, and then Traffix'.

QUESTION:  You know, | have to confess that
I"'m-- 1 find it alittle difficult to inmagine that nost
notorists are | ooking at what -- the legs of the sign
i nstead of the message on the sign.

(Laughter.)

QUESTION: | find it hard to believe that people
really identify with two legs or three. | don't have the
slightest idea how many | egs there were on nost of the
signs |I've | ooked at when | was driving al ong.

QUESTION:  1've been looking in the | ast week.
It's very interesting.

(Laughter.)

QUESTION: | gather you don't care about the
nmotorists. You just care about the highway purchasing
depart nments.

MR. ARTZ: That's it, yes.

QUESTION:  Right?

MR ARTZ: It does -- confusion as to the
pur chaser, who the rel evant purchasers --

QUESTION:  You couldn't care |ess about the
notorists. You just want to sell the signs.
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(Laughter.)

QUESTION:  Could I ask you a question about the
patent part? |'d |ike to ask you about the patent part,
and will you assunme for purpose of this that Qualitex is
about color, which is a matter that doesn't easily fit
within the ternms, you know, purpose, use, cost or quality,
and suppose here we're dealing with sonething that does
easily fit within those terns, all right, so keep Qualitex
out of it.

Now, assum ng that that's so, what woul d be
wong -- and they cone in and they say, |ook, these
springs are part of the function. They' re part of the

function. They're essential to the use, these springs, in

this way.

Now, should there be an absol ute presunption
that if you one day said -- I'mnot saying what you did
say, but we'll assunme this. If you one day said in the
patent application, | have a great idea here, and ny idea

is to have two springs just like this, and then | ater on,
when it's expired, they say, that was the heart of it. It
was useful. Should the fact that you said that one day in
the patent be the end of the matter, nobody ever | ooks
further?

There is a -- what the Governnment said here is
where as an expired utility patent discloses that the
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feature alleges trade dress contributes to the operation
of the fornerly patented device, the feature nust be
considered function. Now, that's the Government's
suggesti on.

MR ARTZ: Ckay.

QUESTION:  All right. Now, you can of course
argue that wasn't essential, et cetera, but ny problens a
general one, leaving this case out of it. Should that be
the test?

MR. ARTZ: No, it should not be the test.

QUESTI ON: Because?

MR. ARTZ: Because | think what you say in the
patent could be relevant, and the patent obviously is
going to be put into every trade dress case, and that is
one of the reasons | think that trade dress tests, that
their absolute test is unworkable, because in every
trademar k case now what you're going to have is, a
defendant's going to run out and scour the 5 mllion
expired patents, find one which has a claimwhich my read
on this trade dress, accused trade dress and say, a-ha,
it's dedicated to the public on this other, sonebody
el se' s patent.

See, one of the things that --

QUESTION: It would seemto ne that woul d be,
even under your rule, a -- well, maybe not under your, but
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under the Governnent's rule, quite an appropriate thing to
do, to show that there is functionality that the patent
of fi ce has recogni zed.

MR. ARTZ: Well, again | don't want you to
confuse legal functionality with sonmething that's usefu
i n purpose, because |egal functionality is different.
It's a legal test. It means, as in the Qualitex case, |
believe, or it means what is conpetitive necessity to use
it, and just now, recently, in the 1998-1999, Congress
made anmendnments to the Lanham Act and it did not go for an
absolute test. It did not go for a test for use or
purpose. What it did, it just said, if it's -- you know,
burden of proof of functionality is going to be on the
party saying it's nonfunctional.

QUESTION: M. Artz --

MR ARTZ: Yes.

QUESTION:  -- | hadn't realized it, you are not
conpl ai ni ng about their use of the double spring feature.
That's not the conplaint. You said they could have --

MR, ARTZ: No.

QUESTION:  -- used the double springs if they
had put them separate --

MR ARTZ: Yes.

QUESTION: -- separately and apart.

MR. ARTZ: -- possibly, in a bit different
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vi sual inmage and appearance, Your Honor.

QUESTION:  And the doubl e springs next to each
ot her was not part of your original patent application --

MR ARTZ: No, it was not.

QUESTION:  -- that they were originally apart.

MR. ARTZ: That's right.

QUESTION: So the issue, really, is sinply the
functionality of putting the springs close together.

Now, what if putting the springs close
together -- it would have nothing to do with the patent,
but what if putting the springs close together makes the
sign nore stabl e?

MR. ARTZ: Actually, technically it would make
it less stable. It would nmake it easier, nore easy to
tw st.

QUESTION:  Okay, but if it nade it nore stabl e,
t hen you woul d acknow edge that they could copy even that
feature, the unpatented feature?

MR. ARTZ: No. They have an inprovenent in

performance that they say is nore stable, but it doesn't

mean that they can still copy it if it's part of our trade
dress.

There's a -- the -- our trade dress has a nunber
of features, as | nentioned before. [It's not just the

coil springs. They could use coil springs close together
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as long as they change the base, or change the |egs, or
change sonet hing which gave it a different visua
appearance to the public.

One of the touchstones here of the tradenmark
Lanham Act is to prevent confusion of the public, the
public buying this. You don't want to confuse or deceive
the public, which this does --

QUESTION:  Well, the public isn't buying it.
It's highway departnents that are buying it. The public
isn't buying this sign, is it?

MR. ARTZ: That's the relevant public for this
pur pose, Your Honor, yes.

QUESTION:  Yeah, it's the highway depart nent
pur chasers.

MR ARTZ: That's correct.

QUESTION:  And doesn't the State typically
regul ate the shape of the sign, as Justice Scalia asked
you?

MR ARTZ: Yes.

QUESTION: | nean, dianond shape indicates a
certain kind of warning, does it not?

MR ARTZ: Correct.

QUESTION:  So they can use that shape and col or,
presumably. That's necessary.

MR ARTZ: Yes, | agree, Your Honor.
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QUESTION: So what are we arguing about, the
| egs?

MR. ARTZ: The -- yes, legs, the shape, the
base, and the springs, and then the upright. It's a
single upright, too. This doesn't have the single upright
because it's a small nodel .

QUESTION: Well, what is the base, after you get
through with the | egs, and the upright, and the springs?

MR ARTZ: Unh- huh

QUESTION: | nean, could you -- you indicate,
what are we arguing about, the | egs and the base.

MR ARTZ: There's no -- | don't think there's
any doubt that these have a different visual appearance.
One has a wi de base, one has a narrow base, one has
straight | egs, one has X-shaped | egs.

QUESTION: So when you say base, that really is
anot her way of saying the |egs?

MR. ARTZ: No, it's what the |legs are attached

to. It would be this -- this part in between the | egs,
and here are the bases. |It's what the | egs are connected
to.

QUESTI ON: But obviously you're hol ding up one
that's a rectangle, so it makes sense to have the posts on
ei ther side, as opposed to the dianond shape, where it
nmakes sense to have it in the mddle. | nean, you're not
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showi ng us an equi val ent - shaped si gn.

MR ARTZ: Well, this, under the doctrine of
equi valents, this was held to be an infringenent. But
right, individual appearance, | think they are different,
and so froma trade dress standpoint these are two
di fferent products.

QUESTION:  Well, you're willing to fight out
the -- | gather you're willing to fight out the
functionality battle as to whether putting the two springs
right next to each other instead of apart is a functional
matter. You're willing -- are you willing to conmbat on
t hat ground?

MR ARTZ: Well, | -- whether it's useful, has a
purpose, | nean, if that's functionality --

QUESTION:  Whether it's functional within the
meani ng of the trade dress restriction.

MR. ARTZ: Well then the answer, | agree -- |
think is no, because is there a conpetitive necessity to
have them together? The answer is no.

QUESTI O\ Okay, but you would agree that that
inquiry woul d be addressed to the spacing of the springs.

MR ARTZ: Only --

QUESTION: Even if we think that the use of
doubl e springs is automatically no basis for giving you
trade dress protection, since you had patented the double
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springs, you hadn't patented whether they were close
together or far apart and so whet her putting them cl ose
t oget her, as your opponent did, is a violation of trade
dress protection woul d depend upon whet her putting them
cl ose together is functional within the nmeani ng of trade
dress law, right?

MR ARTZ: It's whether or not their whole
vi sual appearance, of a conbination of five features, is
functional in the conpetitive necessity test. That's
why - -

QUESTION: | thought you a m nute ago
acknow edged that if the two springs were cl oser together
it would be I ess wind-resistant than otherw se, which
seens to nme denonstrates it has sone functi onal
significance whether they're close or not. |If oneis a
-- better resistant to the wind than the other, doesn't --
isn't that functional, isn't that enough to prove
functionality?

MR. ARTZ: Not the legal functionality test --

QUESTI ON: Not under all these tests, but why
shouldn't it be enough?

The Governnent argues that the conpetitive need
is a sufficient proof but not a necessary proof of it as a
defense to the trade dress argunent.

MR. ARTZ: Well, the problemyou have, Your
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Honor, is that tests -- either the Government's test or
Traffix' test is going to be unworkabl e, because you coul d
have conpany A that nakes this product, or cones up with
this idea, conpany B. Conpany A gets a patent on it, goes
17 years.

Conmpany B doesn't get a patent, and gets trade
dress protection on it, and yet conpany A for sone reason
doesn't sue them but when this patent expires, that neans
all the trade dress that conpany B has devel oped over al
those years is shot. [It's out the wi ndow, because it
happens to be the subject of a patent.

See, that's a problemw th this per se test that
t hey' re sayi ng.

QUESTION: | don't -- | thought as a factual
matter that there are five features in your patent,
including the legs, all the other things of appearance,
but the district court found that there are a | ot of other
conpetitors that have every one of those features, so it's
not uni que but for the spaced-apart coil springs, so that
all were -- is that true?

MR ARTZ: That's true.

QUESTION:  All right, so all we're talking
about -- and then I thought also as a factual matter that
sonebody before the patent expired used those two spaced-
apart springs in that narrow configuration that your
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finger's on right now.

MR ARTZ: Unh- huh

QUESTION:  And you sued them and it was found
in your claim in your view, those spaced-apart that nuch
not wi de apart, violated your patent, and you won.

MR ARTZ: Well, the patent covered sone ot her
things other than that. They had to have initial
conpression along the coils of the spring. They also had
to meet a certain geonetric relationship with the center
of gravity --

QUESTION: But they didn't get out of it -- they
didn't get out of your patent, because the springs were
cl ose together rather than being far apart.

MR ARTZ: Well, that's the doctrine of
equi val ents, and --

QUESTI ON:  Yeah.

MR. ARTZ: -- one |anguage of the claimwhich
calls for spaced-apart springs, and then we --

QUESTION:  That's right.

MR. ARTZ: It was equivalent froma patent
st andpoi nt whet her two springs together were the
equi val ent of two springs spaced apart.

QUESTION: That's right, so | --

MR ARTZ: That was that issue.

QUESTI ON:  Yeah.
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MR. ARTZ: That's only one of several issues in
that patent case, and the fact that the others happened to
use this coil spring, they used the other parts, that
shows you that you can change one or two parts of this
particular trade dress and cones up -- have sonething that
| ooks conpletely different. In that case, the conpetitors
made a flat spring, they had a horizontal spring, they put
two springs at 45-degree angles, you could change the
| egs, you could change the upright -- all of those m ght
give a different visual inpression. That's what the Sixth
Crcuit said.

See, the district court in this case
concentrated on just the two springs, and the Sixth
Circuit said that was not proper because it's the overal
appear ance, visual, visual and image of the product which
really controls. You can't |ook at one --

QUESTION: But it seens to ne if the different
spacing is the functional -- is a functional equival ent
for patent law, then it seens to nme that the spacing of
the spring is part of your patent protection.

MR. ARTZ: Al right.

QUESTION: As well as the nature of the springs,
and so the square stand is no different for purposes of
the issue in this case than the di anond-shaped stand.

MR. ARTZ: As long as you don't confuse the

49



© 00 N oo o B~ W N P

N NN N NN R R R R R R R R R R
gag A W N P O © 0o N oo 0o M W N+ O

patent law with the trade dress |aw, Your Honor, two
separate and distinct, but froma patent |aw standpoint
you're right, but not fromthe trade dress standpoint.

There's another -- right now we're | ooking at
the public domain, and the difference is where it cones
from If it cones froma patent, it's given specia
recognition. You can't use it for the trade dress, but if
it doesn't, then you can use it. Now, that to ne is not a
real consistent -- not a real consistent argunent.

You al so have the fact that as -- where do you
| ook at the trade dress and this functionality, |ook at
one patent, |look at two patents, what if there are several
patents that showit.

You know, what if you don't even own the
patents? What if we were just a licensee and asserted it?
What if you didn't own it? Wuld that nake a difference,
or if athird party owns the patent. There are severa
t hi ngs, questions we raise at the back of our brief that
Traffix and the Governnment really can't answer. They
really do admt that if someone is the subject matter of
one patent by one person, and it expires, sonebody el se's
trade dress will expire.

| nmean, right now we al so have a situation where
they're trying to get special protection for utility
patents, which is different than, for exanple, for design
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patents. O, talk about sonething bei ng nonfunctional,
design patenting in which having this right, as you
nmenti oned before, of an exclusive period of 14 years
devel op secondary mneani ng.

There's no question what soever that courts do
allow parties to get trade dress protection in such a
matter of design patents, and there you've got this
secondary neani ng over 14 years in which you' ve used it
exclusively, and that goes to the | ook and appearance of
the product, but there's no problemw th having trade
dress protection afterwards because it isn't functional,
so why should utility patents be treated any differently?

And as | said initially, there are different
areas of intellectual property |law, you have different
standards, different tests, different renedies. You know,
in trade dress |l aw you have -- in trademark | aw you have
much different remedies to protect the public and
consuners. Here --

QUESTI O\ Thank you, M. Artz.

MR. ARTZ: Thank you, Your Honor.

QUESTION: M. Roberts, you have 2 m nutes
remai ni ng.

REBUTTAL ARGUMVENT OF JOHN G ROBERTS, JR

ON BEHALF OF THE PETI TI ONER
MR. ROBERTS: Thank you, Your Honor.
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There was until this norning no dispute that
nmovi ng the springs closer together was functional. |If you
| ook at petition appendi x page 54a, there is the
explanation from MDI's chief engineer that doing so nakes
the sign nore conpact and wei ghs |less, very inportant if
you're ferrying these things up and down the hi ghway, and
al so nakes it | ess expensive to manufacture.

As far as the two different sign stands, the
di anond one with the closely spaced springs, joint
appendi x page 236, MDI said that those signs, even though
the other one was depicted in their patent, that the
cl osely spaced springs were, quote, slavish copies from
t he standpoint of function of the sign stand described and
clainmed in the Sartesian patents.

Third, that is the formin which they practiced
their patent, the closely spaced springs. Kellogg,

Singer, Sears, that |ine of cases gives Traffix Devices
and any nenber of the public the right to copy the patent
inthe formin which it was practiced. That is critically
important to maintain conpetition. Wether you begin with
patent |aw and the right to copy froman expired patent,
or trade dress law and the definition of functionality
that focuses on usefulness, is it a useful product figure,
you cone to the sanme point. Traffix Devices had the right
to copy the MDI sign stand when it cane off patent, and it
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did so. It did so in the way Bonito Boats explains
enhances conpetition, imtation and refinenment through
imtation by adding an inprovenent of its own that nade a
nore conpetitive product better for highway safety
depart nments.

Thank you, Your Honor.

CH EF JUSTI CE REHNQUI ST:  Thank you, M.
Roberts. The case is submtted.

(Whereupon, at 11:03 a.m, the case in the

above-entitled matter was submtted.)
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