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!?. Q £ !.)_ ! Si s 
l-!R .. CHJ:i::F JUSTICE BURGER: We will hear arquments 

~n No. 71-315, Deopsouth Packinq Company aqainst Laitram 

Coi.""Porat,~on. 

I 
Mr. D:f.:-:c:1, yo.:. r.111y pi.:oc-::?d I h.:-r,ever you• re ready. 

ORA! i\ tGUllE;N r OF Hi r:otD ,:; • J\ "RCH 1 ESQ• I 

on B i\L?' ' • T -E ..,Lr~' "'OP2F 

1R- r :1. M::. thief J , ic-::, -no r .• ay .~i: please 

r,alct: vc y .... as~ to .:o· .. , f ,L~ pt , iC '5: I!:' combi.1ation 

c:tain of a Unii:eC: S "'l•~c= pctcnt ;;. ,f 'n," t:.y one t;i10 manu-

fa,::',;:ui:e;s Qnd S!!l ls • he - pa al.:e p r·· 

t,:.nn ll ass;;)Inbly c1 d us tnkes pl':IC"' in n ::oreiqn coun:;ry·i 

I i::uppo~e :!\"en more Gim,'ly, th qt en-.:ion could be 

re ch Gc;;,arate, vn ""£8'1lbleo pa;:::~, or ii: i 1::: l im:l.l.:ed to the 

·o~? • C ,:- 11-.., le cl""I nbin.a1.o c.. • 

01 l: •~ •:-· ... , h":-.rt" J- 1 1c. t ·l:herc io ~o 

~n t e th,. c e, _h t a co~bination 

blc o i ,a,.;· ,,n, , n-'l th.:i.t it 

p r J:, ,. 
• 

,, ., C> .. ,i C ti ie (' are concerned, the 

. n· .. .J • ~c 0 h' i;. r - -J, • il"!l.' in New 01·lea 1s 

igh h • unJ.. t '11il off I c:. e • The qu stion is 



4 
,;,;, oth r o ,ot combina·.:ion cl;:.im mca s nat this Cou:::1: 

cons·' r,tly h h ld · •· m nr, , nd 1 • l: "i:hc ctatute says it 

r 

, " r.r p pri01: to q t ... :nc into the far.ts, thnt 

t i 

> r b · r- • :r ·t . 1ot ·..1 he-:"'. 

n n nt Cll.e' the 

Loui · a. T r pcn·cnt, L i'ra1;i Corpo:ra-

n 

rc ,t cl; ,o pat •t No>•, one o 

p outh, for 'nfrinqe·· 

patents ,·c c,11 the 

- 1 

I • 

, th 1 

n 

0 

C 'd ''" r r i;i 

J.: •o 11 

ia 2, G , :.:. 8; he o·::.r er Ls called 

I n i nuib.r is 2,925,927. 

rttcnticn, i I may, 

buf - .ol l , nc1 tr.ore parti.cul'lr~.y to 

re 1y of v l 'd· .v !,ere 

C o-:-ar , i'ir. 

0 ~n pre. •. 1 ) on 

• 

!I • l.y on inf.:inge-

th ,. que t:ion llB -
• 
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I,,. B!RCII: You will ,ote on )),,qe 114, in Fiqu:ce 1, 

..,o, is 11 de,:'., <ihowi,. '.:',1ai~ ::.::: ·.:.he, only device disclosed 

""I thir, t.i ;en , c.1C' t:he Cour~ witJ.l see ·i.:hnt it consists of 

dl1 :".n-:l :· r.:;,1l t,:ough, roa1.:.o t" a 'Jes t~mre, only oi1e r;et, 2iq-

Z'.lg(Jl'lg '.J,m th tr.nugh, er d 1at~r. spi:nys dmmwai:d upon the 

;l.:1 a right··angle di:::.ecl.ion. 
\ 

No•1, if ycu will then turn to p • .;re 443 of i:he 

A;;>pendi:;, uhich i!l i.n the Supple·,,eni;, you will :!:ind a picture 

c. i Lai tr r,1 1 c- cor.,rnc-rci<1l device, ~,hich chows & plm:ali ty of 

l:>lac es o t;,e ti:c '2'Jh; th~ on!y oth~r c .i fZc::ence beinq that 

l:'1e w·t PtJr.ys _re cmit;:ed iu the <-c:-mre-2rcial device. 

" ' 

I \. r. , r~· ~n .'1 wil:.. l:t rn i:o the lai::ge 

! 

, }' ,.._ . ..,C Ir.,. !l '- ~on,r.:..:;:~i 1 erc,bodlmcnf: of 

l .. a. ' . - . , hic-h i.; dr- 1, c1 "y:.indricaJ. drum to 

·er +h _,_ ·t. . ' . 'r., are fed, ,l thcv qo throug,1 the 

i:he v in :1,1 · ch ' ::..v , be _n xpo!'C?d 0/ ·,;j c .:J.i toting p.:ocedure 

with .. he pro•,.i.ou. - appi.rat:u. ara •.th i,:- pulleci out, if: they arl. 

hangin'} .:re~, o· <'li.-;, out .tr ·,:hey arc net. 

O t;,.u+- pag i thn.:? 

,tat:'o en ,;. e :..22, Mr. Justi-:~ ,:,Ouqla.i. 

r 20, , y l:h a P c. t• r.., J-. .,., l n both. 
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;;. yc·1 ag in w·• 1; l >ok • • ~>, t "'lall Ap;:,m1a ix, on 

t·• l - ',· .. nd J4(, yon "'ill •pr, a n'ctu· " oe the Lai tram --

' 
• l p.· C'd n C ... ir •1psidedown. 

'R. 'l . C , 0 •. , r•m tc.-. · •lv -~ · 1·r J · ·c --- &.J :_i. ... r I,._/, ,, • , uo ·.;1 e 

C c. "· t-.:· .. a. •> ..... a rr.i,c~: -:...., /l. ,·t 

.,_".JU "'li O.t ........ 

Q • ·ybc thc-y .::,in qe,: '"f' • nctJ,-·r one. 

I) [~o':to voc~l Bet.tc.- gE't ;;- Pillerd: on -;;hat. 

Q ould I qc: :- "'"t mt or th,!:? 

•taught r. J 

V.~. BIUCP: 't,'p·•, I t'"i:'.nk Se>. '!on 't think there's 
, 

· • '- c~ .... J·c~., 't- "' id ~clp m:- if you 

C s• 

a. i< • hP C) J 

+: j~ c,j t .. < n "G • -
Ot C. 10 ' :-,-, t rrr C - • nz: c • c 1 ric all of thc-

elc .,ent. 1et\.1 II C old. 

"' ... ,. r t. B ., , "I:. ace, lookinq i!o the 
, .... f , t t. • 1.- , · ca e~ullv .t ~h 

elc 11' ut , C, y nr ther o~ not tho·c 
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ia thEJ cnaction, the syner-7ism, wl-i<:h t:h~ opinion of Mr. 

Juo~ice Dono las in ~dc~r~~a tJ;:ic·:-!32_c]:c_ poinl:ed out so clearly. 

1 I t ,.. ... ""-" \ ::111:ca 1:he c.-,ui:t to sec uhat the device was like 

.!' t.l l t.1:1:ough. 

no , if C ;i,.;y inv~.t<S the co, rt't- at·~ention to page 

, of o-1r blu br".c.E P·t.itic::ier'.:: hluc !J;:ir,f, yo11 will see 

b.:ic.1inq ·.;l'.at p oe ·.:ie v2rv co11ci.cC? i:'-;.ee··ele1~:.nt combination 

l;:::i.m th~.: :~s i.m;olvea. i\T'cJ zinc0 't ir- vci:y shcrt, I would 

1 i.';~ to r..: ,tine ·~'.1:h you the thre~ cl m1:m, g. 

''An incli11ed ;;rc1lqh do,m .,;1ich shrir.1p a::~ induced ·;;,:, 

Sr: on, ly, ";;. kn' f in id tl'.CUC"!l pocH:ioned to be 

nc• 

( \ 

is , 

l)n • , 

'1'wo, 

... u2i:: >rt 1 • .r" 

ill\ t-

th pp z 

,. lp tO ('1 Che ~nr:: ri~ .. rie cor~fining t~1e vein". 

n, ac r npr&y o t',c -;•r0ugh directed upo::i 

ng t l m eo~-n 

t:. , t (' ·"1 
, p ··r 

I i ' 
t' (' 

-, <"r 

i, rt rn ·TT.1'J , • 

th 

,1 

l 

".It' and f,.ushin::r out 

:i. n'-t occur, ;--nd 

-. 

paqe 9 of t~e blue 

irnticn cl i111 whi.::i1 

l p p t.r• cine t n • cu-... ·ngJ.c i'rom the 

1-

l t-i 

rn 

V l t 

.. soo.ated with 

,ri with respect to 



stii.d rr,?<:1ber to c;:.u~e scp•Jrati.on of ;;he vc,in." 

llo ·• • n H10 ' 9 2 7 --

Q lf you w i.ll h ?lo W' I.' Ja n, cowv1el: if you 

i. L. · c, l . why r- i: i l b r ic i: ·0··1 ~. <'.ny ciirfzrc:-nt from 

hat. · t- t o·: 1.d h:i if it w re a ty ,rr · :. r 'l"VO 1 ved wi 1:·1 ti·,::! surre 

• ue- y \l h ... V"l here, llarr. •. ly, th 

c.11to:,.,~l>ilo o·: , dtshwti•h r? 

~rcoably no diff.ro.~ if I unoe~,~ooa, 

l;r, Ch;'.. " Jurticc, thn.:. the typo\ ri. r•~ arts wei:e zi1. 1 olc'l. 

I'm assu iug thn.t. l ey a e no-; n<i · bey o all ol-:l here. 

Bt1t go:l.ng from thifl c, •mst · on to tr.e law, I think 

w:1atcvcr l:he C:Oll'.l: ·nation ir -~h, de-:·ie;'ons of thin Coui:-t 

o:.: c: 'D , in o t .ricw, ar ,.., /: i; T11m-:- of .... , court below, a:id 

0 r.., 

t 

• l 

ca. C y 

claim X 

J 

5 t' S c-- •e 271, ubscc ion {a) and (cl • 

C 

cl ~i 

c-r·t:tc l. 

n • 

y .2 ·j .. t: J.eave cu 0 e> b Jlt, t7ae • .1 the 

' 
N,, 

• 

l • 

t a 1 

•f t 

au 

if. it 1 '3 C - .o? 

1' ta'. tie· po. • 'I at 

t 1-.,..> L .... . ci i·ed ~l . ~.,,t, 

-··i ..... u1 , in the Clmiotti 

c~·- d el~ nt in combi'lation 

is tJO, nd Ve bolt: is r"cited 

y tt t ··het \ 0•14 • not rc,1ml t .in 

., '11: lnr-, ne recited element 



i 3 r,01;. ... ,~ C 

• 

n 

t < 

r ' 
·· ,i r . .. , e o. 

:! ")F ,.. ly ildp 

C "'h ~-, t ' 
, 

t, . ' ,.. 

C, , . 
n • 

Pli- '.• i\ 

,'! p -- • 

l ' . 

i ,:,, .. ,_ 1 

9 

hou:: chr,1qe in 

·. · , y , c ·c on bolt or Ol"I'.' 

u .. 
no c, o" i:hos 

l . 

.d ar . :: joi "' 

- ' C. p 'c . 

L J. If:') - ' 

... .,,1,%1"1.\I . " . :i.n .... T"l., 

I I :- -
"• 

' C: ' ' 

i "..i. 

\.!} r 

I C , 't' 

'l id ,l 

f, t) ' 

"' T 

>I 

.. , 

t 

n· , w~i:h t:he exceptir,n 

' 
. . 

.~ . , 

.. ... '"'" r J.n the United 

'c-cd.ve. 

ha:.; nacie it 

'1 , Ol s•Jl., i!lny 

ll'n<J U< it l&Oi: 

r,1 ch:i.1P shaJ.l ... --~ 
• '1 or -~ll ari1 

•chu ll .i.n ·..-:f f'lgP 

1 r:.i r we .t l hc.v 

A ,.1 iy t.o take, 



10 

C r T r n• creJ th ·- J:ld 11::>t. 'iirec!:ly 

. ~-=r· T cc ···v 

"l , 7 ·) .... 0 i1lt:aU f••,::m an 

. 'e, . ' onqz '.'ICO ·:o u c-tt. ., "r d,, con ~rii ,~to· 1 

. 'l f;.,"\, r - .. l...., CJ.C Ct • , h I th . V"n ·;.Jin coup de crr1.1 

'r < l ) ~ti ;a rlE i _,, --
w, t.urni.nq .. ,., the d_r- "L 0 t .... : s co,•r':. "1hi-=h 

a:r3 V \'!{ P-r il"C r..-.. : rmC ' ny ot t\\ m U!l • ly :in point, iri 

0 n· llO 0 c· eie,c, sh 1~"',1 ..... t ,, • ' poi!)''.: to t1"~ 

:r.1 C: C. h n r r, 'l il er, nc !:ion CL·:!:'!, 

V ... o· r .. ; \1t"'. '..:o cor,::·~c1 .. L. 'I'•.) t·, rn2 

I Cl r (.; r '. 

, 1 ... .. I d d in 

::n tl ... 

·Ir '=nt 

V • , < OU.1.1.. ld that 

, L ' 1b · n .d oq thN: 

th, --ed? 

0 ( 0 ... ·.ion :. , 1 ( nl , th" 

lll i11e ""_ ·hor i.:i the thin 

• 1 main l:.r.i. lf. 

t·,1 I in -~ 1le I ~eCht 

l ~'\ ch '[' J. !'. 8 1:0 

., r c-t to 

0.1 tl J 



ti.re not 

r:t~t. 41~"'li d _is. ll r'p ;;_,-'- d • th• ~. ~, ... ca -. 
T wrulc' :.. _. :,;o t (' Co..irt <l .. h poi·1•· to r>:r l "iici£!~ -

cai 9 ~h-ch :'P '!' J.:iter in o,1r b .. •1 l., f, ec ,rqcs 33 l!na 34, 

11hich, 

,. rs:')~. <:: on c, '- · 

,: ., . C, d i ' 1: beinJ ,:d ·.::-:en 

I C , d ·;. ri r__ . Lh~ - --- • 

I • C 

: ' , ~tion, 

( L to 

~~:v 

r t . tt . ~c·· 

1 .... I .. 
• i ti• '1' ' , 'C .i,.c:l n· i i • im. 

!\ \: 10 ,. C bro· t' n. 1 he. 

(' .Ir ~a-- .. ii t - ,0 , i:., m 11 ' ... ,o 

l • • .: 0 .. , ,t ti' nc. 

i'l . t •. 

L 
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,Justice, a ,d th'.!n disc1s, ~mblc.d, th ::· r.• • aorembly i,,ould, 

concedea~y, con,;t:~t\:te un · n'I:. ing "!'·mt., ., cause the invent5.on 

wou~d he mude wH:,,in the Ur:ltCd St.;,::,,a. It they arc neve;: 

fUt tcgather iti uc,:CJ.:d- nee, i~11 .',e.:c r...E {'i!:ions we are 

T 

a r · '· c' Jl 

0 a C 

... J to 

I r c-

, l ¥ 1 t I cc,• 

ti ' 

·o. 

'L'hercfo::e .-i,y 

>f P c:;o ' ry :t".!sul ts in no 

n. cl ... 1,cr b~ -~ 11q rn .... -5.€.. 

.. t':. F t n Cir •it thot'gbt was the 

V 

p;;.tc 

" :.~, (. 

1' J 

, C 

' 

t 

"l courze w~ rlif~er 

ts r_oi;hic,q 

li :.itv 'i.n <1 ei"'ferent 

( t • .. 1: I) l Wt,-ei. .. t ) Y 0 , 

chin () £ ( i · "'"u' d 4:unctic,, 

•·<-n':r.o... • ~t c11d tr.en dis-

, u "" e . r~ the 

r ' t . t:i fi _;_ 1, ~he 

·nvertion. 

n p0 ~f~h Circ~;t 

'-. o t~iu a mett. 

. ' • Cc, C"'Cte 1 



They ,ant in, not to the de · : sicns of th:.s Court, 

t:hey were not even looked at, th"Y wez-<' lqnored, {;hey really 

d.i.dn 't look .:it the ntatute at a:·_. '£t,i..y b.?.sed ·their decision 

on n theory of economic injus·ticc, bu\: where, as we ask, in 

~conc-n1ic inj1.1ct;;.ce in•rolved wbei. • tha~ which is being done 

ir; a righ·~ and I c,·~ Wl Ol'.''-J? 

Q i .. ch, y 1,,. •,cno·;, l ~·link th2 Fifth 

I..~ it. Cqil thi s t• . • 'la<:, • P..nd you can cite 

0 t C c,n J:' i inJ til"l t it still 

. ...,, . 'lt: e !J-L-rni'L.:ed by l~w, 

t ·h -~ .. ,.., Vt>r ed ::mt it -
e .. r.' ,. t 0 ( .dP y ' 1 o,:e thon you do 

tot J r: \l' ,· 0. ' 
., . q ~=athsr than jual.: 

cit g I:>' ch 0 ' 

R. l ._:, t O -C .. Al'. I wanted to 

• I 'r t'c t, i w1 t tr. law was in this 

C u • I i ... C 's no clioseni:i11g 

vo· ., <l c 0 i ll o:t <; (' ... 
e n ·y c'.a i.on:;, sev~i:·a'-

n 1 '::: JJ:t:ier and al!a:o 

. ,. 

f · c, no policy 

1n ma et shoulo 



!:>e p.~otec.:cd by a dome ,;tic paten·.:. T at iia-.:en,; is to pi:oi:ect 

the patentee :i.n the United Stai:e3; 27lia) clearly says th?li:, 

tf tt~n. J.S rr,akin.;, U"'~r.g, ,r ~c,.li.nq • ~-hin l·.he United States", 

. ao rn • -c y r , ,,. J • 

( 

ti 

• f'\ :t 

I 

I/ 

~n f 

b ng r 

" I \ 1'lY df'I : J.. l' u pt :;ales .:tbroad of 'che 

C' ' '\(1 ... , 

,c . I ' .. 1iirk tb y ~c q. t: That's the 

.:. O;.; t e c :J l 1\ "\: • 

~/ hy.., 

,m. BJ r, ~,f: .i. t~ .. y - , , .. · ·1o ., ,~· rneen? ·-- if l:h~y 

din. the United St,t ~. 

C Yer,. ..h y re aa~cmhl , !), t th ,y ere assembled, 

• • 

0 

:I 

.,i 

" . - , 
: 

,- l 

I') 

{ 

,.., 

; 

• 

f 

\ 

. 'l 

(.' J , i 

,1.• 

• 

( 

; -

t 

. .. 

r art .. 

" es mur.ket. 

· c.::t , .s ·1,:. Justice 

• 

,· v •.o contend 

no i,. "ri.nqement 

:ind i · it 5.s not, 

.1 , I .;l'ink, is the 

./' por.~ of u ,ate,,t, 

:.·c& Oot1,l sin 

' .. t >Ub lie intercsi: 

, •te bei'1a prl amount. 
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And the orl)• thing you subtract fro.n that with tle 

lim5 ted mono po l.y that's g:I. ven 1. y a pate'li: r:,~r a very 1 imi ted 

p11rpoue ;'..fl thi'lt i.hi. h is clearly within the sccpe of the grcni:. 

A:id iA a c:ombi.nai:ion claim is awnrded only becaus•= the coml:,:Ln,,-

ti.on ::.s the in,ention, th,,;rP. is no i ,fringemen<::, .he::-c i:.i 

n::ith.l ng that shouid properly be tal:en away (rom the publlc 

w~en {;hat co1rbi at.ion d:ies not co-r.e lnto being wi';hin the 

Uni tet, Stn .. es. 

Perlm,,s it's --

\". Ai:- I understand your. 'l.rgument., then, you would 

releg .. tc the pa;.E>,1t e to foreign pat<i'nts to protect himself? 

ac. Bif.Cll: , th:ink ·that is his r~sponsibility. J:f 

he :.s gci,1g to employ the economy of. the forei~'l'l country tc, 

makt, hi~ noney, j f he is going to do his mcrchandioing there 

in ~ccordance with the i·ulcs of the difference between our 

ow:1 Seate courts, .i.f sQ7'lecne is going to co'ne in and use th:! 

ec--:>no1ny o,: the l:tat , .;h"'Y should go to that State court 

for thei.r recll:e :: • 

I think ti\ ,ia, io tr•Jc: i\'l the foreign country, 

,md the an:c-110::: it yes, Mr. Justice Bl11ckmun. 

Q ,:cept ,~lu-.t the irr.pelling move is your client's, 

no.: t.'~e p,1 c.01 ,:ce' s; i , it. no,? 

Yo\,: client 1,ao shipping these parts abroad. 

MR. B!nCH Hell, there's no reason for our client 

to do lll1y·.hiriq, in 1:h. nbscnce of a Jlra:i:ian patent. 



lG 
'<ow, t.hc:i:e 1 , " Bro:,:j_lian patent, e.nd these pn:i:ties 

axe no11 involv<c!d in .ti t:lgation. The customer that brought 

acout this suii: here .in involved in litigation with Laitram 

it, Bra:?il because they bought the parts. 

:) That we.s my next question, to ask whether there 

waE a Brazilian patent. 

MR. BIRCH: ec, there is, and! have the complaint 

hcrti, in bo':r. Spanish anc E·,91 ·:sh, I cannot read 1:he Spanish. 

Q Of cciurse, .he only way for the patentee to 

protect '1i111Self would be to get a patent 5.n every countl."Y in 

tt.e wc:rld. 

•rn. BIRCH: Wi,:11, not necassarily, because shrimp 

sho1t up .i.n ~elat <1eJ.y l'ew countries around the wo:i:ld. 1 wot·ld 

ar owor y.,u yes, whe1·e ti1er" a,:o shrirr.p, yes. But '.:hat• s where 

h(:' s making his 1r.oney. And I see no f3ir reason whl' he 

ar.ould11' • be c::pectea. to use the patent system and the courl:s 

of t,1at count:cy whe1:z he's making his money.. in o::-dor to 

protect his inventio1 there. 

United Stctes pa'~ents, by definition, do not have 

e,:tratert"it.orialil:y. Now, there are some state11:ents made in 

rusponde11t's brief 11ith respect to copyrights. If the Court: 

will exanine '1:hose cases, you will find that there, too, 

co}.Jyright:s -- that's in Appendix A, Mr, Chief Justice --

cc,py!:'ights a1 ;o have no extraterritoriality. T!le reason 

bning th:it the copy::-lgM: ond the patent arose und9r the patent 
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clau&e of the Consti.t,Jtion. T:.:-adema:r.ks and antitrust proi:ecu 

tion z:.:ose uncle;. the com,,erce clause: and that• s a who.o.c 

different bal•~.:me. 

E:ut:. iii th regard to both p, i.:enti; end copyi.-ights, :~ t • s 

clear "Chey ,ire to have, by the del!is:ions of this Court and the 

lower fade:::-aJ. court:,, no e::trateri.-itorial effect. 

ro11, the second policy contider;.ition xa:i.sed is ti1u1: 

aff:l.rmance of the cou:-.-t below woui.d p::event evasion or 

c~tlbinaticn patents. Our answer to thai~ is the..'; under the 

la,, of tni s Court ~nd the la\· -.:hat h.::: existed for 1£0 ye arr. 

arid qon:: thi:o 1gh a ca• ii:ic tion ln 1S52, pui:-por';ecUy •1:..thcui: 

a chance, the e i" 1 .) v;.~ion. You h .... ve e :i: igh', to operate 

out.J:i.oe tt-e s ope of clair.1s, and th.;.t 's all th«'! petitioner 

and people in the same position here did, 

It'~ u:cged t:iei: there io discrir.,ination between 

manufacturers of lalge <l~viceo and small devices. The 

rn11r,u:racturc:: of. the small d<.!vice has every oppo-rtunity to sell 

h:.s de•rice :in part:., as the manufacti:rcr of the large device. 

l\nd noti-::e ::hnt in i·he -:-:h:c.1:c: conflicting cases in th~ Secona, 

Third and S:!vcnt.h c::.,:cuit ·, a11 sorts cf devices are involved, 

In !:nc~, where the decision W;)S against that of 

the "Fifth Cir<.l1.i.t, a radio we.s invol veci, and there was a 

que.-;;tion of wh<)thei: the tubes could or could not be pui: in, 

with or .,ithout infi:ingemont. 

In ·:he. Cold lletal case, thE re wns a three-element 
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col!lb.:.naticn a<•ain of ,.olls, j.:.urn ... ls . and bc!tr.ing:1. Tlien 

Ci.rcn;J.t, there • aa '.\ hug0 machina involved, which \1af3 shipp. 

in parts: a hr• dge, 1\ recJ.aimer '1-•he,il, :i.n,1 aunpo,..tinr.: s't~·u-::tnre. 

Bui.: the s,nctl 1 me.n has ever-1 i:;i t as biq 3n oppo.ctuni ·.,,. 

to :i'.nd his c 1u,;.p:-1::!nt o·,1er9eas un11ss,.1111'J.;d u, t.he la:rge on-e. 

Th:?11 the point. is .caised t'l-i ... '.: U!1les3 tha cc11rt 

be~ow iz u[fi·:m.d th~;r0 ·ill be a muldplic.ity of J.c1wsui<:s. 

That one c:ocape.- me comr:iletely. 

As of the 1t,~ now, with the threu conflictinc:; 

dec~.sicma squara!y in r:,oint, and the law o::: this Court 

str-.t::.r,g that .:he;:,? i.s no intringer\Em': cf o combination claj_m 

uitho•Jt a HlCMbly, there is no action thllt cun be prop<:erly 

brought aqain.Jt the per.Jon w,10 sellz onl, ~he parts, 

I£ :.he Fi.'th Circuit ic aifi:rned, on the e>t:her ha:,d, 

you not o.1_y °'lave d:.r~ct. infrin<Jement against th,; nallufact.urel." 

of th~ .,acts, oLl have direct infringement ,.g.,inEt a fa-::tor 

who gon:; out, aa tb.~ 11li!.n in woodwnrd v. surd d5.d, and b•lys - .... - ----·· --- .... ---·· 
all the par.t;~, collectn ;;h<!m together and :cese1ls 1:hem: ana 

thelt you wi.ll tavc an ction for contributory i'r•f::ingement 

againnt ever:r VC'ndor \,ho euppl.i.es a part that isl' 't e staple 

ar'~icJ.e of cc :1r.,erce, if that part is especially edapted t., go 

into tho cor.-!:>ination. 

So, s.s fi:i-r: as lit:l.gation is conc,.rncd, I i.:hil'lk 

you'ro op.ning Pandora's Bo:c. 'l'holre will. be a gL·eat r~ultipli-
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beJ.01·1. 

Q hr. Birch, :! was re:1ding the b~:'..efn in "i:h:i.s 
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case, I wcs h--rking back to the earljer dayB of my fatherhood 

wheu I used to spend Chri.;tmas Eve, c,nd was up all night end 

,·,ould end up , ith u lot o,: bruised thtunb!J, having p·urchar;ed 

what l the ugh+. wa. a C'O ster wsgon, r.nd it would co:ne in a 

bo:it nn·1 i.r!-tc d of a coes·ccr ~'.agon th,~re would be a lo'i: of 

p-!>r(:.S, the.t i ~•as 1.1p to \;he mother and fathei: to assemble. 

Now :..et' s e .:n,-r.~ that there was a good firm patent 

by somsbocy elGe on that particular kind of coastnr wagon. 

would your argtln1enl.: go so far ns to c).aiM that that biq box 

of di:,assct'J:>lcd partCl could be Put together at houo by the 

buyei:, that thut would 11ot: be en inf::ingirg bo;:? 

l:P., !lIF,CH: !lot at all, II'. the box ware shipped 

outside of the Ur..l.tcd State::., and there was no as ,embl/. 

O He).1, I rr.:'..ght b:- infringi:19 when I put it 

togethP.r. Bu hew about th~ person who sold the :OOx of 

unas:semblc:d r? .. rts -to me'i' 

1-:.R. B:,'.RCH: Ti1e stntute is apecifically designed to 

t3ke cm:e of ,rocisely that. 

Q He would be a contributory infringar? 

1m. a:.nCH: He would be a r.ont:::-ibut.o~ infringer 

t.'Jlde:.:: 271 (c), ancl he 

Q But he woulo not be: an infringer i., your 
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eubmiss3.on, ia t.ha·c co.creel.:? 

I R. I,; RCH: He ~1ould not bE1 u d1 reel: in :ringer. 

But the nerne ".'t'lmcdy 11ould lie, and the same recov,1ry agair.s·' 

the ua-~ cefer.dant 10~.u be obtainable. 

~he fact th t you call him a contributo::-y infringer 

in section (c). 

Q Th:!! diff.e:.._nce is between a direct and 

contributcry here? 

i R. B:i.P.CH: 'Les. The di fforence betweea direct a.1d 

co.itributo:::y is semantic, as long as what occurs occurs in 

tha Unlteo St t~s. 

Q ! \ToulC: b the infringer, assuming that I could 

ever get the thirg assembled, wouldn't I? 

[Laugi1t.er.] 

UR. .8'.\FCH: ":!es, you, too, would be an :l.r,fringer. 

q J'l.nd I'd b•i the o,1ly d:i.rect infring~r, in my 

havlng put: it toc;c'.:her. 

MR. BJ.RCH: 'l'hat is correct. But, as has been pointed 

o ui: in re< pen ·ient 's brief, there is a rather stro,1g policy 

in thi3 c~imt ·y not to go around ~uing , and the courts do 

not favor ... uitc agai11i.;'; individuals •-1ho would be in your 

pooition uith tJie bru;.sed fingers. But 

Q But the seller or the manufacturer of those 

disa.scerob .. _(1 pa ·:ts would be contributory inf1.•inger? 

Mn. BIRCH: He wo•:ld be a contributory infri ttger. 
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0. He would be in the 'nited States, a,1d that's 

the only dj ;:fer nee be:tween that --

HI:. !llCH: 'J.'h,,i:. is correct. 

Cl -- part.i~ular. c-ise ! nd yours<' 

HR. BJ.RCH: And h cculo be sued c,nd full recove;.:-y 

go.;ten fro~1 th~ man 1ho mani: fact1.1red and/or sold tne parts. 

It i& only '-h-", yo•, clon't" mmblc in the United S:ates that 

th:is que-~t.' Oil COL $ up 

1,ncl n~ the Andrea case said. this really isn't the 

tcchnicali ty t 1<..t it i:; acc,1s,?d of bcinq, because no wrong 

i!' donE:; ... nd no w:.:on; ~-s done becar.sc no infringera~nt occurs, 

t,nd if no ;.nf.r' r.gcmor,t occurs, no ! iabili. t~•. And that is \::hs 

f;.'.':'ln poJ.ic:, behii a these t'il'ee decision:::, and I think that 

the decisionR of this Court back tllat U? conpletely. 

·· h:i 'u 

(! M.:. Birch. 

t!R. D!"'?CH: "es? 

n Ho,1 many factories c!oe.3 Deepsouth have in the 

Un;, ted Sta•.es? 

l!R. BIRCH: D-.?epeouth hat> o.1e ve~-y small factor.y. 

'!'he compan;• ic 

o Doer, 5 i;. a$SeDble in that raci.:ory all of these 

devica~: that J·~e :;old i:-i the U,1;.ted States rJarket? 

tm. BIRCH: Everything tl,ilt is so:.d by Deeosouth 

la made i.n one s'lln:!.l builc1inq, and I '::ielievc there's a total 
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vorx force of fou-.: c,r 1: ... ve. 

V 'our or five tndivi.dualz? 

Mi<. B.i:RCH: Indi.vi.dua.1.~, -chat is corre~t. 

(J So thnt. for the United States market the three 

element !'OU nem::ior ('d are 11ssernb).ed, put toqether in that 

;."ac-tory io.c a: . .1. G'lles .i.n the Uni-c:cd :,t,a:esi' 

MH. i>Irll'.:H: No. 'l'he completed device is not put 

toge';:r ~1·. 'l'W..> o!' the elcn, nts are: the uater header, the 

t.rouih, , ch is n re:::iproc.:iting ~rough in the !Je~paouth 

design, a "'put tog{ chc;:, 'I-i1e razor :OlaJes, the lonq olades 

chat go tr.e ful1. .;.ength of the trougn are alw11ys supplied 

saparatelr, p ,r 1;;.ps for tile reason suggestc?d befoce: cut 

f:'.ngers, ,tad t:ne ii:Ka. 'rhey are put -i:oqether by the cus comer. 

DeepEouth was held, however., tone an infringer under 

tnosa circ:ums ~ances, and Lc'.li tram has full recourse aqainst 

·.:h~m under th_ t decisio:i, just as ii it had been :nanufac':.ured 

entirely, 

,,,ow, th'-' b~l·.: conveyor, or t:,e deveiner, has in 

:tact. al\ ays b_en rnc:mufac'.:1lred completely by Oeepsouth. 

I hr.re just a f~w minut1os, Mr. Cruei' ,Ju;itic<d : may I 

rc:..e::-ve tn;,m ·o:r rebuttal? 

Mn. CHlt!r' JIJS'l·lCE tiOi<GE!(: You may. 

Ve-cf well, Mr. Birch. 

t,r. Shoup. 
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or.AL ARGUMEN'l OP GUY w. SHOUP, ESQ. , 

Ol! BEHALF or· ·nm RE:SPCi-lDENT 

"R. SHOUP: r:.r. Chief Justice, and may it please ~he 

Fin t, in direct answer to Mr. Birch, the re i.s no 

controlling precedent on this 1,1atL;?.:- bei:ore the Court at all. 

The:ce ~.:;; not o:1e surrerr.e Court decision that re,ltttcs to this 

issue t"lat ;1as been deciced since thiz country was organi2ed. 

This is i::h~ firsc time i l: has c:)r.,e to this Court; So you 

might .. ay that \/hat W'.! re talki.,q .1bout hers is the Fifth 

Circuit de~ioi,n, and oossihly Andrea lI. - -----
Q Tnat's i.:he Second Circuit? 

~R. 3HOUP: 'L'hat • s the -- that was the second decision 

jn the Radio case. 

Q Are the Fifth and the Second Circuits at odds 

on thio? 

.1~. GROUP, Yes, 'l'he Fif\:h Circuit put it very 

c;onr.:i!lely, saying that the distr.ict judge fc.,l lowed the Second, 

Third, alld Sever,th Circuh:G, ancl then they ;aid in the nex1:; 

sentence: •,1ha; hu did not know was that we would refuse to 

follow -- md 1e,1'c en from there. 

! wcJld like also to put in perEpective the word 

"co~ibinatir)n" 

Q You think there's r:othinq in our cases that 

would indi,~ate t'.1at if there are three elements makinq up the 
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combinaticn, nC: two of .hem are n anufactTced here and one of 

them abro. d, thnt there :·.s no infrinqem.::nt if the two that or 

made here ,u:e sold in this countr',' and sh~ppacl abr.oad? 

MR. SHOUP: '.'.'h~ r- is no Supreme Cou;:-i: cat?e on '~hat. 

part iculal po i.11<· , Yo,ir u.,nor. 

Q Not ven ~elcvant to what a coll'.hination pate.1t 

is? 

MR. s: CUP: Well, t,lere a:,:e case. inte.:-~retii:ig 

c->robinatie>n p te ts, . ut aluays in t !:tms of th~ 'r.nchnical 

question c,f ,1hed1e,: o::- not the claim to the paten~ read on th: 

machine in op ration or red on the ~ubstunce, 

Q Hel!., in the example :t gave you tho re would be 

no inf,ingeme·1t, woc-,d there, or would b1ere? 

MR. SHOUP: ~-::!.I.J., there might pos::ibly contributory 

infringement; bu1.. the "acts ol 1:his cas:c are not fully enouqh 

develcpcd to answer that question. 

271\a) says 'w.1oever makes, uses, or sells". Now, 

vh,;;. is 11: that iG "made, used, or S<Jld"? 

I,et s go to 35 -- to Section l 01 of the patent law, 

whici1 def:.nes "pat:cn.t~blc inve-ntion •. "Patcntabl~ invention" 

i > the th .. ng l:hat 1=he person can• t "m~ke, use, or sell". 

Q An<': that's here in the combination? 

MR. SI!OUl?: Well., in this cane, ~-t would be a machine, 

Yot~r I 'ono::. 

Q Yes. 
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BR, .,HOUP: a~::a1:.se there are fou:!° types of thinqs 

which are p .... te it.ible i"'ven·d.ons, «nd they a :e set forth, not 

in any of the ,arti~z• .,,_.;.e"s but .;t page 94 of the Jl.ppendix 

tho statute io set fo~th. And there arQ four types of. 

things that arc patentable: machines, manufactures, ccmposi•· 

tions of matte·~, and recesses. 

Here we' re ta.'.kinq about a machine, really two 

11'.i.lChinC's, B11t u m~chin':l, ,•nd in t:1.i.s case 1:he seller calls it 

a machine, the buye;: cal: s i :: a machine, the forei;in govornrnen; 

calls it a machine, 'lhe f'.l:reign custoner's priv11~e bank calls 

it a me.chin,:,, t:he United States priva:::e bani: that forward.; 

tho lctte?· oi: cr.cdi 1: c 11s it a reachi11e. 

do, :: submit that a machine has been made and sold 

~ii thin the United Statr;s. 

Q But it ; ns to he a patellted 5.nventi,:>n to come 

Iii thin t.hat 

IIR. SnOUP: A patentable invention, that's correct, 

Your Honor. 

(} Yl'ls, 

l!R. :;~:OUP: But the invention, the word "combination'' 

doos ::iot .;i~pca · in the p:>rt;on of the patent statute that 

definea "putcm~c:ble inv~ntions". 

c, Yes. 

n 3ut these th;:ee elements alone wouldn't baa 

paten·;able inv~ntion'? 
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MR. SHOUP: If they had never been put for --

Q Togcth"r? 

HR. SHOUP: Put t.oget.her before. 

Q ·1ould ·~hey? 

MR. SHOUP: 'l'hey woulci if the man ha6 in his mj_nd 

the idea of putting --

Q Bnt he jut couldn't fiie w:~th tha Patent Office 

and deacr .. be :hcae three items --

MR. f,HOUP: '!<;o, ~•ou coui.d not, Your Honor. 

Q a,ld never say anythinq about how they' re 

to go tog<?th~:: or what t!-.ey • re used for? 

'!R. SHOUP: You have to describe a cooperative 

relationship anong tl:!c ele1nents in order to obtain the patent. 

Q Xf the eJ.ernent:s are old. 

HR. SHOUP: If the clements are old or new, as a 

matter cf fe.c·:.; you've got to describe some sort of relation-

ship any d111E: • 

Q Right. 

1-lR, SHOUP: The •1ord "old elements" is almost not 

relevant ;o t.1is case at all. 

Ll!t rnc gc, to somethi.nq that Nr. Justice Blackmun 

said, when he· inqui ".'ed abo,1t foreign patents, which is quite 

relevant. Tt1re arc in excess of 100 jurisdictions in the 

world that have foreign pa.tents, and when a man has an idea 

that he tnin~ s i.s c:orr.:nerci.ally valuable, a clock startD running 
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againnt him. 1:.nd the clock utart.: ac difrorent times in 

~ifferent parts of th, world. For example, in the United Sta:e , 

he pits hj.s devi.ce on sale, he ha::. 0;1e year to file. 

Somnw1e ·e, .. n 01: other country :in the world, the 

mi 1ut~ he has to file is b~fore he t:ci.es to market his devi-::e 

So, in ·l:he Un .. t.ed States, if he files his application in the 

Un~teo. States, 11ml t.c .., nut his uevice on the mar,;:et before 

then, ha• :i pr .c1'1ded Zro·n s ett:.nq a ,,tent in the foreign 

country. 

I al.'."lo might sr.7 that the litiga<.:ion in Brazil was 

not c0lll'l'~I1c~d b1 re pc1d nt, it was ~ornmenced by the custo~er 

petitioner encl the e:t· nt o( .i.t han aeen the filinq of a 

co.?laint· and t~er ·as no summons ever served. The case, 

as fc1r as -~ kno 1, is <":>1n.9lntely defu'lct. 

Now, bac~ Lo Andren ~nd Andrea IX, In Andrea I, th1 

5·~.:.ta171ant ~,as made: ro wr.ong wa2 done the patentee until the 

combination iu formed. 

What that cour.t was say;_ng is that the patentee did 

not hnvc J cau~o of action. They were stutinq a result. And 

thg al:ntenco bel'.:ore that, that says •ncr .i.s this so highly 

tech 1ical as .cl:. mi.ght senm", s1'olll!: to have indicated e small 

emcunt of do.: moivone:,,s on '.:he part .,f the court in handling 

tht.'; problem, 

They come bae~ to ?\ndren II. They put the tubes in 

the rad ... o, thiy pull. th~m apart, nnd the court s&ys it doesn't 
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matter whether the parts are disconnected at the l.:i.rne of saJ.e. 

And Judge Swar, says, "Uh-huh, we've overruled ~-ea I, becau:?e 

we don't have to have fina:, assembly at the time of sale." 

i\.nd I submit tt at Judge Sw.:n viewed And;.:e.: II 

correc-r.J.y. 

So uh .. t is r~fore this Court io Andrea :-I and the 

case below. 

Let s go to ~he pe:rheps most diff.~cult case, the 

Hewitt-Rob~ case, th last case that considered this qlies'·icn, 

the ore recla .. r.:er. 'l'h_ pa:tent on th.? o::-c reclaimed issues 

J.n t!1c united St.a·::c!'l. 

I go to th~ P~rent Office. X oee the patent, it's 

an enor.nous device. I go to the manufacturer. We copy the 

exact picturei. in thz pntent, it's a huge t"1ing: ,,e sell it 

to the man in 'l'urltey. iic n,s,ver pui:. Uno ..;,;_ng.; to~,., tl-,.;.:..·. We 

:just copy the patent. 

Tha:'s the r::esult of Hc·dtt-Robins. The result is 

that any )argP. device, o~ any device at all, large or small, 

can be coFied e~actly, so long as there isn't some sort of an 

evant>scent mer.h.,ni.cnl connection, or electrical connectic,n 

within the co; :.:ines of the continental united Sta·.:es. 

Q Nell, it'o like th;; Turk who can come over 

hc~e and ccpy it and go back and make it? 

MR. SHOUP: That's right. He's perfectly free to. 

:,: t .1ni; in trow:1.tt-Robi!!,!!_, however, there were two 



29 

or three par·t:ies involved, and one of them ...--,s domestic: it's 

P,robably no~ relu·ive. 

llow, as tc t'Je economic w:cong. Sec::.ion 284 of the 

Patent .7'ct ?:COV ide!l for monetary recovery when someone 

infringes your _;iatcnt. Saction 284 talks in terms of use of 

the inventi<:>n, In this c::ase, use of the patented invention. 

And this use C?~ encompass any one of the three acts of 

milking, use, or selling. So the pa':entee is entitled to a 

moneta::y ra~~very, rega~dless of whether the man has made, 

used, or sold ,he invention. 

T,1osc acts ai.:-.:c rnutunlly e.<clusi VE. In other words, 

you dcn't have to use i.f you make, you don't have to sell if 

you r.,a..'-te: '~!,ey are comp:i.etely exc::lusi ve, one from another. 

And the economic wronq is the inability cf the 

patentee in this case to collect i:rom the person that has 

infringed his patent, by making the patented machine. 

Bv.ck to Andrea I:'., and the majority opinion which 

says: '.':nfringomcnt lll•'lY not be avoided by a sepa't"alion or 

divison of par.i:s which leaves to the purchaser a simple task 

of integration. 

Rzflect:i.ng on Andrea I, which allows the hypothetical 

that I put of 1:ha man goinq to the Patent Office, copying and 

making all the parts in the United States, selling them f.o.b. 

New York, San ~~~ncisco, New Orleans, wherever: and off they go. 

?~o·f, -co answer p,:itit.ioner 's reply brief, they have 
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made some r.cm,r};& about freedom to copy right up t:o the ext_nt 

of the clE\::.ms o_ th .. pat0 nt. 

l!ra.::ticPlly every time patent is lid.9a<;ed in the 

Uni t~u st .. ~cs, the cope of the cl.:.i~ is at. issue, and there 

are a numter f. c!o,;:·::rine::: that operai:e in favor o: the patentui, 

the.co are a n· rr.ber of doctr:..neG that op3?ate against the 

paten·::ee, whe.- these cJ.~ims are put at issi;e. 

So a n.'1.r:tow t:echnica! cons<,ructic,, of m"kes or sell~ 

would be out c:: step with the judicial docti•ine that has 

developed ove the last 150 l-'ears. 

Examp~.i?s of the~e, .i.nd <::hey all cccur ia i:his case 

ac a matter o" fao~, a::e equivalents which allows the patentee 

to io not -- coesn't hold him to the exac~ literal words of 

his claim. 

Two oxc1mpl~c, one of which -- both of which were 

asserted and cne Q.f which was appli.ed in this caso, are file 

·;1rappei: eetopr,ei, where statement-: he makes to the Patent 

Office restrict him lli th:i.n the lit.er al wo?:tls of h:,s claim, 

Anot,,er e><.wr.p:\e is the doctrine celled negative equivalents; 

even whero the·clairn readc right on the machine the patentee 

has to prc\'e ·;hat the r1achine ia even more an exact copy 

than the claiin might indicata. 

Q We have no problem.in equivalents here, do we? 

MR. SHOOP: Mone whatsoever. But I was me.:ely 

pointing out !;o the Court that there are a number of equitable 
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doctrine..: tha~ have developed to both limit and e,q:iand the 

patentee,':; rights du1:ing -.::h<i course of this Court ,; inl:eq,re.c;.-

tion of the patent syst:~rn. 

r.nd 1:he F.' i:tt r.i:i:c,1i t corr:,ctly realized, I st1bmi t , 

the lacl: of neccssi'-Y :o;: a J.egallzti.c construction of ·the 

':"he muH:.i.plicit;, of lawr..ul.ts argument that Mr. Birch 

,:1ad3, it seem:: to ns, do ycu w.;nt l:o !lettle all disputes between 

the two p"rtics who r reolly havinq a war in the s.une place , 

if at all posrible? 

Nr. Birc:1 1 n · ugge&l:J..on would -- we must ass\11-ne that 

the patentee ir.. qoing to ·try a:1:l !!ell hl& machine wher ever 

there's a 1 .. 1;:rkel: foi: it, whathar f.t'::i in ·i:he ;Jnitcd States, 

B:-:-a· il, Jq,an, t he:r0ver. Under the re:;:ilt we u.:ga, t his dispi;.te 

con he r'"solvcd in t'le Jnc':ed States court, and the pacentee 

is not ..:o:.:ced to go o·,1eroens v.nd sue his customer or sue his 

pro pectivc cur.tome:.:. It can be settled, let ' s say, in one 

forwn. 

In 1:hi s case, in i:i1is s:i.tuation the result that we 
? 

urge is a litt:le b:l.t a,1nlogous, for F,X.:i!llple, to tho Blonder Tunq 

case of a y,:,a:-- or so ago .i.n this Court, where the patentee, 

in effect, cannot go arou,1d the United States nnd brinq 11 law-

ouits , and get 11 cl·ack::: at having his patent hel d vc.lid. 

The uffirrJan:::e oi the cace belo1,;, t he docision below, 

is co,~r>letely consonant u.l tn the U. S. Cons ti tut ion, because 
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the quid Ero '!!10 in tl::;. patent cluui::e of the Constit;1tio:1 h, 

that you g<:!t Gonce~hing -!:or yo;.it· disclosure. In t 1is case, 

with resp-ct to the c:cport market, you get nothinq for your 

discJ.oou~<:. 

!f i:his Court reverses i:he court below, the result 

tlill be l:hc corr,,lete exemption of exported patentable inven-

tiono, nauely nw.chines, fr.om coverage of the United States 

patent. Or, stated d~.~f~rent-ly, the total emasculation or th? 

United Stacee pa·:cnt synt.em, as it's applied to exported 

r1achines and c1rticles oi: rn,muf acture. Regardless of where 

those articl€3 are destined ror. 

In i'l.!'Y --

Q Would ,:hat be true if patents had been obtained 

on the sa-r.e rr ac:1ine in another country? 

MR. SHOOP: In -- excuse me, Your Honor, I don't 

luiderstanJ your queution. 

o Suppos~ the patent had been obtained in Brazil, 

or whntev!!r c,ther country, 

1'1R, SHOUP: Yes. 

Q -- ~•ould your conclusion follow, or were you 

just addr.?ssing you:cs,1lf to the coverage of the United States? 

!~R. SHOUP: I was addressing myself to the coverage 

of the United States patent, yes. 

Q .i\11 right. 

MR. SilOUP: Yeo. In a country where there would be 
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manufactut·ing .~esou:cccs present, and there ,night be a manu-

facturlng competitor, it m.lght be necessary to ob'~ain a ;Jat_nt, 

in te::ms of. patent p:.:oteci;ion. 

I hcive no-ching f•Ji:thei: to say, other than that this 

is a clar;sic r.-1::;e of eub~tance c::nd form. And in :.;--,iasoned 

dscioion, 01.1b tance :,.:; a p::ef.cri:<!d vi.ctor ove1: fo:~: and form 

should .,1ot triun.ph here. 

Thank you. 

HR. CHIEF JUST:J:C'i: BUr.GEi<: ~•hank you, Mr. Shoup. 

Hr. Birch, you have ';wo minutes left. 

R3BUT'l.'!II. All':lJ ,!';NT OF HAROLD J. Bil~CH, i!:SQ. , 

ON BEUJI.LF O!? 'IHE PE'l!TIONER 

NR. BIRCH: Th,nk you, \'our Honor. 

The brief of respondent has gone into g:'.'eat lenqths, 

and the same argwnent has been made here, about the mean~.ng of 

the ,,ord "mt:chine". 

Tha·: is a red he,:ring. What '\\"e are talking about 

here is t.he p·1tented inventjon, and 7 t!1ink that was made clear 

by !:.he question£ from the bench. You don't make a me.chine with 

an invo:i~ o:,7 a letter or n letter or credit, you make it with 

nutL and l:olta and Hrench~s; and this is what was done only 

in Bra::il. 

Now, there is no total emasculation of a man's rights, 

if he doesn't get a pi:,tent which covers him in the United 

states. wnc.te•,er it is iu sold. If he con qo into the foreiqn 
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country and get it, he l.S protected. ,'1.gain, that• s where h 

mnkes hj_s profiti t.ha 's wh,cre his murket is. 

Now, all of these equitable doctrines of -- doct_ire 

of equivoJ.entn, doctrine of negative equ5.valents, and the li: e 

all depend upon r.ornet:,ing that Mr. Shoup has not m3ntionec, 

r.rd th.:t is ·he mal·inc oi; an invent.'.on .. n ,.;he first place. 

Un-css uni vcntion i~ mace, theL'e is no <Z>quivalcnt 

to even wor::-y cboui:. 

The pol.nt here is that an invention is not me.de in 

the combination sense, nnd I beli~vc it :.s most naterial, as 

::r. Justice :Zehnquist brough-1: o·.it, thut i.f the law is that 

you must assemble the combination in o::de:.. t~, have somethinq 

patentable, you munt reverse. Thnt is the law of this Court. 

It is no sub·crfuge. That is what the rn~n got his patent 

f;>r: a comb5.nation. 

un_css tha oefendant makes it, there ic no infring€men 

That isn't a technicality, that's just givinq the man what he 

has coming ·to him. 

Q And unles:1 :iomebody makes it in the cn::.ted States 

you say there c~n be no co~tributory inf~ingement? 

?-!R. EIRCH: Th.it is correct. That is c).ear 1:rom ~. 

Unless there is a direct infringement, there can be no 

contributory infringement; and there is no direct inf~ingement, 

an we •vo poit ted out. l.i1d the Suprema Court cases befo1·e are 

squarely on i:az:get. Xt's incorrect to say there's no authority. 



Tnere is authority. 

'l' h.ank you. 

11~. CRIE:;' JUSTICE BURGER: Thank you, Mr. Birch. 

Ti"lank you, !tr. Shoup. 

T1c c1~e ic subrritted. 

['•foereupon, at 1:47 o'clock, p.n:., the cese was 

subm~ t.ted. J 
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