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QUESTION PRESENTED

In the Leahy-Smith America Invents Act (AIA),
Pub. L. No. 112-29, 125 Stat. 284, Congress authorized
the United States Patent and Trademark Office
(USPTO) to reconsider the patentability of an invention
claimed in an issued patent at the request of a third
party through an administrative process called inter
partes review. Under the AIA, “[t]he determination by
the Director [of the USPTO] whether to institute an in-
ter partes review under this section shall be final and
nonappealable.” 35 U.S.C. 314(d). In the past, the Di-
rector delegated his authority over institution of inter
partes review to the Patent Trial and Appeal Board
(Board) and identified certain non-dispositive factors
for the Board to consider when deciding whether to in-
stitute particular inter partes reviews. However, the
Director now exercises that discretion himself. The
question presented is as follows:

Whether judicial review is available over claims al-
leging that the factors identified by the Director violate
the Administrative Procedure Act, 5 U.S.C. 551 et seq.,
because they are arbitrary and capricious or incon-
sistent with statutory provisions governing inter partes
review.

ey



ADDITIONAL RELATED PROCEEDINGS
United States District Court (N.D. Cal.):

Apple v. Vidal, No. 20-c¢v-6128 (judgment of Nov. 11,
2021 reversed and remanded in part; judgment of
Apr. 1, 2024, affirmed)

Supreme Court of the United States:

Intel Corp. v. Vidal, cert. denied, No. 23-135 (Jan. 8,
2024)

(1D



TABLE OF CONTENTS

Page
OPINIONS DEIOW ....eveureereeieieererrestetertecee e e e saesaesae e e e e e e esens 1
JULISAICEION ..ttt saesae e e e enens 1
SEALEMENT ..ottt 2
ATGUMENL.....ceiiieiieiieietetr ettt et senes 12
CONCIUSION .uvenverereteteteeeesesesre ettt et ses e ssessessessesaessaseeseens 27

TABLE OF AUTHORITIES
Cases:
AVX Corp. v. Presidio Components, Inc.,

923 F.3d 1357 (Fed. Cir. 2019).....ccccevvueerenirereenerreneenenns 26
American Clinical Lab. Assn v. Azar,

931 F.3d 1195 (D.C. Cir. 2019)...c.ccccuverrrerererereerernenene 23,24
Apple Inc. v. Fintiv, Inc., No. IPR2020-19,

2020 WL 2126495 (P.T.A.B. Mar. 20, 2020)........cccceevvee 6,7
Apple Inc. v. Optis Cellular Tech., LLC,

142 S. Ct. 859 (2022) ..veueevereereerreeerenierereeesssesseesseessesenees 12
Block v. Community Nutrition Inst.,

467 U.S. 340 (1984)...cuuiueieerreenieeneeenierensesessessssessesessesessons 13
Bowen v. Michigan Acad. of Family Physicians,

476 U.S. 667 (1986)...curverrerenrrrenreenreenreresseseesessssessesessssessens 18
City of Los Angeles v. Lyons, 461 U.S. 95 (1983)........ccc.c.. 27
Cuozzo Speed Techs., LLC v. Lee,

579 U.S. 261 (2016)......cccevrerrererernnnns 2-5, 8,14, 15, 18, 21, 22
DHS v. Regents of the Univ. of Cal., 591 U.S. 1 (2020) ..... 18
Elgin v. Department of the Treasury,

56T U.S. 1 (2012) wceereireeieereenreenreeereteseteseseseseenennes 13,17
Geisinger Cmty. Med. Ctr. v. Secretary,

794 F.3d 383 (3d Cir. 2015) .cevueeveeneeeeeenreeneeeneeeeneennenes 24
Heckler v. Chaney, 470 U.S. 821 (1985)....cccceveeerreruenen. 19-21

(III)



Iv

Cases—Continued: Page

Intel Corp. v. VLSI Tech. LLC:
No. 21-1614, 2021 WL 5968443 (Fed. Cir. May 5,

2021), cert. denied, 142 S. Ct. 1363 (2022).................. 7

142 S. Ct. 1363 (2022) ....vevevrrerreerreerreesreseeresseesseenes 7,12

Lepre v. DOL, 275 F.3d 59, 67 (D.C. Cir. 2001)........cccc..... 24

Lincoln v. Vigil, 508 U.S. 182 (1993) ...c.cccvververerererrereeennes 19
McNary v. Haitian Refugee Ctr., Inc.,

498 U.S. 479 (1991)...cviireerreirreerrereeesesesseesssessesessesesaens 18

Mpylan Labs. Ltd. v. Janssen Pharmaceutica, N.V.:

989 F.3d 1375 (Fed. Cir. 2021), cert. denied,
142 S. Ct. 874 (2022) ..ucevereeeeereereeerrecreereeeenne 3,5, 23

142 S. Ct. 874 (2022) .. 12

NHK Spring Co. v. Intri-Plex Techs., Inc.,
No. IPR2018-752, 2018 WL 4373643

(P.T.A.B. Sept. 12, 2018) ....ccvereeeeeererrerreceereeeee e eeeeeeene 6
01l States Energy Servs., LLC v. Greene’s Energy

Grp., LLC, 584 U.S. 325 (2018).....ceveeeererrerrecrereeeeeeereesens 2
Palo Alto Networks, Inc., In re,

44 F.4th 1369 (Fed. Cir. 2022) ....cccoovvvveereerrrrenreerrevennes 5,25
ParkView Med. Assocs., L.P. v. Shalala,

1568 F'.3d 146 (D.C. Cir. 1998).....ccvevrreririrrerenreerenreevennens 24
Thryv, Inc. v. Click-To-Call Techs., LP,

590 U.S. 45 (2020) .veevverveerrererrrerrerenrreresseesnennens 4,14, 15,17
TransUnion LLC v. Ramirez,

594 U.S. 413 (2021)..ccuverurerrererrrerrenrenrrerenreevesseeseessessresenses 27
SAS Inst. Inc. v. Iancu, 584 U.S. 357 (2018) ......ccocvnee. 3,17
Summers v. Earth Island Inst., 555 U.S. 488 (2009)......... 26
United States v. Arthrex, Inc., 594 U.S. 1 (2021)..... 4, 16, 22
Unated States v. Giordano, 416 U.S. 505 (1974)................. 15

Unated States Telecom Ass’n v. FCC, 359 F.3d 554
(D.C. Cir. 2004), cert. denied, 543 U.S. 925 (2004) .......... 15



\Y

Constitution, statutes, and regulations: Page
U.S. Const. Art. ITT ..o 9,13, 26
Administrative Procedure Act, 5 U.S.C. 551 et seq.............. 7

5 U.S.C. TOL(A)(1)ueueeereueererreneereereneeneereneseseeseneseseeseneneees 13

5 U.S.C. TOL(A)(2) eveevererererreerreresreresreneesesesessesessenes 19,21
Leahy-Smith America Invents Act,

Pub. L. No. 112-29, 125 Stat. 284 .......ccccevevvrererreeenennnnes 2

Patent Act of 1952, 35 U.S.C. 1 €f S€q. ccvereeeerecrerrreerrerrenne 2

35 U.S.C. 3(A)(2)(A) ettt 5

35 ULS.C. 181ttt et 2

35 ULS.C. 141(0) weveeeerrneeireeeerieeeseeseseeeesteeeseeeeseseesenes 4

35 ULS.C. 811ttt eeenene 2

35 U.S.C. B11(A) weveuererrreeirieieertneeneesesieeestseeesesesseseesenes 2

35 U.S.C. B14(Q) wveereereneeereeeereereneenesreeesaeseeesessenenes 2,3

35 ULS.C. B14(C) wveereereeererreeireereeineseestseeseeseseeseseneees 16

35 U.S.C. 314(d) veeerveerreerreerreerrenennen 4,7,8,13-15,17, 18

35 U.S.C. B15(Q) wveerrereeererreeinieseeenesseesesseseeseseeseneees 22

35 U.S.C. B15(2)(1).eeuemerererreerereereenerreneeseeseseesesseseeeeenene 3

35 U.S.C. 315(D) e 3,14, 15, 22

35 ULS.C. 816t e eeeeenene 4

35 U.S.C. B16(2)(2).eevveuenererreneireereerenerreeneseeseesesesseneenes 23

35 U.S.C. B16(D) ceveueneeneeereeeeeeneereeneeeeeeeeeeseeeseesenenes 23

35 ULS.C. BL8..eeecereeeeeeeee et seaes 13

35 U.S.C. B18(Q) vveuerrrereeirrireiirienecsrreresetsaesesesenenes 4,17

35 U.S.C. 819ttt 4,13

37C.F.R.:

Pt A2 e 4

SECtION 42.4(8) uveeereeereereereceeeetreeeecrecre e esrreeseens 5,24

Miscellaneous:

90 Fed. Reg. 48,335 (Oct. 17, 2025) ...cceovvreverererererennene 12,25

90 Fed. Reg. 50,492 (Nov. 7, 2025) ......coeveeeeccrcrcririririnnnns 12



VI

Miscellaneous—Continued: Page

H.R. Rep. No. 98, 112th Cong., 1st Sess. Pt. 1 (2011)....2, 25
Memorandum from John A. Squires, Dir., USPTO,
to All PTAB Judges, Additional Discretionary
Institution Considerations — U.S. Manufacturing
and Small Business Use of AIA Proceedings
(Mar. 11, 2026), https://perma.cc/55YV-GEZA................ 12

Memorandum from John A. Squires, Dir., USPTO,
to All PTAB Judges, Director Institution of AIA
Trial Proceedings (Oct. 17, 2025),
https:/perma.cc/MZ99-X26 .......coevererevereerereecrrrerennns 10, 11

Memorandum from Coke Morgan Stewart, Acting
Dir., USPTO, to All PTAB Judges, Interim
Processes for PTAB Workload Management
(Mar. 26. 2025), https://perma.cc/L997-QPYD ................ 10

Memorandum from Katherine K. Vidal, Dir.,
USPTO, to Members of the Patent Trial and
Appeal Board, Interim Procedure for Discretion-
ary Denials in AIA Post-Grant Proceedings with
Parallel District Court Latigation (June 21, 2022),
https://perma.cc/ZSVE-ZPZS ......oovevrevneireeeeeneennene 25
Patent Trial and Appeal Board, Standard Operating
Procedure 2 (Revision 11) (July 24, 2023),
https:/perma.cc/SWR3-ECPU........ccocoevnnrenecenne. 5
USPTO, USPTO rescinds memorandum addressing

discretionary denial procedures (Feb. 28, 2025),
https:/perma.cc/2MKT-ZTEY ....ccoeeeeeeeereeeerenenenns 12


https://perma.cc/55YV-GEZA
https://perma.cc/MZ99-X26J
https://perma.cc/L997-QPYD
https://perma.cc/ZSV5-ZPZS
https://perma.cc/2MK7-Z7EY

In the Supreme Court of the United States

No. 26-73
INTEL CORPORATION, ET AL., PETITIONERS

.

JOHN A. SQUIRES, UNDER SECRETARY OF COMMERCE
FOR INTELLECTUAL PROPERTY AND DIRECTOR, UNITED
STATES PATENT AND TRADEMARK OFFICE, ET AL.

ON PETITION FOR A WRIT OF CERTIORARI
TO THE UNITED STATES COURT OF APPEALS
FOR THE FEDERAL CIRCUIT

BRIEF FOR THE FEDERAL RESPONDENT IN OPPOSITION

OPINIONS BELOW

The opinion of the court of appeals (Pet. App. 57a-
81a) is reported at 63 F.4th 1. A subsequent opinion of
the court of appeals (App. 1a-23a) is reported at 166
F.4th 1349. The opinion of the district court (Pet. App.
83a-96a) is available at 2021 WL 5232241. A subsequent
opinion of the district court (Pet. App. 25a-55a) is avail-
able at 2024 WL 1382465.

JURISDICTION

The judgment of the court of appeals was entered on
February 13, 2026. On May 7, 2026, the Chief Justice
extended the time within which to file a petition for a
writ of certiorari to and including July 13, 2026, and the

petition was filed on that date. The jurisdiction of this
Court is invoked under 28 U.S.C. 1254(1).

1)
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STATEMENT

1. a. The Patent Act of 1952 (Patent Act), 35 U.S.C.
1 et seq., charges the U.S. Patent and Trademark Office
(USPTO) with examining applications for patents and
directs it to issue a patent if the statutory criteria are
satisfied. 35 U.S.C. 131. Federal law has long permit-
ted the USPTO to reconsider the patentability of inven-
tions claimed in issued patents. In the Leahy-Smith
America Invents Act (AIA), Pub. L. No. 112-29, 125
Stat. 284, Congress expanded those procedures in an ef-
fort to “establish a more efficient and streamlined pa-
tent system that will improve patent quality and limit
unnecessary and counterproductive litigation costs.”
H.R. Rep. No. 98, 112th Cong., 1st Sess. Pt. 1, at 40 (2011)
(House Report); see 01l States Energy Servs., LLC v.
Greene’s Energy Grp., LLC, 584 U.S. 325, 331-332 (2018);
Cuozzo Speed Techs., LLC v. Lee, 579 U.S. 261, 267-268
(2016).

The ATA adopted new procedures for third parties to
challenge the patentability of claims in issued patents.
Such challenges are heard and decided by the Patent
Trial and Appeal Board (Board). Among other mecha-
nisms for USPTO reconsideration of issued patents,
the AIA established inter partes review. Through inter
partes review, any “person who is not the owner of a
patent,” 35 U.S.C. 311(a), may “ask the [USPTO] to
reexamine the claims in an already-issued patent and to
cancel any claim that the agency finds to be unpatenta-
ble in light of prior art,” Cuozzo, 579 U.S. at 265. See
35 U.S.C. 311.

b. When a petition for inter partes review is filed,
the Director first must determine whether to institute
inter partes review. 35 U.S.C. 314(a).
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The ATA places some restrictions on the Director’s
authority to institute inter partes review. See Cuozzo,
579 U.S. at 268, 273. The Director may institute review
only if he determines that “there is a reasonable likeli-
hood that the petitioner would prevail with respect to at
least 1 of the claims challenged in the petition.” 35
U.S.C. 314(a). And inter partes review “may not be in-
stituted” if (1) “before the date on which the petition for
such a review is filed, the petitioner or real party in in-
terest filed a civil action challenging the validity of a
claim of the patent”; or (2) “the petition requesting the
proceeding is filed more than 1 year after the date on
which the petitioner, real party in interest, or privy of
the petitioner is served with a complaint alleging in-
fringement of the patent.” 35 U.S.C. 315(a)(1) and (b).

Those provisions identify certain circumstances in
which inter partes review may not lawfully be insti-
tuted. The AIA identifies no circumstances, however,
in which institution is required. Thus, even when a pe-
tition meets the statutory conditions for inter partes re-
view, there is “no mandate” for the Director “to insti-
tute review.” Cuozzo,579 U.S. at 273; see SAS Inst. Inc.
v. lancu, 584 U.S. 357, 366 (2018); Mylan Labs. Ltd. v.
Janssen Pharmaceutica, N.V., 989 F.3d 1375, 1382
(Fed. Cir. 2021), cert. denied, 142 S. Ct. 874 (2022); Pet.
App. 59a (citing Mylan and observing that, even when
the AIA’s requirements for inter partes review are sat-
isfied, “the statute uses no language commanding insti-
tution”). Nor does the statute specify any criteria that
the Director must consider in deciding whether to insti-
tute review in cases where that is a lawful option. In-
stead, “Congress has committed the decision to insti-
tute inter partes review to the Director’s unreviewable
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discretion.” United States v. Arthrex, Inc., 594 U.S. 1,
8-9 (2021).

If the Director elects to institute inter partes review
in a particular matter, the Board then conducts a trial-
like proceeding to determine the patentability of the
challenged claims. See 35 U.S.C. 316; 37 C.F.R. Pt. 42.
At the end of the proceeding (unless the matter has
been dismissed), the Board must “issue a final written
decision with respect to the patentability of any patent
claim challenged by the petitioner.” 35 U.S.C. 318(a).
A party aggrieved by the Board’s final written decision
may appeal that decision to the Federal Circuit. 35 U.S.C.
141(e), 319.

The AIA provides that “[t]he determination by the
Director whether to institute an inter partes review un-
der this section shall be final and nonappealable.” 35
U.S.C. 314(d). The agency’s decision not to institute an
inter partes review therefore may not be appealed. And
in cases where the Director does institute a review and
determines the patentability of the challenged claims,
judicial review of the agency’s decision on patentability
does not extend to the agency’s antecedent institution
decision. See Thryv, Inc. v. Click-To-Call Techs., LP,
590 U.S. 45, 52 (2020) (explaining that, in such appeals,
the Federal Circuit may not review a contention “that
the agency should have refused to institute an inter
partes review”) (internal quotation marks omitted);
Cuozzo, 579 U.S. at 272-274. Section 314(d)’s bar on ju-
dicial review “applies where the grounds for attacking
the decision to institute inter partes review consist of
questions that are closely tied to the application and inter-
pretation of statutes related to the Patent Office’s
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decision to initiate inter partes review.” Cuozzo, 579 U.S.
at 274-275.

c. At the time petitioners filed suit, and at the time
the court of appeals considered this case, the Director
permitted the Board to exercise his authority to make
institution decisions. 37 C.F.R. 42.4(a) (delegating au-
thority to the Board to “institute[ ] the trial on behalf of
the Director”). However, the Director now largely ex-
ercises that authority directly. See pp. 10-11, infra.
And even when he previously allowed the Board to ex-
ercise his authority in the first instance, the Director
retained ultimate authority over institution and could
reverse decisions made by the Board as his delegatee.
See In re Palo Alto Networks, Inc., 44 ¥.4th 1369, 1375
& n.3 (Fed. Cir. 2022). The Director also provided guid-
ance for the Board to consider in exercising his discre-
tionary authority over institution.

In addition to his institution authority, the Director
is “responsible for providing policy direction and man-
agement supervision for the Office and for the issuance
of patents.” 35 U.S.C. 3(a)(2)(A). One way in which the
Director discharges that responsibility is by designat-
ing Board opinions as precedential, thereby making
them “binding Board authority in subsequent matters
involving similar facts or issues.” Patent Trial and Ap-
peal Board, Standard Operating Procedure 2 (Revision
11), at 7 (July 24, 2023) (SOP 2), https:/perma.cc/
3WR3-ECPU.

I The Court has reserved the possibility that judicial review of the
USPTO’s institution decision may be available for constitutional
claims. See Cuozzo, 579 U.S. at 275; see also Mylan Labs., 989 F.3d
at 1382 (recognizing possibility of mandamus review for “colorable
constitutional claims”), cert. denied, 142 S. Ct. 874 (2022).
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As relevant here, the Director designated as prece-
dential two Board decisions that identified factors for
the Board to consider when deciding whether to insti-
tute particular inter partes reviews. See Apple Inc. v.
Fintiv, Inc., No. IPR2020-19, 2020 WL 2126495 (P.T.A.B.
Mar. 20, 2020); NHK Spring Co. v. Intri-Plex Techs., Inc.,
No. IPR2018-752, 2018 WL 4373643 (P.T.A.B. Sept. 12,
2018). Those decisions specifically address when “the
advanced state” of parallel district-court litigation is a
“factor that weighs in favor of denying” inter partes re-
view. NHK, 2018 WL 4373643, at *7. In NHK, the Board
explained that, when a district-court proceeding involv-
ing “the same prior art and arguments| ] is nearing its
final stages,” instituting inter partes review will gener-
ally “be an inefficient use of Board resources” and thus
will contravene “‘an objective of the AIA ... to provide
an effective and efficient alternative to district court lit-
igation.”” Ibid. (citation omitted).

In Fintiv, the Board set forth six “non-dispositive
factors” to consider “[w]hen the patent owner raises an
argument for discretionary denial under NHK due to an
earlier trial date.” 2020 WL 2126495, at *2. The factors
are: (1) “whether the court granted a stay or evidence
exists that one may be granted if a proceeding is insti-
tuted”; (2) “proximity of the court’s trial date to the
Board’s projected statutory deadline for a final written
decision”; (3) “investment in the parallel proceeding by
the court and the parties”; (4) “overlap between issues
raised in the petition and in the parallel proceeding”;
(5) “whether the petitioner and the defendant in the
parallel proceeding are the same party”; and (6) “other
circumstances that impact the Board’s exercise of dis-
cretion, including the merits.” Ibid. “Th[o]se factors,”
the Board explained, “relate to whether efficiency,
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fairness, and the merits support the exercise of author-
ity to deny institution in view of an earlier trial date in
the parallel proceeding.” Id. at *3. And they “should
be weighed as part of a ‘balanced assessment of all rel-
evant circumstances of the case, including the merits.””
Id. at *2 (citation omitted).

2. Petitioners are Intel Corporation and Google
LLC, technology companies that have previously filed
inter partes review petitions. 22-1249 C.A. App. 1135,
1143.%2 In some of those cases, the USPTO denied insti-
tution of inter partes review based on the Fintiv factors.
Id. at 1143. Petitioners sought judicial review of certain
of those denials, specifically “challeng[ing] the Board’s
application of the so-called Fintiv factors,” but the Fed-
eral Circuit held that Section 314(d) barred such review.
Intel Corp. v. VLSI Tech. LLC, No. 21-1614, 2021 WL
5968443, at *1 (May 5, 2021), cert. denied 142 S. Ct. 1363
(2022); Order, Google LLC v. Uniloc 2017 LLC, No. 20-
2040 (Fed. Cir. Oct. 30, 2020). Intel filed a petition for
a writ of certiorari, which this Court denied. See Intel
Corp. v. VLSI Tech. LLC, 142 S. Ct. 1363 (2022) (No. 21-
888). Petitioners predict that “[t]he Board is likely to
deny at least some of [their] pending or future [inter
partes review] petitions under the [Fintiv factors].” 22-
1249 C.A. App. 1143.

Petitioners sued the Director in the United States
District Court for the Northern District of California,
alleging three violations of the Administrative Proce-
dure Act (APA), 5 U.S.C. 551 et seq. Petitioners con-
tended that the Flintiv factors: (1) exceed the Director’s
authority under the AIA; (2) are arbitrary and capricious;

Z Apple Inc., Cisco Systems, Inc., Edwards Lifesciences Corpora-
tion, and Edwards Lifesciences LL.C were plaintiffs and appellants
in the lower courts but are not petitioners here.
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and (3) were impermissibly issued without notice and
comment. Pet. App. 88a-89a.

The district court granted the government’s motion
to dismiss. Pet. App. 83a-96a. The district court held
that petitioners’ claims were unreviewable under Sec-
tion 314(d) and this Court’s decision in Cuozzo. Id. at
93a-95a. The district court explained that, “[t]o inquire
into the lawfulness of the [Fintiv factors], [it] would
have to analyze ‘questions that are closely tied to the
application and interpretation of statutes related to the
[Director’s] decision to initiate inter partes review.’”
Id. at 95a (quoting Cuozzo, 579 U.S. at 275) (fourth set
of brackets in original). The court concluded that Sec-
tion 314(d) and Cuozzo “forbid[ ]” such an analysis. Ibid.

3. The court of appeals affirmed in part and re-
versed and remanded in part. Pet. App. 57a-81a.

a. The court of appeals held that petitioners’
statutory-authority and arbitrary-and-capricious claims
are unreviewable. Pet. App. 69a-73a. The court ex-
plained that both of those claims “focus directly and ex-
pressly on institution standards, nothing else.” Id. at
70a. The court concluded that this Court’s decisions in-
terpreting Section 314(d) establish a “principle of unre-
viewability” that is applicable to such claims. [Ibid.
“Nothing in [that] unreviewability principle,” the court
of appeals emphasized, “turns on whether the Director
has provided an explanation” for the decision not to in-
stitute inter partes review, as the Director did with the
Fintiv factors. Id. at 72a.

The court of appeals acknowledged that “[t]he pre-
sent case, unlike Thryv and Cuozzo, does not involve a
petition-specific challenge, i.e., a challenge to a Director
determination whether to institute a review requested
in an individual petition.” Pet. App. 72a. The court
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concluded, however, that the AIA’s “preclusion of re-
view * * * must encompass preclusion of review of the
content-focused challenges to the instructions at issue
here.” Ibid. The court also noted the “congressional
expectation” that the Director may choose to delegate
the institution decision, and it explained that guidance
about institution decisions from the Director to the
Board as his delegatee “is crucial for ensuring that [in-
stitution] decisions will overwhelmingly be made in ac-
cordance with the policy choices about institution [the
Director] would follow if [he] were making the determi-
nations [himself].” Id. at 72a-73a. The court observed
that, if the Director had invoked the Fintiv factors in
explaining an institution decision that he had made per-
sonally, “the decision would be unreviewable for being
contrary to statute or arbitrary and capricious.” Id. at
73a. The court concluded that, “[f]or the [inter partes
review] system to function with the delegations that are
inevitable and congressionally expected, the same con-
clusion must follow for the instructions given by the Di-
rector to the Board as delegatee.” Ibid.

b. The court of appeals reversed and remanded for
further consideration of petitioners’ notice-and-comment
claim. Pet. App. 74a-81a. The court found that Apple—
which was a plaintiff-appellant below but is not a peti-
tioner here—had Article III standing to press that
claim. Id. at 77a-80a. The court did not address peti-
tioners’ standing. The court concluded that, while the
ATA precludes “judicial review of the substance of the
Director’s institution discretion,” that principle does
not extend to the procedural issue of “whether to use
notice-and-comment rulemaking to announce instruc-
tions for the institution decision.” Id. at 75a.
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c. Petitioner Intel, along with Edwards Lifesciences
Corporation and Edwards Lifesciences LLC, filed a pe-
tition for a writ of certiorari. This Court denied review.
See 144 S. Ct. 548.

4. Only petitioners’ notice-and-comment claim re-
mained on remand. The district court granted sum-
mary judgment for the government. Pet. App. 25a-55a.
The court of appeals affirmed, concluding that the
agency was not required to conduct notice-and-com-
ment rulemaking before issuing the Fintiv factors. Id.
at 1a-3a. Petitioners do not seek review of that holding
in this Court. See Pet. 13.

5. During the proceedings on remand, the process
for instituting inter partes review proceedings changed.
On March 26, 2025, the Acting Director issued a memo-
randum setting out “temporary” processes through
which she would exercise the discretionary portion of
her institution authority directly, rather than permit-
ting the Board to act on its delegated discretion. Mem-
orandum from Coke Morgan Stewart, Acting Dir.,
USPTO, to All PTAB Judges, Interim Processes for
PTAB Workload Management 3, https://perma.cc/L997-
QPYD. The memorandum identified numerous circum-
stances that the Acting Director viewed as impacting
her discretion, including “economic, public health, or
national security interests,” and “[a]ny other consider-
ations bearing on the Director’s discretion.” Id. at 2-3.

On October 17, 2025, the new Director issued a mem-
orandum expanding upon the one issued by the former
Acting Director. Memorandum from John A. Squires,
Dir., USPTO, to All PTAB Judges, Director Institution
of AIA Trial Proceedings 1, https:/perma.cc/MZ99-
X26J. The new memorandum explained that as a gen-
eral matter, the USPTO Director will now make in-
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stitution decisions directly, without delegating any por-
tion to the Board. Ibid. Under the new process, the
Director, in consultation with Board judges, determines
both (a) whether the petitioner has satisfied threshold
institution requirements and (b) how the Director’s dis-
cretion to institute (or not institute) a review should be
exercised. Ibid. The memorandum explains that “[t]his
process will maintain [the Board’s] capacity to conduct
[inter partes review] and [post-grant review] trials and
promote consistent application of considerations for in-
stitution of trial proceedings before the [Board].” Id. at 1.
“[W]here the Director determines detailed treatment of
issues raised in a petition is appropriate (e.g., complex
claim construction issues, priority analysis, or real
party in interest determination), the Director may refer
the decision on institution to one or more members of
the PTAB.” Id. at 2. The memorandum further ex-
plained that, in routine cases, the Director will issue
only a summary notice granting or denying institution,
although the Director may issue a written decision in
cases involving novel or important issues. Ibid.

The NHK and Fintiv decisions at issue in this case
are not binding on the Director in this new process
because the Director is not required to follow preceden-
tial Board decisions. See SOP 2, at 1 (establishing “re-
view procedure for designating Patent Trial and Appeal
Board * ** decisions as precedential or informative
authority for the Board”) (emphasis added). Board pan-
els do not currently exercise the Director’s discretion to
institute and therefore have no occasion to apply those
decisions.

The USPTO has also made other changes to the inter
partes review process. The Acting Director rescinded
prior guidance from 2022 regarding the Fintiv factors.
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See USPTO, USPTO rescinds memorandum address-
mg discretionary denial procedures (Feb. 28, 2025),
https://perma.cc/2MK7-Z7TEY. The Director has identi-
fied additional factors that will impact the exercise of his
discretion over institution. See Memorandum from John
A. Squires, Dir., USPTO, to All PTAB Judges, Additional
Discretionary Institution Considerations — U.S. Manu-
facturing and Small Business Use of AIA Proceedings 2
(Mar. 11, 2026), https://perma.cc/55YV-GEZA. And the
USPTO has issued a notice of proposed rulemaking re-
garding institution of inter partes reviews. 90 Fed. Reg.
48,335 (Oct. 17, 2025). Like NHK and Fintiv, the pro-
posed rule addresses parallel district-court proceedings.
Id. at 48,338. The comment period closed December 2,
2025. 90 Fed. Reg. 50,492 (Nov. 7, 2025). The USPTO
has not yet issued a final rule.

ARGUMENT

Petitioners seek review of the holding that the ATA
precludes judicial review of their challenge to the Fin-
tiv factors—factors that have little, if any, binding au-
thority in the current institution process, which is now
conducted by the Director himself. In addition to de-
clining to review the court of appeals’ decision at an ear-
lier stage of this case, see 144 S. Ct. 548, this Court has
previously denied three certiorari petitions—including
one from Intel, which is also a petitioner here—seeking
review of decisions holding that challenges to the Fintiv
factors are not justiciable, see Intel Corp. v. VLSI Tech.
LLC, 142 S. Ct. 1363 (2022) (No. 21-888); Mylan Labs.
Ltd. v. Janssen Pharmaceutica, N.V., 142 S. Ct. 874
(2022) (No. 21-202); Apple Inc. v. Optis Cellular Tech.,
LLC, 142 S. Ct. 859 (2022) (No. 21-118).

The petitioners in the latter cases challenged indi-
vidual decisions in which the Board declined to institute
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inter partes reviews. Petitioners here attempt to avoid
the bar to judicial review of Board institution decisions
by raising the same basic arguments in a freestanding
APA challenge to the Director’s guidance. That chal-
lenge likewise does not warrant this Court’s review.

Review is particularly unwarranted because the is-
sue lacks ongoing significance. The Fintiv factors are
directed to the Board’s exercise of the Director’s dele-
gated institution authority; but the Director has now de-
cided to make the institution decisions himself in most
instances. Contrary to petitioners’ assertion (Pet. 14-
19), the decision below does not conflict with decisions
of this Court and other courts of appeals interpreting
judicial-review provisions in other statutes. This case is
also a poor vehicle for review because petitioners’ claim
to Article III standing is questionable. The petition for
a writ of certiorari should be denied.

1. The court of appeals correctly held that Section
314(d) precludes review of petitioners’ statutory-
authority and arbitrary-and-capricious claims. The
APA’s judicial-review provisions do not apply where an-
other “statute[] preclude[s] judicial review.” 5 U.S.C.
701(a)(1). That is the case where “the congressional in-
tent to preclude judicial review is fairly discernible in
the [other statute’s] legislative scheme.” Block v. Com-
munity Nutrition Inst., 467 U.S. 340, 351 (1984) (quo-
tation marks omitted); see Elgin v. Department of the
Treasury, 567 U.S. 1, 10 (2012). Such an intent is fairly
discernible here.

a. The AIA generally allows judicial review of final
Board decisions when the agency institutes inter partes
review and the Board determines whether the chal-
lenged claims are patentable. See 35 U.S.C. 318, 319.
But the AIA creates no mechanism for review of the
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agency’s decisions whether to institute review in the
first instance. To the contrary, Section 314(d) provides
that “[t]he determination by the Director whether to in-
stitute an inter partes review under this section shall be
final and nonappealable.” 35 U.S.C. 314(d). That pro-
vision bars judicial review “where the grounds for at-
tacking the decision to institute inter partes review con-
sist of questions that are closely tied to the application
and interpretation of statutes related to the Patent Of-
fice’s decision to initiate inter partes review.” Cuozzo
Speed Techs., LLC v. Lee, 579 U.S. 261, 274-275 (2016).
Applying that principle, this Court has held that “[t]he
agency’s application of § 315(b)’s time limit * * * is
closely related to its decision whether to institute inter
partes review and is therefore rendered nonappealable
by § 314(d).” Thryv, Inc. v. Click-To-Call Techs., LP,
590 U.S. 45, 48 (2020).

Here, the core contention in petitioners’ complaint is
that the Fintiwv factors “override[] the congressional
judgments embodied in §§ 315(a) and (b).” 22-1249 C.A.
App. 1145. Specifically, petitioners claim that the Flin-
tiv factors conflict with Section 315(b)’s instruection that
“[a]n inter partes review may not be instituted if the pe-
tition requesting the proceeding is filed more than 1
year after the date on which the petitioner * ** is
served with a complaint alleging infringement of the pa-
tent.” 35 U.S.C. 315(b); see 22-1249 C.A. App. 1144. Pe-
titioners read that instruction as a congressional deter-
mination “that, so long as the [inter partes review] pe-
tition is filed within a year after a lawsuit against the
petitioner starts, [inter partes review] is appropriate.”
22-1249 C.A. App. 1144; see id. at 1147 (arbitrary-and-
capricious claim asserting that the Fintiv factors
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“force[ ] infringement defendants to file [inter partes re-
view] petitions earlier in litigation”).

Petitioners’ claims are “closely tied to the application
and interpretation of statutes related to the Patent Of-
fice’s decision to initiate inter partes review.” Cuozzo,
579 U.S. at 275. Indeed, those claims principally turn
on the same provision—Section 315(b)—that was at is-
sue in Thryv. There, the Court recognized that “Section
315(b)’s time limitation is integral to, indeed a condition
on, institution,” and accordingly held that Section 314(d)
bars “a challenge based on § 315(b).” Thryv, 590 U.S.
at 53. Similarly here, in concluding that Section 315(b)
does not preclude the USPTO from considering addi-
tional litigation-related circumstances in determining
whether institution is warranted in particular cases, the
agency was construing a statute “closely tied” to the
USPTO’s institution decisions.

b. Petitioners emphasize (Pet. 21) that Cuozzo and
Thryv involved “appeal[s] from final written decisions”
in “particular cases.” Petitioners’ effort to distinguish
those cases disregards the “congressional expectation”
that the Director might delegate the institution deci-
sion. Pet. App. 72a. “When a statute delegates author-
ity to a federal officer or agency, subdelegation to a sub-
ordinate federal officer or agency is presumptively per-
missible absent affirmative evidence of a contrary con-
gressional intent.” United States Telecom Assn v.
FCC, 359 F.3d 554, 565 (D.C. Cir. 2004), cert. denied,
543 U.S. 925 (2004); see United States v. Giordano, 416
U.S. 505, 512-513 (1974). Here, subdelegation of the Di-
rector’s institution authority to other USPTO officials
was not only permissible but likely, “given the large
number of institution decisions the Director would
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otherwise have to make personally, in highly technical
matters involving significant records.” Pet. App. 72a.

To preserve his effective control over the agency in
the event of such subdelegation, “the Director must be
able to give guidance in the form of instructions to [his]
delegatee(s)—the Board (or Board panels)—about how
to make the institution determinations on [his] behalf.”
Pet. App. 73a. “Such guidance is crucial for ensuring
that [institution] determinations will overwhelmingly
be made in accordance with the policy choices [the Di-
rector] would follow if [he] were making the determina-
tions [himself].” Ibid. If the Director invoked the F'in-
tiv factors in explaining his own decision not to institute
review in a particular case, his “decision would be unre-
viewable [under Section 314(d)] for being contrary to
statute or arbitrary and capricious.” Ibid. To ensure
that the practical need for delegation does not subvert
Congress’s decision to shield individual institution deci-
sions from such review, “the same conclusion must fol-
low for the instructions given by the Director to the
Board as delegatee.” Ibid.

That the Director has now redesigned the institution
process to make institution decisions himself, with the
assistance of individual Board members as needed, un-
derscores the untenable nature of petitioners’ argu-
ment. The ATA does not require the Director to provide
any reasoning on institution, see 35 U.S.C. 314(c), and
the Director does not currently issue institution opin-
ions in routine cases. Petitioners do not contend that
courts may probe the Director’s thought processes to
determine whether the Director considers factors peti-
tioners deem arbitrary and capricious or inconsistent
with the ATA. See United States v. Arthrex, 594 U.S. 1,
8-9 (2021) (“Congress * * * committed” the institution
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decision “to the Director’s unreviewable discretion.”).
But petitioners’ view would mean that, if the Director
ever redelegates institution authority to a subordinate,
those thought processes would suddenly become re-
viewable. Neither Section 314(d) nor this Court’s prec-
edents interpreting that provision make the applicabil-
ity of the judicial-review bar turn arbitrarily on differ-
ences in internal decision-making procedures.

c. Petitioners’ contrary arguments lack merit. Peti-
tioners rely (Pet. 19-21) on only one decision interpret-
ing the AIA, SAS Institute, Inc. v. Iancu, 584 U.S. 357
(2018), but that decision does not help them. In SAS
Institute, the Court held that under Section 318(a),
“[wlhen the Patent Office initiates an inter partes re-
view,” it must “resolve all of the claims in the case.” Id.
at 369. The Court further held that Section 314(d) does
not bar judicial review to ensure compliance with that
requirement because “nothing in § 314(d) or Cuozzo
withdraws [the Court’s] power to ensure that an inter
partes review proceeds in accordance with the law’s de-
mands.” Id. at 371. But as in Thryv, “[t]hat reviewabil-
ity holding is inapplicable here, for [petitioners] chal-
lenge[] not the manner in which the agency’s review
‘proceeds’ once instituted,” but instead the agency’s
process in deciding whether to “institute[] review at
all.” 590 U.S. at 58.

Petitioners primarily rely (Pet. 14-19) on decisions
construing statutory schemes other than the AIA. Con-
trary to petitioners’ suggestion (Pet. 14), those deci-
sions do not establish any universal rule “that statutes
barring review of specific agency actions do not bar re-
view of agency standards governing those actions.” To
the contrary, they turned on the particular “text, struc-
ture, and purpose” of the statutes at issue. Elgin, 567
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U.S. at 10. In Bowen v. Michigan Academy of Family
Physicians, 476 U.S. 667 (1986), for instance, the Court
found “specific evidence” in “[t]he legislative history”
that Congress intended “to foreclose review only of
‘amount determinations’” for certain benefit payments,
but not of “challenges to the validity of the Secretary’s
instructions and regulations.” Id. at 680 (citation omit-
ted). Here, by contrast, there is no similar evidence of
congressional intent to allow review of the Director’s
guidance regarding factors his delegatee should con-
sider in making particular institution decisions.?

Petitioners invoke the “‘strong presumption’” that
“final agency action is subject to judicial review.” Pet.
14 (citation omitted); see Pet. 31-32. In Cuozzo, how-
ever, the Court “recognize[d]” that presumption and
found that it was “overcome” by Section 314(d)’s “‘clear
and convincing’ indications * ** that Congress in-
tended to bar review.” 579 U.S. at 273 (citation omitted).
To be sure, the Court reserved the question whether
Section 314(d) would bar review of “constitutional” chal-
lenges or those “that depend on other less closely re-
lated statutes.” Id. at 275. But petitioners present no
such challenges here.

2. The judgment below is correct for a separate and
independent reason. The decision whether to institute

3 The other decisions that petitioners cite (Pet. 16-18) are simi-
larly inapposite. See DHS v. Regents of the Univ. of Cal., 591 U.S.
1, 18 (2020) (finding reviewable a challenge to “a program for
conferring affirmative immigration relief,” while reserving the
question whether “a non-enforcement policy” would be unreviewa-
ble); McNary v. Haitian Refugee Ctr., Inc., 498 U.S. 479, 493 (1991)
(finding reviewable certain constitutional and statutory challenges
to agency procedures in light of multiple statutory provisions, in-
cluding one that “would make no sense” under the contrary inter-
pretation).



19

inter partes review in circumstances where the AIA au-
thorizes that course is committed to the USPTO’s dis-
cretion by law. 5 U.S.C. 701(a)(2). And just as the ATA
provides no standard by which a court could assess the
propriety of a particular exercise of agency discretion
in this context, it provides no standard for reviewing the
Director’s guidance.’

a. Under the APA, judicial review is unavailable
where the action at issue “is committed to agency dis-
cretion by law.” 5 U.S.C. 701(a)(2). Section 701(a)(2)
thus makes clear that “even where Congress has not af-
firmatively precluded review, review is not to be had if
the statute is drawn so that a court would have no mean-
ingful standard against which to judge the agency’s ex-
ercise of discretion.” Heckler v. Chaney, 470 U.S. 821,
830 (1985); see id. at 831 (review is precluded where
there is “no law to apply”). Applying that principle, this
Court has found that “certain categories of administra-
tive decisions” are “‘committed to agency discretion.””
Lancoln v. Vagil, 508 U.S. 182, 191 (1993) (citation omit-
ted). Forinstance, agency “decision[s] not to undertake
certain enforcement actions” are presumptively unre-
viewable, because such decisions “involve[] a compli-
cated balancing of a number of factors which are pecu-
liarly within [the agency’s] expertise.” Chaney, 470 U.S.
at 831.

The same logic applies here. The AIA restricts the
USPTO’s institution discretion in some respects by
identifying certain circumstances in which inter partes
review may not be instituted. See p. 3, supra. But pe-
titioners do not contend that the Fintiv factors will lead

1 The government raised this alternative argument in the court of
appeals, but that court had no occasion to address it. See Pet. App.
73a-74a n.6.
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the Board to institute review in cases where the ATA
does not authorize it. Rather, they argue that the fac-
tors reflect an unduly parsimonious approach to institu-
tion, and that the Director’s guidance therefore is
“likely to produce too many denials of institution re-
quests.” Pet. App. 58a; see Pet. 2 (asserting that the
Fintiv factors have “severely curtailed access” to inter
partes review for “petitioners challenging the validity
of patents also asserted in district-court litigation”).

As explained above, however, the AIA “uses no lan-
guage commanding institution” in any circumstance.
Pet. App. 59a. And even where the AIA would permit
the USPTO to institute review in a particular case, the
statute identifies no criteria the agency should consider
in making the discretionary judgment whether review
should actually be instituted. Nor does the AIA set
forth any standard for determining how many “denials
of institution requests” would be “too many.” Id. at 58a.
A court that attempted to review the Director’s guid-
ance therefore “would have no meaningful standard
against which to judge the [Director’s] exercise of dis-
cretion.” Chaney, 470 U.S. at 830.

In circumstances where the AIA authorizes inter
partes review, the USPTO’s decision whether to insti-
tute review in a particular case is a “policy choice[ ],”
Pet. App. 73a, that is based on “a complicated balancing
of a number of factors,” such as resource constraints,
predictive judgments about effects on the patent sys-
tem, and “the proper ordering of [agency] priorities,”
Chaney, 470 U.S. at 831-832. In addition, a decision not
to institute inter partes review involves no “exercise [of
the agency’s] coercive power over an individual’s liberty
or property rights.” Id. at 832 (emphasis omitted). Be-
cause “[t]he agency is far better equipped than the
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courts” to make non-institution decisions, id. at 831, Sec-
tion 701(a)(2) commits such decisions to the USPTO’s
discretion.

If the Director chooses to delegate institution deci-
sions to the Board, he has full authority to fashion guid-
ance 8o as to ensure that the Board exercises its insti-
tution discretion according to the same principles the
Director would apply if he made the institution deci-
sions himself. In Chaney, the Court held that judicial
review was precluded where the plaintiffs challenged an
agency’s policy of not pursuing enforcement actions
with respect to a class of conduct (the provision and use
of FDA-regulated drugs for lethal injections). 470 U.S.
at 824-825. The same result is warranted here.

b. For the first time in this litigation, petitioners
suggest (Pet. 22-25) that the Director lacks discretion
to deny institution on any grounds other than those spe-
cifically identified by the ATA. Petitioners assert (Pet.
24-25) that the Director may deny institution only pur-
suant to specific “statutory bars and express grants of
discretion,” namely “§ 314(a), § 315(b), § 315(a)(1), or
§ 325(d),” and may not deny institution based on “extra-
statutory, non-merits” policy considerations or apply
“holistie, multi-factor policy tests.”

Petitioners’ view of the scope of the Director’s dis-
cretion is irreconcilable with this Court’s precedents.
As noted, this Court explained in Cuozzo that the ATA
contains “no mandate to institute review” and that, as a
result, “the agency’s decision to deny a petition is a mat-
ter committed to the Patent Office’s discretion.” 579
U.S. at 273. In Arthrex, this Court cited Thryv in reit-
erating that “Congress has committed the decision to
institute inter partes review to the Director’s unreview-
able discretion.” Arthrex, 594 U.S. at 8-9. Those
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decisions foreclose petitioners’ view that the Director
may deny institution only when the statute specifically
compels that result—for example, if the petitioner in
the proceeding has previously “filed a civil action chal-
lenging the validity of a claim of the patent,” 35 U.S.C.
315(a).

Petitioners describe the Court’s observations in
Cuozzo and Thryv as “akin to the ‘drive-by jurisdic-
tional rulings’ that this Court has repeatedly character-
ized as unexamined, non-binding dicta.” Pet. 25 (cita-
tion omitted). In fact, the Court simply identified the
necessary implication of the AIA provisions that govern
institution of inter partes review. The Court’s core tex-
tual point—that because the ATA does not identify any
circumstance in which the Director is required to insti-
tute review, the Director always has discretion to deny
review even where institution would be permissible—
applies regardless of whether the Director’s non-insti-
tution decision rests on a specific statutory provision
like Section 315(b) (as in Thryv) or on other concerns
like efficiency.

Petitioners’ policy arguments cannot overcome the
clear implications of the statutory text, and are in any
event misguided. Petitioners argue (Pet. 23) that Con-
gress created an “adjudicatory” system in which the Di-
rector lacks “self-initiation power”—that is, the power
to begin inter partes review on his own initiative. How-
ever, that argument is orthogonal to this Court’s recog-
nition that, because the AIA never mandates institu-
tion, the statute gives the Director discretion “to deny
a petition” even when the petition meets the threshold
statutory requirements. Cuozzo, 579 U.S. at 273 (em-
phasis added). That inter partes review relies substan-
tially on party presentation of arguments does not
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negate or conflict with Congress’s grant of discretion to
the Director to decline institution when, for example,
review would be an inefficient use of agency resources.
See Mylan Labs. Ltd. v. Janssen Pharmaceutica, N.V.,
989 F.3d 1375, 1382 (Fed. Cir. 2021) (explaining that
“the Director is free, as in this case, to determine that
for reasons of administrative efficiency an [inter partes
review| will not be instituted”), cert. denied, 142 S. Ct.
874 (2022). Giving the Director that authority not only
comports with Congress’s general concern about effi-
ciency, see, e.g., 35 U.S.C. 316(a)(2) and (b), but also en-
sures that the Director is able to adapt inter partes re-
view to the changing needs of the patent system. In-
deed, one of Congress’s primary objectives in enacting
the ATA was “to accommodate changes in the economy
and the litigation practices in the patent realm.” House
Report 38-39.

3. Petitioners suggest (Pet. 18-19) that the decision
below conflicts with rulings of other courts of appeals.
No such conflict exists.

In American Clinical Laboratory Ass’n v. Azar, 931
F.3d 1195 (D.C. Cir. 2019), the court of appeals construed
a statutory scheme that is meaningfully different from
the one at issue here. The court held that “[s]everal fea-
tures of” a Medicare provision showed that “Congress
meant to bar challenges to the ‘establishment of pay-
ment amounts’ but not to prevent review of [a] rule de-
lineating the data collection practices that precede and
inform the setting of those amounts.” Id. at 1205. The
court explained that “the statutory text” “separate[d]”
the “data collection process” from the “establishment of
payment amounts.” Id. at 1206. The court emphasized
in particular that the governing statute imposed specific
requirements for the agency’s data-collection efforts.
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See id. at 1207. Here, by contrast, nothing in the ATA
speaks to the discretionary criteria the USPTO should
apply in making institution decisions, or to the Direc-
tor’s formulation of guidance on that subject.

The other D.C. Circuit decisions that petitioners cite
are even less helpful to them. One held only that a con-
stitutional claim was reviewable, while finding a statu-
tory claim unreviewable. See Lepre v. DOL, 275 F.3d
59, 67, 74 (D.C. Cir. 2001). Petitioners raise no consti-
tutional claims here. The other determined—without
any textual or structural analysis—that although deni-
als of hospital reclassifications under a Medicare stat-
ute are unreviewable, “the general rules leading to [the]
denial” are reviewable. ParkView Med. Assocs., L.P. v.
Shalala, 158 F.3d 146, 148 (D.C. Cir. 1998); see
Geisinger Cmty. Med. Ctr. v. Secretary, 794 F.3d 383,
390 n.4 (3d Cir. 2015) (following ParkView with no inde-
pendent analysis).

4. Review is unwarranted for two additional reasons.
First, the question presented—whether the AIA bars
judicial review of petitioners’ challenge to the Fintiv
factors—has been largely overtaken by the Director’s
new institution process. The Director himself currently
exercises the discretion whether to institute, and prec-
edential Board decisions like Fintiv and NHK are not
binding on him. Even if the Director were to delegate
the discretionary component of the institution decision
to the Board, as 37 C.F.R. 42.4(a) allows, the Fintiv fac-
tors constitute guidance from the Director to the Board
regarding how the Board should exercise the Director’s
discretion when making institution decisions under the
Director’s delegated authority. Under those circum-
stances, the Director would maintain the authority to re-
view the Board’s institution decision despite the
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delegation. See In re Palo Alto Networks, Inc., 44 F.4th
1369, 1375 & n.3 (Fed. Cir. 2022) (explaining that “the
Director plainly has the authority * * * to exercise her
review authority in individual cases despite the delega-
tion” of institution authority to the Board). Thus, the
Fintiv factors generally have no binding force in the
current institution process.

Any decision concerning the propriety of the Fintiv
and NHK factors therefore would have ongoing signifi-
cance only if the Director again chose at some future
time to authorize the Board to exercise his discretion in
the institution process. But if the Director took that
step, the NHK and Fintiv factors might not continue to
exist or to apply in their current form. Although NHK
and Fintiv ecurrently remain on the books, the Director
may de-designate them as precedential at any time. See
SOP 2, at 6 n.5. The Director may also alter their effect
through guidance to the Board, as Directors have done
previously. See, e.g., Memorandum from Katherine K.
Vidal, Dir., USPTO, to Members of the Patent Trial and
Appeal Board, Interim Procedure for Discretionary
Denials in AIA Post-Grant Proceedings with Parallel
District Court Litigation 3-9 (June 21, 2022),
https://perma.cc/ZSV5-ZPZS. In addition, the USPTO
has proposed, though not finalized, a rule that ad-
dresses the same topic as NHK and Fintiv—that is, the
relevance of parallel district-court proceedings to insti-
tution. See 90 Fed. Reg. at 48,338. It is therefore en-
tirely speculative whether the outcome of any challenge
to the Board’s use of the NHK and Fintiv factors in
making discretionary institution decisions would have
any real-world effect.

Second, this Court’s review is not warranted because
there are substantial questions about petitioners’
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Article 111 standing, which this Court would need to re-
solve in order to rule in their favor. The court of appeals
determined only that Apple had standing to press a no-
tice-and-comment claim, based on the principle that
“when a plaintiff asserts an entitlement to a rulemak-
ing, the redressability requirement for standing is re-
laxed.” Pet. App. 78a. But Apple is not a petitioner
here; petitioners do not seek review of the judgment
against them on the notice-and-comment claim; and pe-
titioners are not entitled to a relaxed standing analysis
for their remaining APA claims.

Petitioners’ alleged injury is that the Fintiv factors
create a “‘substantial risk’” that petitioners will suffer
the “denial of the benefits of” inter partes review. Pet.
App. 80a (citation omitted). But the inability to have an
issued patent reconsidered through the discretionary
inter partes review process is a mere “deprivation of a
procedural right,” which by itself “is insufficient to cre-
ate Article III standing.” Swummers v. Earth Island
Inst., 555 U.S. 488, 496 (2009); see, e.g., AVX Corp. v.
Presidio Components, Inc., 923 F.3d 1357, 1361 (Fed.
Cir. 2019) (explaining that “[a]n [inter partes review]
petitioner that lost on some or all of its challenges be-
fore the Board” lacks standing to seek judicial review
absent a particularized injury stemming from the
Board’s decision). The agency’s refusal to institute an
inter partes review would injure petitioners only if
(1) the review would have culminated in a final written
decision finding the challenged patent claims unpatent-
able, and (2) the USPTO’s failure to cancel those claims
caused petitioners concrete harm.

Even if the denial of an inter partes review petition
can create a concrete and particularized injury in some
cases, petitioners here allege only a risk that the Board
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will “deny at least some of [their] pending or future
* % % petitions under the” Fintiv factors. 22-1249 C.A.
App. 1143. But that alleged “risk of harm” is not “suffi-
ciently imminent and substantial” for petitioners to ob-
tain “forward-looking, injunctive relief.” TransUnion
LLCv. Ramirez, 594 U.S. 413, 435 (2021). Indeed, even
assuming that petitioners have filed past petitions that
were denied based on the Fintiv factors, that “does
nothing to establish a real and immediate threat that
[they] would again” have a petition denied based on
those factors. City of Los Angeles v. Lyons, 461 U.S.
95, 105 (1983).

CONCLUSION
The petition for a writ of certiorari should be denied.
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