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(i) 

QUESTION PRESENTED 

This case asks whether courts can instruct an 
agency to correct a statutory error the agency admits 
it made. 

Under the America Invents Act, the Patent Office 
may consider petitions for inter partes review “only if” 
they “identif[y] all real parties in interest.” 35 U.S.C. 
§ 312(a)(2). Here, the Office refused to decide whether 
a petition satisfied this requirement. It nonetheless 
conducted trial and issued decisions finding some of 
FedEx’s claims unpatentable. Though the Office 
originally defended its actions, it now admits they 
were wrong. 

Multiple cases from this Court authorize review of 
such statutory violations. Yet despite that assurance, 
§ 312’s mandate, and the Office’s admitted error, the 
Federal Circuit ruled 35 U.S.C. § 314(d) barred judi-
cial review of the agency’s mistake. To the Federal 
Circuit, enforcing § 312(a)(2)’s requirement merely 
“boils down to” a dispute over “whether to institute 
inter partes review,” which § 314(d) precludes from 
appeal. The Federal Circuit thus held the Office’s 
admitted statutory violation unreviewable, contrary to 
this Court’s precedent. 

The question presented is thus: 

Does 35 U.S.C. § 314(d) bar judicial review of the 
Patent Office’s refusal to determine whether a petition 
identifies all real parties in interest when § 312(a)(2) 
authorizes the Office to consider petitions “only if” 
they identify “all” such parties?
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PARTIES TO THE PROCEEDING 

Petitioner is Federal Express Corporation, 
appellant before the Federal Circuit and patent owner 
before the Patent Trial and Appeal Board. 

Respondent is Qualcomm Incorporated (NYSE: 
QCOM), appellee before the Federal Circuit and 
petitioner before the Patent Trial and Appeal Board. 
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RULE 29.6 STATEMENT 

Federal Express Corporation (a Delaware corporation) 
is a wholly owned subsidiary of FedEx Corporation (a 
Delaware corporation, NYSE: FDX).
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RELATED PROCEEDINGS 

The related proceedings are:  

Patent Trial and Appeal Board: 

Qualcomm Inc. v. FedEx Corporate Services, Inc., 
Nos. IPR2022-00584, IPR2022-00585, IPR2022-00586 
(P.T.A.B. Oct. 6, 2023). 

U.S. District Court for the District of Delaware: 

FedEx Corporate Services, Inc. v. Roambee Corp., 
1:21-cv-00175 (D. Del.). 

U.S. Court of Appeals for the Federal Circuit: 

Federal Express Corp. v. Qualcomm Inc., Nos. 24-1235, 
24-1236, 24-1237 (Fed. Cir. Apr. 9, 2026). 
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INTRODUCTION 

This petition presents a question of administrative 
and judicial power. A federal agency admits it violated 
a Congressional statute, and the only issue is whether 
a court can review this mistake. The statute and this 
Court’s jurisprudence confirm the answer is yes, but 
the Federal Circuit ruled otherwise. The Court should 
grant certiorari to remedy this error. Agencies must 
follow the law. 

The America Invents Act (AIA) made several 
changes to the patent system. Among other things, the 
AIA created new avenues to challenge patents at the 
Patent Office. One such mechanism is inter partes 
review (IPR). In this system, a party files a “petition” 
challenging a patent’s claims, and the Office deter-
mines whether to “institute” review.1 35 U.S.C. §§ 311(a) 
(petition), 314(a) (institution). If the Office institutes, 
it issues a final decision on patentability following 
briefs from the parties. 35 U.S.C. § 318(a). If the  
Board does not institute, the proceeding ends. The 
Board’s decision whether to institute is “final and 
nonappealable.” 35 U.S.C. § 314(d). 

The AIA balances this procedure with accompanying 
safeguards to patent owners. Paragraph 312(a)(2) 
allows the Board to “consider[]” a petition “only if . . . 
the petition identifies all real parties in interest.” 35 
U.S.C. § 312(a)(2). The statute has no exceptions. Id. 
The purpose of § 312(a)(2) is to protect patentees from 
serial litigation. It does so by estopping real parties in 

 
1 While the AIA speaks of the “Director” instituting review, 

Directors have historically delegated that decision to the Patent 
Trial and Appeal Board (Board). See 37 C.F.R. § 42.4; Ethicon 
Endo-Surgery, Inc. v. Covidien LP, 812 F.3d 1023, 1028 (Fed. Cir. 
2016). 
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interest (RPIs) from raising similar challenges at the 
Office or in civil court. 35 U.S.C. § 315(e)(1)-(2). If 
petitioners elect to use inter partes review, they and 
their RPIs cannot get a second bite at the apple if their 
challenges prove unsuccessful. 

This may all seem straightforward, and it should be. 
But courts have had difficulty bounding the appeal-
ability bar of § 314(d), and the Office has had trouble 
complying with the RPI requirement of § 312(a)(2). 
This case presents an example of both perils.  

The Board here considered petitions without enforcing 
§ 312(a)(2). The parties disputed an RPI designation, 
and the Board refused to resolve it. This violated the 
statute, and the Director admitted it. FedEx appealed 
to the Federal Circuit, seeking remand for the Office to 
resolve the parties’ RPI dispute. Notwithstanding 
§ 314(d), multiple decisions from this Court have held 
that statutory errors like this remain appealable in court. 

The Federal Circuit held differently. In a preceden-
tial decision, the panel ruled § 314(d) barred judicial 
review of the agency’s admitted error. To the court, any 
appeal invoking § 312(a)(2) “boils down to” a dispute 
over institution and is thus unreviewable per se. 
Despite the Office’s admission of error and this  
Court’s precedent, the Federal Circuit declared itself 
powerless to fix the issue. 

The Federal Circuit’s decision capped a decade-long 
tumult at the Office in applying § 312(a)(2). In 2015, 
the Office allowed petitioners to amend their RPI 
designations but gave petitions new filing dates when 
doing so. See Corning Optical Commc’ns RF, LLC v. 
PPC Broadband, Inc., IPR2014-00440, Paper 40 (Aug. 
18, 2015). The Office changed stances years later, 
permitting petitioners to maintain their original filing 
date when amending RPI. See Proppant Express 
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Invests., LLC v. Oren Techs., LLC, IPR2017-01917, 
Paper 86, at *7-9 (P.T.A.B. Feb. 13, 2019); Adello 
Biologics LLC v. Amgen Inc., PGR2019-00001, Paper 
11, at *4-6 (P.T.A.B. Feb. 14, 2019). The impetus for this 
change was one of timing: the AIA bars petitions filed 
more than one year after a petitioner or its RPIs 
receive a complaint for patent infringement. 35 U.S.C. 
§ 315(b). Updating a petition’s filing date often had the 
effect of excluding it from review. 

The Office expanded its flexibility with § 312 in 
2020, ruling it need not decide RPI at institution when 
§ 315 did not preclude review. SharkNinja Operating 
LLC v. iRobot Corp., IPR2020-00734, Paper 11, at *18-
20 (P.T.A.B. Oct. 6, 2020). And in 2023, the Director 
extended SharkNinja to the entire IPR proceeding. 
Unified Patents, LLC v. MemoryWeb, LLC, IPR2021-
01413, Paper 76 (P.T.A.B. May 22, 2023). Under 
Unified, the Office would never resolve RPI disputes 
unless the petition was barred in time (35 U.S.C. 
§ 315(b)) or estoppel (35 U.S.C. § 315(e)(1)). IPR2021-
01413, Paper 76, at *4-5. In all other cases, the Board 
would simply ignore § 312(a)(2)’s RPI requirement. 

Whatever the merits of those decisions, Unified was 
the first to openly defy § 312(a)(2). The statute permits 
the Director to consider petitions “only if” they identify 
“all” RPIs. 35 U.S.C. § 312(a)(2). Unified, by contrast, 
barred consideration only when § 315(b) or § 315(e)(1) 
precluded them. This reformulation loaded § 312(a)’s 
unconditional guarantee with qualifiers from § 315, 
transforming a Congressional prohibition into a 
permissive conditional. 

One week before FedEx’s oral argument at the 
Federal Circuit, the current Director changed course 
again. Paragraph 312(a)(2) is indeed mandatory, he 
admitted, and he reinstated Corning as the Office’s 
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policy. The Office should resolve RPI questions in the 
future, and it was a mistake to not do so here. 
Nevertheless, he urged, § 314(d) still barred review.  

The Federal Circuit ultimately accepted this reason-
ing. Despite § 312’s mandate, this Court’s cases, and 
the Office’s conceded error, § 314(d) precluded review 
of a statutory violation the Office no longer defended.  

The Federal Circuit’s decision should be reversed.  
It takes the Office’s vacillating interpretations of 
§ 312(a)(2) and places them beyond reach of judicial 
review. It turns § 312(a)(2)’s Congressional command 
into an unenforceable aspiration. It removes any force 
§ 312(a)(2) imposes on the Office, permitting it to 
adjudicate petitions without regard to statutory limits. 
It excludes from review statutory violations an agency 
not only committed but explicitly acknowledged. And 
while the Office today promises to resolve credible RPI 
disputes, nothing prevents it from changing course 
tomorrow—making § 312(a)(2)’s dissolution complete. 

The Court should grant certiorari. It should grant 
certiorari to settle the Office’s decade-long interpreta-
tive struggle with § 312(a)(2). It should grant certiorari 
to make clear that courts can review agency actions 
conflicting with Congressional mandates. And it 
should grant certiorari to allow this agency to correct 
a mistake the agency now admits it made. 

OPINIONS BELOW 

The Federal Circuit’s opinion below (App.1a-16a) 
appears at 174 F.4th 910 (Fed. Cir. 2026). The decision 
of the Board ignoring RPI is unpublished and appears 
at App.17a-42a. 
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JURISDICTION 

The Board had subject matter jurisdiction over the 
proceedings under 35 U.S.C. § 6.  FedEx appealed to 
the Federal Circuit, which had jurisdiction under 28 
U.S.C. § 1295(a)(4)(A) and 35 U.S.C. §§ 141 and 319. 
The Federal Circuit entered judgment on April 29, 
2026. This Court has jurisdiction under 28 U.S.C. 
§ 1254(1). 

STATUTORY PROVISIONS INVOLVED 

This case involves the interpretation of 35 U.S.C. 
§§ 312, 314, and related statutes of the America 
Invents Act. The most relevant statutory provisions 
appear in the appendix at App.43a-51a. 

STATEMENT OF THE CASE 

A. Statutory and Legal Background 

The Patent Office may consider an IPR petition “only 
if . . . the petition identifies all real parties in interest.” 
35 U.S.C. § 312(a)(2). Among other things, this statute 
protects patentees from serial litigation. When a 
petition results in a final written decision, petitioners 
and their RPIs cannot challenge the patent on grounds 
the IPR “raised or reasonably could have raised.”  
35 U.S.C. § 315(e)(1)-(2). These safeguards ensure 
parties with “sufficiently close relationships with IPR 
petitioners [are] bound by the outcome of instituted 
IPRs.” Applications in Internet Time v. RPX Corp., 897 
F.3d 1336, 1350 (Fed. Cir. 2018) (“AIT”). A party 
dissatisfied with a final written decision may appeal to 
the Federal Circuit. 35 U.S.C. § 319. 

Not all decisions in an IPR are appealable. When 
deciding whether to institute an inter partes review, 
the Director must determine whether there is a 
“reasonable likelihood” the petitioner will prevail as to 
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one challenged claim. 35 U.S.C. § 314(a). That initial 
determination “whether to institute an inter partes 
review” is “final and nonappealable.” 35 U.S.C. § 314(d). 

This Court has analyzed the scope of § 314(d) on 
three occasions. A simple rule emerges from these 
cases: direct attacks on institution decisions are 
unappealable, but statutory challenges to Board 
conduct remain reviewable. Though that conduct may 
bear on institution, § 314(d) does not preclude review.  

For example, a party cannot appeal by arguing  
“the Patent Office improperly instituted inter partes 
review.” Cuozzo Speed Techs., LLC v. Lee, 579 U.S. 261, 
270, 275 (2016). Nor will courts review decisions made 
at institution determining whether an “inter partes 
review [should] be instituted.” Thryv, Inc. v. Click-To-
Call Techs., LP, 590 U.S. 45, 53-54 (2020) (quoting 35 
U.S.C. § 315(b)). Whether express or implied, argu-
ments attacking the content of institution decisions 
receive no review. 35 U.S.C. § 314(d). 

Still, § 314(d)’s review bar is limited. The statute 
does not “categorically preclude review” of issues 
“enabl[ing] the agency to act outside its statutory 
limits.” Cuozzo, 579 U.S. at 275. The Court found one 
such example in SAS Institute, Inc. v. Iancu, 584 U.S. 
357 (2018). There, the Court struck the Office’s “partial 
institution” procedure whereby the Board reviewed 
some petition grounds but not others. SAS, 584 U.S. at 
362-63. To the Court, the Director exceeded his 
statutory authority by limiting institution to fewer 
than all claims challenged. Id. at 371. Nothing in 
§§ 311, 312, 314, 316, or 318 permitted such piecemeal 
review. Id. at 364-71. While the Court’s correction 
changed how the Board instituted cases, § 314(d) did 
not bar all “legal question[s] bearing on” institution. 
Id. at 370. “[N]othing in § 314(d) or Cuozzo,” the Court 
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held, “withdraws [courts’] power to ensure that an 
inter partes review proceeds in accordance with the 
law’s demands.” Id. at 371. 

That assurance is what FedEx seeks here. 

B. Factual Background 

In February 2021, FedEx asserted six patents against 
Roambee Corporation. One year later, on Roambee’s 
statutory IPR deadline, third party Qualcomm filed 
four IPRs challenging the patents FedEx asserted 
against Roambee. These petitions surprised FedEx. 
FedEx had never accused Qualcomm of infringement, 
and no discovery suggested Qualcomm had any interest 
in Roambee or the FedEx litigation. Notably, 
Qualcomm’s IPR grounds were identical to, or 
substantially overlapped with, Roambee’s nonpublic 
invalidity contentions served in district court. Despite 
these similarities, Qualcomm’s petitions did not list 
Roambee as a real party in interest. App. 18a. 

FedEx sought discovery on the relationship between 
Qualcomm and Roambee. Through privilege logs, 
FedEx learned Roambee and Qualcomm had discussed 
the FedEx litigation for months before Qualcomm filed 
its petitions. Roambee’s counsel also admitted 
Qualcomm had invested in Roambee.  

FedEx disputed Qualcomm’s RPI identification at 
the Board. FedEx explained how Roambee was an RPI 
under the Federal Circuit’s test in AIT and asked the 
Board to dismiss the case. App. 19a-20a. 

The Board ignored FedEx’s argument. Finding the 
petitions not barred by time (35 U.S.C. § 315(b)) or 
estoppel (35 U.S.C. § 315(e)(1)), the Board saw no 
reason to resolve the RPI dispute. The Board then 
instituted three of the four IPRs. It invited FedEx to 
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renew a motion for RPI discovery, which the Board had 
previously summarily denied. App. 19a-20a. 

That discovery revealed Qualcomm contemplated 
acquiring Roambee. The parties had already executed 
a term sheet discussing an agreed purchase price,  
the FedEx litigation, and Qualcomm’s representation 
on Roambee’s board. Qualcomm filed the IPRs in 
preparation of the potential acquisition, as it would 
assume Roambee’s legal obligations. The parties 
extensively discussed the FedEx litigation, and 
Qualcomm based its petitions on nonpublic invalidity 
contentions it received from Roambee. Armed with this 
new information, FedEx fully briefed its RPI challenge 
and filed a motion to terminate the IPRs. 

The Board again avoided FedEx’s RPI dispute. 
Relying on its own precedential decisions in Unified 
and SharkNinja, the Office found the “factual records” 
too “complex” to warrant an RPI investigation. 
App.40a (citing Unified, IPR2021-01413, Paper 76; 
SharkNinja, IPR2020-00734, Paper 11); see App.5a 
n.4. Notwithstanding § 312’s mandate, the Board 
declined to resolve the RPI question when § 315 did 
not preclude Qualcomm’s petitions. App.25a-29a. The 
Board then issued final decisions ruling most of 
FedEx’s claims unpatentable. App.6a. 

FedEx appealed to the Federal Circuit. FedEx’s 
argument was simple: the RPI requirement in 
§ 312(a)(2) is mandatory, and the Board lacks the 
statutory authority to issue final decisions without 
confirming petitions satisfy it. FedEx’s appeal did not 
challenge the content of the Board’s RPI determina-
tion, as there was no RPI decision to challenge. Rather, 
FedEx’s appeal asked whether the Board had the 
statutory power to issue decisions without addressing 
§ 312(a)(2) whatsoever. 
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Qualcomm and the Director disagreed. Paragraph 

312(a)(2) was discretionary, they claimed, nor could 
FedEx appeal the RPI issue under § 314(d). In their 
view, FedEx’s challenge reflected an ordinary dispute 
over whether the Board should have instituted. To the 
Respondents, § 314(d) barred judicial review of these 
types of questions. 

One week before oral argument, the Director 
changed course. FedEx’s statutory construction was 
correct all along, he admitted, and § 312(a)(2) requires 
the Board to resolve RPI disputes regardless of their 
“complex[ity].” App.8a n.5, App.40a. The Director 
dedesignated Unified and SharkNinja as precedential 
and vowed to decide RPI disputes in prospective cases. 
Yet the Director insisted § 314(d) barred review. While 
the Office had committed a statutory violation, the 
Director conceded, both FedEx and the Federal Circuit 
were powerless to correct it. 

C. The Federal Circuit’s Opinion 

The Federal Circuit sided with the Director. In a 
precedential opinion, the panel ruled that any dispute 
invoking § 312(a)(2) is unreviewable per se. App.11a-
13a. This is so, the panel reasoned, because § 312(a)(2) 
is “integral to” institution. App.11a (quoting Thryv, 
590 U.S. at 53). It did not matter that the Board never 
resolved this purportedly integral dispute. App.12a. 
Nor did it matter whether the words of §§ 312 and 314 
expressly addressed this case. App.11a-12a. To the 
panel, § 314(d) impedes review of all legal questions 
involving § 312(a)(2) no matter their form. App.11a-
13a. FedEx’s appeal thus “boil[ed] down to a challenge 
over whether there should have been institution,” 
which § 314(d) bars from review. App.13a. The Office’s 
admitted statutory violation was therefore unreview-
able. Id. 
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REASONS FOR GRANTING THE PETITION 

The Court should grant certiorari because the 
Federal Circuit’s decision defies § 312(a)(2)’s mandate 
and leaves an agency’s admitted statutory violations 
unreviewable. The ruling conflicts with the plain text 
of §§ 312 and 314, this Court’s decisions, and the  
law’s longstanding preference for judicial review. And 
because these issues are redressable only at the 
Federal Circuit, no other court will ever address them. 
The Court should thus grant certiorari to require the 
Director to resolve genuine RPI disputes to ensure 
compliance with § 312(a)(2). 

I. The AIA Precludes the Director from 
Considering Petitions without Resolving 
RPI 

The first problem with the Federal Circuit’s decision 
is that it makes an agency’s confessed statutory errors 
unreviewable. Nothing in §§ 312, 314, or this Court’s 
precedent compels such an odd result. 

Take the language of § 312(a)(2). Its RPI require-
ment is absolute and unqualified: “A petition . . . may 
be considered only if . . . the petition identifies all real 
parties in interest.” 35 U.S.C. § 312(a)(2) (emphasis 
added). The phrase only if “unequivocally imposes  
an affirmative prohibition” on considering petitions 
“under any other conditions.” See Jennings v. Rodriguez, 
583 U.S. 281, 304 (2018) (construing “only if”). This 
language is “mandatory” and “does not suggest one of 
multiple options.” See Fed. Lab. Rels. Auth. v. Aberdeen 
Proving Ground, 485 U.S. 409, 412 (1988). And in the 
context of § 312(a)(2), the word consider at least 
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includes a final adjudication of issues.2 See Jennings, 
583 U.S. at 297, 299 (construing “consideration” to 
mean “proceedings have concluded” or “finished”); see 
also Webster’s Third New Int’l Dictionary 483 (Philip 
B. Gove ed., 2002) (defining “consider” as “[to] come to 
view, judge, or classify”). Taken together, § 312(a)(2) 
requires petitions to identify “all” RPIs before the 
Office can rule on them. 35 U.S.C. § 312(a)(2).  

Here, the Board exceeded its statutory authority 
when it ruled on Qualcomm’s petitions without deter-
mining whether they satisfied § 312(a)(2). App.6a, 
App.40a. Doing so breached the “affirmative prohibition” 
§ 312 imposes on the Director. See Jennings, 583 U.S. 
at 304. And at the Federal Circuit, the Director agreed 
his actions exceeded this authority. App.8a n.5. 

That should have ended the matter. The APA 
permits review of these kinds of statutory errors. See 
5 U.S.C. § 706(2)(C) (authorizing review of agency 
actions “in excess of statutory jurisdiction, authority, 
or limitations, or short of statutory right”). Inter partes 
reviews are no different. Notwithstanding § 314(d), 
“judicial review remains available” under the APA to 
“set aside agency action ‘not in accordance with law’ or 
‘in excess of statutory jurisdiction, authority, or limita-
tions.’” SAS, 584 U.S. at 371 (quoting 5 U.S.C. § 706(2)). 
Nothing in § 314(d) “enable[s] the agency to act 
outside its statutory limits.” Cuozzo, 579 U.S. at 275. 

But that is precisely what the Federal Circuit’s 
decision allows. By ruling any challenge turning on 
§ 314(d) per se unreviewable, App.11a-13a, the Federal 
Circuit exempts from judicial review ultra vires 

 
2 While consider can also mean “think about,” it would make 

little sense to forbid the Board from “think[ing] about” a petition 
while assessing its compliance with statutory requirements. 
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actions admittedly exceeding the Director’s statutory 
authority. This conflicts with § 314(d), SAS, and the 
carveout Cuozzo established. 

Certiorari is thus necessary. The Office typically sees 
over one thousand IPR petitions per year. See USPTO, 
PTAB Trial Statistics (2025), available at https://www. 
uspto.gov/sites/default/files/documents/Trial_StatsFY
25_Q4.pdf (1,433 IPRs and PGRs in 2025); USPTO, 
PTAB Trial Statistics (2024), available at https:// 
www.uspto.gov/sites/default/files/documents/ptab_aia
_fy2024__roundup.pdf (1,288 in 2024). The Federal 
Circuit’s decision will thus potentially impact RPI 
designations in thousands of petitions moving forward. 
And because all IPR appeals go to the Federal Circuit 
(28 U.S.C. § 1295(a)(4)), no other appellate court will 
have an occasion to construe § 314(d) to stem this tide. 

The Federal Circuit is also unlikely to correct this 
issue on its own. Its recent jurisprudence shows 
increasing hostility to reviewing RPI issues. See, e.g., 
Dolby Lab’ys Licensing Corp. v. Unified Patents, LLC, 
138 F.4th 1363 (Fed. Cir. 2025); ESIP Series 2, LLC v. 
Puzhen Life USA, LLC, 958 F.3d 1378 (Fed. Cir. 2020). 
While FedEx’s case is different,3 the Federal Circuit’s 
attitude towards § 312 caused it to go too far here. 
Certiorari is warranted to halt the inertia of the 
Federal Circuit’s course. 

 
3 In ESIP, the Board made an RPI determination at institution, 

and the patentee “expressly argue[d] that the agency should have 
refused to institute.” ESIP, 958 F.3d at 1386. And unlike Dolby, 
FedEx’s standing is clear, its injury is assured, and its appeal does 
not hinge on an alleged “informational right.” Dolby, 138 F.4th at 
1366-68. 



13 
II. The Federal Circuit Incorrectly Assessed 

FedEx’s Appeal as an Ordinary Dispute 
About Institution 

The Federal Circuit compounded its error by 
misapplying this Court’s case law. Citing § 314(d), 
Cuozzo, and Thryv, the panel ruled the RPI issue 
unreviewable by inaccurately recharacterizing the 
case as “boil[ing] down to” a challenge over institution. 
App.13a. But this appeal does not raise that concern, 
and nothing in § 314(d) or those cases addresses what 
happened here. The Court should grant certiorari. 

Consider first the text of § 314(d). That subsection 
precludes judicial review only of challenges contesting 
“whether to institute an inter partes review.” 35 U.S.C. 
§ 314(d) (emphasis added).  

FedEx’s appeal is nothing like this. FedEx is not 
challenging whether the Board’s institution decision is 
correct. Indeed, there is no RPI determination for 
FedEx to challenge. It is therefore impossible to 
answer the Federal Circuit’s musings about “whether 
there should have been institution at all.” App.13a. 

Rather, this appeal asks whether the Office has the 
statutory power to issue final decisions without 
confirming petitions meet § 312(a)(2)’s requirements. 
It does not. See § I, supra. The dispute is not over the 
content of the Board’s institution decision, but whether 
the Director must assess statutory prerequisites at 
some point during trial. These types of legal questions 
involving Board conduct remain reviewable over 
§ 314(d).4 SAS, 584 U.S. at 370-71. 

 
4 No party has advanced the extraordinary proposition that the 

absence of a decision qualifies as an unreviewable “determination” 
under § 314(d). For good reason: under such a construction, the 
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Consider too the Federal Circuit’s misplaced reliance 

on Cuozzo and Thryv. App9a-13a. Neither case purports 
to address what occurred here. In Cuozzo and Thryv, 
the Board decided the disputed statutory issue at 
institution. See Cuozzo, 579 U.S. at 269-70 (§ 312(a)(3) 
resolved at institution); Thryv, 590 U.S. at 50 (same for 
§ 315(b)). Attacking these rulings thus challenged the 
Board’s decision to institute. For example, the patentee 
in Cuozzo expressly “argued that the Patent Office 
improperly instituted.” 579 U.S. at 270; see also In re 
Cuozzo Speed Techs., LLC, 793 F.3d 1268, 1272-73 
(Fed. Cir. 2015) (“Cuozzo argues that the PTO improp-
erly instituted . . . .”). And Thryv’s challenger similarly 
disputed the accuracy of the Board’s time-bar cal-
culation in § 315(b)—a statute “govern[ing] institution 
and nothing more.” 590 U.S. at 54; see 35 U.S.C. 
§ 315(b) (providing when “[a]n inter partes review may 
not be instituted” (emphasis added)). These cases thus 
amounted to attacks on the Board’s institution deci-
sion itself. See Thryv, 590 U.S. at 53-54; Cuozzo, 579 
U.S. at 270. Subsection 314(d) bars these challenges.  

Neither Cuozzo nor Thryv has anything to say about 
the Office’s refusal to resolve an underlying statutory 
dispute in the first place. Nor do they suggest the 
Board can escape review by simply disregarding a 
Congressional obligation altogether. Cuozzo warns its 
holding does “not categorically preclude review” of 
disputes over the limits of statutory powers. 579 U.S. 
at 275. Courts retain the right to prevent the Office 
from engaging in “shenanigans” with the limits of its 
statutory authority. Cuozzo, 579 U.S. at 275. 

 
Director could avoid “determin[ing] whether to institute an inter 
partes review” within the statutory time limit by “determin[ing]” 
to never make that ruling. See 35 U.S.C. § 314(b). 
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The only case confronting an issue like this is SAS. 

And there, § 314(d) did not preclude review of the 
Office’s failure to make statutorily required rulings. 
SAS, 584 U.S. at 364-68. The AIA obligated the Board 
to adjudicate “any” claim challenged in an IPR, and the 
Director could not ignore this command. Id. at 362-63.  

FedEx’s case presents a similar question. Only if and 
all (§ 312) are just as mandatory as SAS’s shall and 
any (§ 318). Compare id. (“The word ‘shall’ generally 
imposes a nondiscretionary duty.” (citation omitted)), 
with Jennings, 583 U.S. at 304 (explaining how “only 
if . . . expressly and unequivocally imposes an affirma-
tive prohibition on [taking an action] under any other 
conditions”). When the Director cannot pick grounds to 
institute in § 314(a), he cannot pick requirements to 
enforce in § 312(a). “Nothing in § 314(d) or Cuozzo” 
prevents courts from ensuring the Office follows this 
“demand[]” under the APA. Id. at 371. 

Similarly revealing is the relief sought among these 
cases. Where the litigants in Cuozzo and Thryv asked 
to unwind the Board’s institution decision, SAS sought 
resolution of an unaddressed issue—irrespective of its 
outcome. SAS, 584 U.S. at 371 (“SAS is entitled to a 
final written decision addressing all of the claims it 
has challenged and nothing suggests we lack the 
power to say so.”). And like SAS, FedEx’s request here 
seeks a ruling on an unaddressed statutory issue 
(RPI), no matter the result. This analysis may have 
downstream ramifications “bearing on” institution 
(SAS, 584 U.S. at 370), but it may not. Much depends 
on how the Board rules. But whether the Office must 
make that ruling in the first place remains an appeal-
able question over “Board[] conduct.” App.12a. It is not 
a question of whether some future ruling is correct.  
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It thus misses the point for the Federal Circuit to 

claim “§ 312(a)(2) determinations are unreviewable.” 
App.11a (citation omitted); see also App.10a (stating 
“the Board’s § 312(a)(2) real-party-in-interest determi-
nation is final and unappealable” (quoting ESIP, 958 
F.3d at 1386)). There is no § 312(a)(2) determination 
here to review. 

And that, after all, is the problem. Paragraph 
312(a)(2) imposes statutory restrictions on the Board. 
The Board did not heed those restrictions. The Office 
admits this was error. For the Federal Circuit to  
make that statutory error nonjusticiable morphs a 
Congressional requirement into an unenforceable 
aspiration. An unenforceable mandate is no mandate 
at all.  

Nothing in § 314(d) or this Court’s precedent impels 
such an unjust conclusion, and this Court should grant 
certiorari to reverse it. Federal agencies should be 
bound by Congressional statutes. Judicial review is 
necessary to ensure the Office follows the law. SAS, 
584 U.S. at 371.  

III. The Federal Circuit Created a Blanket Ban 
of Judicial Review This Court Has Already 
Rejected 

Worse still, the Federal Circuit misread this Court’s 
precedent and ruled that any challenge invoking 
§ 312(a)(2) is unreviewable per se. App.11a-13a. In the 
panel’s view, § 312(a)(2) is “‘integral to’ institution” 
because it “has force only in the institution context.” 
App.13a (first quoting Thryv, 590 U.S. at 53; second 
quoting Ethanol Boosting Sys., LLC v. Ford Motor Co., 
162 F.4th 1151, 1159 (Fed. Cir. 2025)). Because 
§ 312(a)(2) is “closely tied to institution,” any question 
on its interpretation is unappealable. See App.13a n.8; 



17 
see also App.11a (deeming § 312(a)(2) an “institution-
related statute” (citation omitted)). But this Court’s 
jurisprudence does not support such a sweeping 
interpretation of § 314(d), and much counsels against 
it. The Court should grant certiorari to correct this 
misapplication of precedent. 

Start with Cuozzo. The Federal Circuit read that 
case to hold that “§ 314(d) bars review of matters 
‘closely tied to the application and interpretation of 
statutes related to’” institution. App.9a (quoting 
Cuozzo, 579 U.S. at 274-76); see also App.12a (same); 
App.13a n.8 (same). But this paraphrase omits the 
subject of the quoted clause, which markedly changes 
its scope: 

[W]e emphasize that our interpretation 
applies where the grounds for attacking the 
decision to institute inter partes review consist 
of questions that are closely tied to the 
application and interpretation of statutes 
related to the Patent Office’s decision to 
initiate inter partes review. 

Cuozzo, 579 U.S. at 274-75 (emphasis added). The 
dropped context makes a profound difference: § 314(d) 
does not insulate all “interpretation of statutes 
relat[ing]” to institution from review—just those 
“attacking the decision to institute.” Id. This 
qualification makes sense given Cuozzo’s posture, as 
its patentee expressly “argued that the Patent Office 
improperly instituted inter partes review.” Id. at 270. 
Cuozzo always revolved around institution. 

Indeed, in the same quoted paragraph, Cuozzo went 
on to caution its holding “do[es] not categorically 
preclude review” of questions “enabl[ing] the agency to 
act outside its statutory limits.” Id. at 275. Cuozzo did 
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not bar statutory enforcement generally, just attacks 
on the Board’s decision to institute. Id. at 274-75. And 
here, FedEx’s appeal challenges the Board’s failure to 
resolve a statutory dispute, not the content of its 
institution decision. See § II, supra. Cuozzo reserves 
review for these questions. 

That brings us to Thryv. True enough, Thryv 
contains a similar paraphrase of Cuozzo’s “closely tied” 
language for a time-bar challenge under § 315(b). See 
Thryv, 590 U.S. at 53. But this is unsurprising, given 
§ 315(b) expressly governs when “[a]n inter partes 
review may not be instituted.” 35 U.S.C. § 315(b) 
(emphasis added). The statute in Thryv thus applied 
only to “institution and nothing more.” Thryv, 590 U.S. 
at 53-54. The Court recognized as much, quoting the 
same language from § 315(b) and framing it as 
“integral to, indeed a condition on, institution.” Id. 

The RPI requirement of § 312(a)(2) has none of these 
features. For one, § 312(a)(2) uses the word “consider,” 
not “institute.” When Congress uses different words in 
a statute, the Court normally presumes they convey 
different meanings. See, e.g., Sw. Airlines Co. v. Saxon, 
596 U.S. 450, 457-58 (2022) (citing Antonin Scalia & 
Bryan A. Garner, Reading Law 170 (2012)). Here, 
Congress used variants of “institute” all throughout 
the AIA. See 35 U.S.C. §§ 314(a), 314(b), 314(d), 
315(a)(1), 315(b), 315(c), 316(a)-(e), 317(a), 318(a), 
318(d). Congress thus had a word at hand to invoke 
institution but chose a different one in § 312. Any fair 
interpretation of § 312(a)(2) would reflect that differ-
ence. See Thryv, 590 U.S. at 57-58 (making this point). 

Another distinction is one of scope. Paragraph 312(a)(2) 
has a much broader reach than § 315(b). Where 
“§ 315(b) expressly governs institution and nothing 
more” (Thryv, 590 U.S. at 54), § 312(a)(2)’s RPI 
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designations trigger estoppel effects extending far 
beyond institution. When a petition culminates in a 
final written decision, RPIs cannot raise arguments at 
the Office or in a civil action “on any ground that the 
petitioner raised or reasonably could have raised 
during” the IPR. 35 U.S.C. § 315(e)(1)-(2). Neither  
the time-bar challenge in Thryv (§ 315(b)) nor the 
“particularity” challenge in Cuozzo (§ 312(a)(3)) has 
such extensive consequences. Unlike those statutes, 
§ 312(a)(2) is not “a statute which has force only in the 
institution context.” App.13a (citation omitted). It 
impacts what parties can argue in administrative and 
judicial settings far outside the instant IPR. 

Also telling is the oxymoron the Federal Circuit’s 
holding incites. Its decision designates RPI questions 
“‘integral to’ institution” yet permits the Office to avoid 
deciding them. App.11a (quoting Thryv, 590 U.S. at 53). 
Neither Thryv nor Cuozzo had this option: the Office 
needed to know whether § 315(b) barred institution 
(Thryv) and what grounds to review during trial 
(Cuozzo). The Director could not ignore those ques-
tions like it did FedEx’s RPI dispute here. This creates 
a tension: § 312(a)(2) is supposedly “integral” enough 
for institution to make it unreviewable, but not so 
integral to require resolution at any point during trial. 
These clashing “shenanigans” cry out for judicial 
review. SAS, 584 U.S. at 371 (quoting Cuozzo, 579 U.S. 
at 275).  

In any event, the Office here instituted without 
deciding RPI, disproving the Federal Circuit’s thesis. 
If § 312(a)(2) were integral to institution, the Board 
would have needed to resolve it. It never did. And when 
§ 312(a)(2) is mandatory, this omission is a problem.  

These inconsistencies expose the ultimate illogic of 
the Federal Circuit’s blanket ban on judicial review. 
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Cuozzo warned of agency mischief in § 311, and SAS 
analyzed §§ 311, 312, 314, 316, and 318 to do the same. 
SAS, 584 U.S. at 364-68; Cuozzo, 579 U.S. at 275. It is 
not the statute number invoked, but whether the 
Board acts “outside its statutory limits” that confers 
reviewability. SAS, 584 U.S. at 371 (quoting Cuozzo, 
579 U.S. at 275). The Federal Circuit’s opinion 
improperly elevates the form of an appeal over its 
substance, letting citation numbers quash the 
questions presented. Such crude bright-line rules at 
odds with the statute and precedent cannot overcome 
the “strong presumption” the Court has for judicial 
review. See, e.g., Mach Mining, LLC v. EEOC, 575 U.S. 
480, 486 (2015). 

To be sure, resolving RPI disputes may impact how 
the Office conducts certain IPR proceedings. The Office 
may decide RPI as part of institution, motion, or before 
final decision. See 35 U.S.C. § 318(a) (contemplating 
IPRs “instituted and not dismissed”). But § 314(d) does 
not preclude review merely because a legal question 
might “bear[] on” institution. SAS, 590 U.S. at 370. In 
SAS, it did not matter whether the Office had to 
address additional grounds at institution or final 
decision. Id. at 371. The AIA required it, and § 314(d) 
did not bar review. Id. 

The same wisdom applies here. That § 312(a)(2) may 
cause the Director to resolve RPI disputes at institu-
tion or elsewhere does not impede its reviewability. 
Just as the AIA forbade SAS’s “partial institution” 
procedure, § 312(a)(2) precludes consideration of 
petitions without resolving RPI. The language of 
§ 312(a)(2) is unambiguous and without exception: “A 
petition . . . may be considered only if . . . the petition 
identifies all real parties in interest.” 35 U.S.C. 
§ 312(a)(2). And “nothing in § 314(d) or Cuozzo 
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withdraws [courts’] power to ensure than an inter 
partes review proceeds in accordance with the law’s 
demands.” SAS, 584 U.S. at 371. 

The Court should grant certiorari to allow the 
Federal Circuit to ensure IPRs proceed in accordance 
with the AIA. 

IV. Prudential Considerations Further Support 
Review 

Apart from the doctrinal reasons for granting 
certiorari, prudential reasons support it too. 

First, the Federal Circuit’s decision leaves 
Congressional requirements to the mercy of agency 
whim. While today the Director agrees § 312(a)(2) 
requires the Office to make RPI determinations, 
nothing prevents him (or another Director) from 
changing policies tomorrow. Indeed, the Office’s 
penchant for disregarding RPI disputes has been a 
ripe source of litigation for years. See, e.g., Dolby, 138 
F.4th 1363; Unified, IPR2021-01413, Paper 76; 
SharkNinja, IPR2020-00734, Paper 11. In Unified, for 
example, the prior Director believed “interests in cost 
and efficiency” required the Board to ignore RPI 
disputes absent “a time bar or estoppel under 35 U.S.C. 
§ 315.” Unified, IPR2021-01413, Paper 76, at *4-5. 
That Director went so far as to vacate a decision 
finding unnamed parties RPIs for this reason. Id.  

In this case, the Office originally relied on the same 
efficiency rationale to avoid resolving FedEx’s RPI 
dispute. App.32a-33a. During the pendency of FedEx’s 
appeal, however, the current Director dedesignated 
Unified and SharkNinja as precedential and reverted 
the Board’s policy to Corning. See App.8a n.5. This 
understanding affords less weight to efficiency pleas, 
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but nothing stops the Office from treating them as 
sacrosanct in the future. 

The Court should thus grant certiorari to settle this 
statutory debacle once and for all. When parties 
litigate before the Board, they deserve to know the 
ground rules. As this case shows, it is chaotic to 
diametrically flip interpretations of statutory require-
ments based on policy concerns. SAS expressly rejects 
such efficiency arguments in the face of unambiguous 
statutory directives. See SAS, 584 U.S. at 368 (“Policy 
arguments are properly addressed to Congress, not 
this Court.”). It is always “efficient” to avoid doing 
work. Paragraph § 312(a)(2) demands more. Certiorari 
is required to bring these matters to a stable state and 
force the Board to follow statutory demands. 

A second problem with the Federal Circuit’s holding 
is how it forces patent owners to relitigate patent 
validity. This case provides a ready example. Here, 
Qualcomm advanced IPR grounds identical to, or 
substantially overlapping with, Roambee’s invalidity 
contentions in district court. FedEx prevailed on 
certain claims before the Board and Federal Circuit, 
showing its claims were patentable. See, e.g., Fed. 
Express Corp. v. Qualcomm Inc., No. 24-1235, 2026 WL 
1162769 (Fed. Cir. Apr. 29, 2026); Qualcomm Inc. v. 
FedEx Corp. Servs., Inc., IPR2022-00586, 2023 WL 
6602189, at *20 (P.T.A.B. Oct. 6, 2023). Had Qualcomm 
identified Roambee as an RPI, § 315(e)(2) would estop 
Roambee from challenging these claims a second time 
in court. See 35 U.S.C. § 315(e)(2) (estopping RPIs from 
pursuing invalidity in civil actions for claims reaching 
final decision in an IPR). By allowing FedEx’s RPI 
challenge to go unaddressed, the Federal Circuit 
obligates FedEx to relitigate RPI and validity issues in 
district court a second time. 
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This frustrates the purpose of the RPI statute. The 

Federal Circuit once understood how patentees 
“should not be forced to defend against later judicial or 
administrative attacks on the same or related grounds 
by a party that is so closely related to the original 
petitioner as to qualify as a real party in interest.” AIT, 
897 F.3d at 1350; see also Worlds Inc. v. Bungie, Inc., 
903 F.3d 1237, 1240-41 (Fed. Cir. 2018) (referring to 
RPI as “important” for estoppel purposes). The Federal 
Circuit’s opinion here foils that goal. When the Board 
rules on claims without deciding RPI, unnamed real 
parties escape estoppel and remain free to mount the 
very challenges Congress meant to foreclose. 

Nor is it much consolation for FedEx to reraise the 
RPI issue in district court. Paragraph 312(a)(2) concerns 
statutory RPI requirements for petitions before the 
Office—not after-arising motions by patentees for 
estoppel in district court. The Federal Circuit’s 
decision conflates these concepts. It shifts the onus of 
§ 312(a)(2) from the IPR petitioner (to identify RPIs) 
onto the patentee (to prove RPI in court) while 
removing the statute’s restrictions on the Board (“only 
if”). If petitioners do not want to comply with § 312, 
they have other ways of challenging patents (e.g., ex 
parte reexamination). See 35 U.S.C. § 302. By filing 
IPRs, petitioners must follow the statute. And none of 
this cures the harm of defending against challenges 
the Board should not “consider[]” to begin with. 35 
U.S.C. § 312(a)(2). “[L]awful ends do not justify 
unlawful means.” SAS, 584 U.S. at 368-69 (footnote). 

A third and related problem is the gamesmanship 
the Federal Circuit’s opinion invites. Should the Office 
stop resolving RPI disputes—like it has in the past—
there is little incentive for petitioners to accurately 
identify RPIs. If the Board finds every claim of a patent 
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unpatentable, the RPI issue is moot. And if some 
claims survive, an unnamed RPI can attack the claims 
a second time. Even if that challenge is ultimately 
unsuccessful, the petitioner is off the hook. This 
transforms the unambiguous mandate of § 312(a)(2) 
into a mere aspirational suggestion. 

Nothing in § 312(a)(2) supports such a construction. 
It is a requirement all petitions must satisfy. And it is 
a limitation on Office power it cannot exceed. The 
Board exceeded that power here. These questions 
remain appealable after § 314(d), Cuozzo, and Thryv, 
and certiorari is necessary to bring the Office back 
within Congressional limits.  

CONCLUSION 

For these reasons, the Court should grant this 
petition for a writ of certiorari. 
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———— 
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QUALCOMM INCORPORATED,  
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Trademark Office, Patent Trial and Appeal Board in 

No. IPR2022-00585. 
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Decided: April 29, 2026 
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JOSEPH MICHAEL SCHAFFNER, Finnegan, Henderson, 
Farabow, Garrett & Dunner, LLP, Reston, VA, 
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AYERS, MICHAEL S. FORMAN, AMY J. NELSON, 
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Before HUGHES, CUNNINGHAM, and Stark, Circuit 
Judges. HUGHES, Circuit Judge. 

Federal Express Corporation appeals two decisions 
of the Patent Trial and Appeal Board: first, a decision 
denying its motion to terminate inter partes review 
proceedings, and second, a decision finding that all 
challenged claims of U.S. Patent No. 8,766,797 are 
unpatentable as obvious. For the reasons outlined 
below, we decline to review the challenge to the 
Board’s decision denying the request to terminate the 
IPR proceedings, and we vacate the Board’s obvious-
ness determination as to the challenged claims and 
remand for further proceedings consistent with this 
opinion. 

I  

A 

Federal Express Corporation (FedEx) owns U.S. 
Patent No. 8,766,797, titled “Sensor Based Logistics 
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System,” which describes systems and methods for 
providing access to information about shipments from 
sensors. J.A. 54; see ECF No. 31, at 1. Generally, the 
system features sensors attached to or included in 
items to be tracked—such as packages, shipping 
containers, or vehicles—that can be associated with a 
tracking number. These sensors collect location and 
environmental data and send information to, and 
receive information from, a tracking center. The ‘797 
patent purports to improve upon prior systems by en-
abling greater customization and control over 
shipment notifications through adjustments to the 
specificity, frequency, and timing of reporting. 

The independent claims describe receiving sensor 
information at a tracking center for one or more 
shipments, analyzing access rules for a party to 
determine the party’s authorization, and restricting 
access based on these rules. See, e.g., J.A. 73, 25:5–
12. Dependent claims 6, 17, and 28, which are at 
issue on appeal, describe a particular method of 
restricting access. See J.A. 73, 25:40–44, 26:47–51; 
J.A. 74, 28:9–13. Claim 6, reproduced below, is 
representative: 

6. The method of claim 1, wherein restricting the 
party from accessing the received sensor infor-
mation further comprises the step of: 

reporting the received sensor information to  
the party after a predetermined time delay. 

J.A. 73, 25:40–44 (emphasis added). 
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B 

On February 9, 2021, FedEx1 filed a complaint in 
the United States District Court of the District of 
Delaware against Roambee Corporation (Roambee),2 
asserting infringement of six of FedEx’s patents, 
including the ‘797 patent (Roambee Litigation). See 
Compl. ¶ 1, FedEx Corp. Servs., Inc. v. Roambee 
Corp., No. 21-cv-00175 (D. Del. Feb. 9, 2021), ECF 
No. 1. FedEx served Roambee the complaint on 
February 11, 2021, beginning the one-year window 
during which Roambee could petition the Patent 
Trial and Appeal Board for inter partes review of 
the patents asserted against it in the Roambee 
Litigation. See FedEx Corp. Servs., Inc. v. Roambee 
Corp., No. 21-cv-00175 (D. Del. Feb. 11, 2021), ECF 
No. 4; 35 U.S.C. § 315(b). 

On Roambee’s IPR filing deadline, another entity, 
Qualcomm Incorporated (Qualcomm), filed IPR 
petitions challenging on obviousness grounds four of 
the six patents FedEx asserted in the Roambee 
Litigation, including the ‘797 patent.3 See J.A. 139, 

 
1  The complaint was originally filed by FedEx Corporate 

Services, Inc., which later merged “with and into” Federal 
Express Corporation and ceased to exist. ECF No. 31 at 1. For 
ease of reference, both are referred to as FedEx. 

2  Roambee has since rebranded to Decklar. See Sanjay 
Sharma, Roambee Has Rebranded to Decklar – Customer 
Newsletter – September 10, 2025 (Sep. 10, 2025), https://www.d 
ecklar.com/resources/newsletter/roambee-has-rebranded-to-deck 
lar-customer-newsletter-september-10-2025 [https://perma.cc/ 
AMQ9-7ASZ]. This opinion refers to the entity as “Roambee.” 

3 IPR2022-00585 underlies this appeal. Two of Qualcomm’s 
other IPRs, IPR2022-00584 and IPR2022-00586, are at issue in 
two related appeals before this court, Federal Express Corp. v. 
Qualcomm Inc., No. 24-1235, and Federal Express Corp. v. 
Qualcomm Inc., No. 24-1237, respectively. 

https://www.decklar.com/resources/newsletter/roambee-has-rebranded-to-decklar-customer-newsletter-september-10-2025
https://www.decklar.com/resources/newsletter/roambee-has-rebranded-to-decklar-customer-newsletter-september-10-2025
https://www.decklar.com/resources/newsletter/roambee-has-rebranded-to-decklar-customer-newsletter-september-10-2025
https://perma.cc/AMQ9-7ASZ%5D
https://perma.cc/AMQ9-7ASZ%5D
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292. Despite challenging the patents asserted against 
Roambee, Qualcomm was not a party in the Roambee 
Litigation. In its petition, Qualcomm identified the 
Roambee Litigation as a related matter but did not 
list Roambee as a real party in interest. See J.A. 144. 
FedEx opposed institution, arguing Qualcomm’s fail-
ure to list Roambee as a real party in interest meant 
that the Board was precluded from considering the 
petition under 35 U.S.C. § 312(a)(2). The Board 
disagreed and instituted review on October 11, 2022. 

After additional discovery, FedEx moved to term-
inate the proceedings. The Board denied FedEx’s 
motion, stating that, under SharkNinja Operating 
LLC v. iRobot Corp., No. IPR2020-00734, Paper No. 
11 at 18 (P.T.A.B. Oct. 6, 2020), and Unified Patents, 
LLC v. MemoryWeb, LLC, No. IPR2021-01413, Paper 
No. 74 at 5 (P.T.A.B. May 16, 2023),4 it “should not 
determine whether an unnamed party is a real party 
in interest in a proceeding if [that] determination is 
‘not necessary to resolve the proceeding.’” J.A. 1076, 
1092 (quotation omitted). The Board explained that 
such a determination was warranted only when 
adding the unnamed party would create a § 315 time-
bar or estoppel issue. Because Qualcomm filed its 
petitions within the deadline for Roambee to file a 
petition, the Board held that no time bar would apply 
absent bad faith, gamesmanship, or prejudice that 
would prevent amendment. And it was unconvinced 
that Qualcomm would be barred from amending its 
mandatory notices to ameliorate any possible issues. 
Thus, the Board concluded that it “should not make a 

 
4 The Director Decision relied upon by the Board and cited 

by the parties is not publicly available. The public version, 
however, is Unified Patents, LLC v. MemoryWeb, LLC, No. 
IPR2021-01413, Paper No. 76 (P.T.A.B. May 22, 2023). 
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determination as to whether Roambee is a real party 
in interest in these proceedings.” J.A. 1092. 

The Board then issued its final written decision 
on October 6, 2023. Qualcomm Inc. v. FedEx Corp. 
Servs., No. IPR2022-00585, 2023 WL 6605258 
(P.T.A.B. Oct. 6, 2023) (FWD). It stressed that it 
would not discuss any real party in interest issues in 
the final written decision, deeming them sufficiently 
resolved in denying FedEx’s motion to terminate 
proceedings. The Board then determined all claims 
were unpatentable as obvious over the asserted prior 
art. FedEx timely appealed. We have jurisdiction un-
der 28 U.S.C. § 1295(a)(4)(A). 

II 

“We decide legal issues de novo, including whether 
a statute precludes judicial review and whether 
challenged agency action is ‘not in accordance with 
the law or without observance of procedure required 
by law.’” IGT v. Zynga Inc., 144 F.4th 1357, 1365 
(Fed. Cir. 2025) (citation omitted). 

Obviousness is a question of law that is based on 
underlying factual findings. Graham v. John Deere 
Co. of Kansas City, 383 U.S. 1, 17–18 (1966). We thus 
review the Board’s ultimate obviousness determin-
ation de novo and associated findings of fact for 
substantial evidence. Uber Techs., Inc. v. X One, Inc., 
957 F.3d 1334, 1337 (Fed. Cir. 2020) (citation omit-
ted). Substantial evidence is “such relevant evidence 
as a reasonable mind might accept as adequate to 
support a conclusion.” Consol. Edison Co. of N.Y. v. 
NLRB, 305 U.S. 197, 229 (1938). 
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III 

FedEx raises several issues on appeal. First, FedEx 
argues the Board violated 35 U.S.C. § 312(a)(2) 
throughout the proceedings by refusing to determine 
whether Qualcomm’s petition identified “all real 
parties in interest,” as FedEx argues the Board was 
statutorily required to do, based on “wrongly decided 
and irrelevant PTAB decisions.” Appellant’s Br. 27–
29. Second, FedEx argues the Board erred in denying 
its motion to terminate by failing to conduct a 
complete real party in interest analysis, by not en-
forcing Qualcomm’s burden to justify its real party in 
interest identification, and by rejecting four other 
bases for termination. Finally, FedEx challenges the 
Board’s obviousness analysis for claims 6, 17, and 
28 of the ‘797 patent. 

A 

We begin with the parties’ arguments over the 
Board’s real party in interest analysis. FedEx argues 
the Board exceeded its statutory authority by issuing 
a final written decision without ever determining 
whether Qualcomm’s petition met § 312(a)(2)’s real 
party in interest requirement. According to FedEx, 
§ 312(a)(2) lays out an unambiguous statutory 
requirement that the Board consider a petition 
“only if” it identifies all real parties in interest. 
Appellant’s Br. 28 (quoting 35 U.S.C. § 312(a)(2)). 
FedEx contends the Board cannot make this require-
ment “optional,” nor can it “refuse to decide whether 
a petition satisfies that mandatory condition,” yet the 
Board did so when it issued its final written decision 
without ever conducting any real party in interest 
analysis. Id.; see also Reply Br. 7. FedEx separately 
argues the Board improperly denied its motion to 
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terminate the proceedings without making a real 
party in interest determination. 

Qualcomm and Intervenor United States Patent 
and Trademark Office, however, argue that FedEx’s 
challenges to the Board’s handling of the real party 
in interest issues and the denial of FedEx’s motion to 
terminate are barred from judicial review.5 They cite 
35 U.S.C. § 314(d), which states “[t]he determination 
by the Director whether to institute an inter partes 
review under this section shall be final and non-
appealable.” They assert that “FedEx cannot avoid 
that statutory review bar merely because it re-raised 
its § 312(a)(2) challenge in a motion to terminate or 
at the merits stage.” Appellee’s Br. 12–13; see also 
Intervenor’s Br. 15–19. 

1 

After receiving a petitioner’s initial petition and 
the patent owner’s preliminary response, the Direct-
or, or the Board exercising its delegated authority,6 

 
5 Although the USPTO initially intervened to also defend the 

Board’s refusal to resolve the real party in interest issue on the 
merits, it later notified this court that the Director has 
determined that real party in interest disputes must be resolved 
before considering a petition. Citation of Suppl. Auth. at 1, 
Fed. Express Corp. v. Qualcomm Inc., No. 24-1236 (Oct. 28, 
2025), ECF No. 100. The USPTO accordingly withdrew its 
defense of the Board’s approach but maintained that FedEx’s 
real party in interest-related challenges are barred from 
appellate review under § 314(d). Id. at 1–2. 

6 Historically, the Director has delegated institution decisions 
to the Board. See 37 C.F.R. § 42.4; Ethicon Endo-Surgery, Inc. v. 
Covidien LP, 812 F.3d 1023, 1028 (Fed. Cir. 2016). On October 
17, 2025, the Director announced that he would no longer 
delegate those determinations. See John A. Squires, An Open 
Letter from America’s Innovation Agency and Memorandum 
(Oct. 17, 2025), https://www.uspto.gov/sites/default/files/docume 

https://www.uspto.gov/sites/default/files/documents/open-
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decides whether to institute the requested inter 
partes review based on whether it finds the petitioner 
has a reasonable likelihood of success with respect to 
at least one of the challenged claims. See 35 U.S.C.  
§ 314(a). Congress specified that the choice of 
whether to institute is judicially unreviewable. Id.  
§ 314(d); see also Cuozzo Speed Techs., LLC v. Lee, 
579 U.S. 261, 274–76 (2016). And so we begin with a 
review of the relevant case law on the scope of 35 
U.S.C. § 314(d). 

The Supreme Court first addressed the contours of 
the § 314(d) reviewability bar in Cuozzo. There, the 
petitioner argued that institution was improper 
because the petition failed to satisfy 35 U.S.C.  
§ 312(a)(3)’s particularity requirement. Cuozzo, 579 
U.S. at 270–72. The Court held that § 314(d) bars 
review of matters “closely tied to the application and 
interpretation of statutes related to” the institution 
decision, and because the challenge was effectively an 
attack on the agency’s § 314(a) determination that 
the petition warranted review, it was unreviewable. 
Id. at 274–76. The Court noted, however, that judicial 
review remains available where the agency acts 
“outside its statutory limits by, for example, 
canceling a patent claim for ‘indefiniteness.’” Id. at 
275 (citation omitted). 

One such reviewable challenge was the subject of 
SAS Institute, Inc. v. Iancu, 584 U.S. 357 (2018). 
There, the petitioner challenged the agency’s decision 
to institute review of only some of the challenged 
claims. SAS, 584 U.S. at 361–62. The Court found 

 
 
nts/open-letter-and-memo_20251017.pdf [https://perma.cc/94K4-
48E8]. 

https://www.uspto.gov/sites/default/files/documents/open-
https://perma.cc/94K4-
https://perma.cc/94K4-
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§ 314(d) did not apply because the petitioner was not 
challenging the agency’s conclusion that the peti-
tioner “showed a ‘reasonable likelihood’ of success 
sufficient to warrant ‘institut[ing] an inter partes re-
view.’” Id. at 371 (alteration in original) (quoting 
35 U.S.C. § 314(a), (d)). Rather, the petitioner was 
challenging the decision to limit inter partes review 
to fewer than all the challenged claims as outside the 
agency’s authority because the statute commands the 
agency to perform a prescribed task it failed to do. 
Id. at 363–68, 371. 

The Court further clarified § 314(d)’s reach in 
Thryv, Inc. v. Click-to-Call Technologies, LP, holding 
that time-bar determinations under § 315(b) were 
unreviewable. 590 U.S. 45, 52–54 (2020). The Court 
explained that § 315(b)’s time-bar “is integral to, 
indeed a condition on, institution,” since it “sets forth 
a circumstance in which an inter partes review may 
not be instituted.” Id. at 53–54 (cleaned up). So, 
under Cuozzo, the § 315(b) challenge raised “‘an 
ordinary dispute about the application of’ an in-
stitution-related statute,” and was unreviewable 
under § 314(d). Id. at 54 (quoting Cuozzo, 579 U.S. at 
271). 

Our court has repeatedly held other challenges to 
be barred from review by § 314(d), including those 
framed as directed to a later agency action. See, e.g., 
Ethanol Boosting Sys., LLC v. Ford Motor Co., 162 
F.4th 1151, 1157–58 (Fed. Cir. 2025); Medtronic, Inc. 
v. Robert Bosch Healthcare Sys., Inc., 839 F.3d 1382, 
1384 (Fed. Cir. 2016); IGT, 144 F.4th at 1366–67. For 
example, in ESIP Series 2, LLC v. Puzhen Life USA, 
LLC, we held that “the Board’s § 312(a)(2) real-party-
in-interest determination is final and non-appeal-
able.” 958 F.3d 1378, 1386 (Fed. Cir. 2020). This was 



11a 
because, despite the appellant’s framing, the chall-
enge was a contention that the agency should have 
refused to institute inter partes review. Id.; see also 
Ethanol, 162 F.4th at 1159. 

2 

Here, too, we conclude that FedEx’s challenges 
grounded in § 312(a)(2) fall within § 314(d)’s scope 
and are thus unreviewable. Section 312(a)(2) of title 
35 is “closely tied” to institution. See Cuozzo, 579 U.S. 
at 275; see also ESIP, 958 F.3d at 1386. Section 
312(a) describes the requirements for a petition to  
be considered for institution. And a petition for inter 
partes review “may be considered only if . . . 
the petition identifies all real parties in interest.” 
35 U.S.C. § 312(a)(2) (emphases added). Section 
312(a)(2)’s real party in interest requirement clearly 
serves as a prerequisite for and is “integral to” 
institution. Thryv, 590 U.S. at 53. And while FedEx 
attempts to cast doubt on whether § 312(a)(2) is 
related to the decision to institute by emphasizing 
the absence of language expressly referencing 
“institution,” this fails in light of our precedent. We 
have already held that challenges to the Board’s  
§ 312(a)(2) determinations are unreviewable because 
§ 312(a)(2) is “an institution-related statute,” 
notwithstanding the absence of any express reference 
to institution. ESIP, 958 F.3d at 1385–86 (quoting 
Thryv, 590 U.S. at 54). FedEx’s § 312(a)(2)-focused 
challenges “necessarily target[ ]” the decision to 
institute and are beyond our review. See Ethanol, 162 
F.4th at 1159. 

FedEx argues its appeal remains reviewable 
because it challenges the Board’s authority to refuse 
to determine whether all real parties in interest have 
been identified, especially when that disclosure is 
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disputed. So, as in SAS, FedEx contends that while 
its argument involves institution, it is directed to the 
Board’s conduct during and after institution and 
should not be barred by § 314(d). See SAS, 584 U.S. 
at 371. As such, FedEx contends its appeal differs 
from those barred in prior cases because it is not 
seeking review of whether the Board did its real 
party in interest analysis correctly, but whether the 
Board must perform a real party in interest analysis 
at all when disclosures are disputed. FedEx’s 
attempted distinction fails. The challenge in SAS 
concerned how the Board’s review would proceed 
after institution and not whether the choice to grant 
institution was correct. See id. In other words, the 
petitioner in SAS was not challenging the fact that 
the agency instituted, but rather the manner of 
execution—that it did not institute review of all 
the asserted claims, which the statutory scheme 
mandated the agency do. Id.; see also Thryv, 590 U.S. 
at 58 (distinguishing the challenge in SAS as being 
rooted in “the manner in which the agency’s review 
‘proceeds’ once instituted,” whereas the challenge in 
Thryv was over “whether the agency should have 
instituted review at all” (emphasis added)). And we 
have held that “allegations of acting in excess of 
statutory jurisdiction ‘closely tied to the application 
and interpretation of statutes related to the 
[agency’s] decision to initiate’ IPR, without more, do 
not overcome § 314(d)’s bar.” Ethanol, 162 F.4th at 
1159 (quoting Cuozzo, 579 U.S. at 275); see also 
SIPCO, LLC v. Emerson Elec. Co., 980 F.3d 865, 869 
(Fed. Cir. 2020). FedEx’s challenge that the Board 
exceeded its authority resembles these previously 
rejected challenges.7 

 
7 Like those prior challenges, we do not find that there is 
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Ultimately, we look “to the role of the purportedly 

violated [statutory] prerequisite . . . in order to better 
understand the precise target of the appellant’s 
challenge: if the challenge [is] focused on a statute 
which has force only in the institution context, i.e., a 
prerequisite for institution, then the appellant’s 
challenge necessarily target[s] the institution deci-
sion.” Ethanol, 162 F.4th at 1159. FedEx’s challenge, 
although framed to be a challenge over the “manner” 
in which the Board’s review proceeded—i.e., con-
ducting the proceeding without making a real party 
in interest determination, thus exceeding its author-
ity under § 312(a)—ultimately still boils down to a 
challenge over whether there should have been 
institution at all.8 And a conclusion that there should 
not have been institution is precisely what FedEx 
would likely seek on remand if we were to hear and 
agree with its § 312(a)(2) arguments. 

We therefore conclude that FedEx’s real party in 
interest-related challenges are unreviewable under 
35 U.S.C. § 314(d). 

B 

 
 
something more here that warrants finding FedEx’s chal-
lenges exempted from § 314(d). See, e.g., Ethanol, 162 F.4th at 
1159–60 (finding challenge barred by § 314(d) when the party 
“merely asserts the Board’s issuance of a ‘stay’ exceeded its 
statutory authority in the context of the Board’s reconsidera-
tion of an institution decision” without more). 

8 FedEx also challenges the lawfulness of the real party in 
interest approach articulated in prior Board decisions. Even if 
we were to agree that the Board had misconstrued § 312(a)(2), 
we cannot review this challenge, absent exceptions inapplicable 
here, if it is grounded in a statute closely tied to institution, 
which we find § 312(a)(2) is. See 35 U.S.C. § 314(d). 
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Turning to the merits of the final written decision, 

the parties agree that the only issue on appeal is 
whether the Board erred by finding claims 6, 17, 
and 28 of the ‘797 patent unpatentable based on a 
combination of two pieces of prior art, Lau and 
Buford. In its IPR petition, Qualcomm challenged the 
‘797 patent claims asserted against Roambee, includ-
ing that claims 6, 17, and 28 would have been obvious 
(i) in view of Lau and (ii) in view of Lau and Buford.9 
Lau describes a sensor-based shipment monitoring 
system that sends notifications to authorized users, 
while excluding unauthorized users, and allows them 
to control when those notifications are delivered. J.A. 
1536, 2:40–42; J.A. 1540, 9:23–30, 10:28–47. Buford 
describes a method for configuring privacy settings 
for location-based services, allowing users to control 
when their real-time location information is shared 
and with whom. J.A. 1556 ¶ [0012]; J.A. 1559 
¶¶ [0073]–[0077]. 

1 

The Board based its obviousness determination for 
claims 6, 17, and 28 on its belief that FedEx had not 
contested Qualcomm’s challenge on the Lau-Buford 
grounds. FWD, 2023 WL 6605258, at *17 (“Having 
considered the uncontested evidence, we determine 
that Qualcomm has shown by a preponderance of the 
evidence that claims 6, 17, and 28 are unpatentable 
as obvious over Lau in view of Buford.” (emphasis 
added)). But both parties agree that FedEx had 
contested Qualcomm’s challenge. Appellant’s Br. 51–
52; Appellee’s Br. 29. As such, it is undisputed that 

 
9  U.S. Patent No. 7,212,829 (Lau); U.S. Patent Pub. No. 

2010/0151885 (Buford). Other claims of the ’797 patent were 
challenged as obvious in view of Ainsworth, U.S. Patent Pub. 
No. 2007/0290836, which is not at issue on appeal. 
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the Board’s obviousness finding for claims 6, 17, and 
28 should at least be vacated, and we agree. See 
In re Sang-Su Lee, 277 F.3d 1338, 1342 (Fed. Cir. 
2002) (noting agencies are required to “present a full 
and reasoned explanation of [their] decision[s]” so 
reviewing courts can perform “meaningful review”); 
Provisur Techs., Inc. v. Weber, Inc., 50 F.4th 117, 124 
(Fed. Cir. 2022) (holding the Board violated the 
Administrative Procedure Act when it had partially 
based its obviousness finding on a misunderstanding 
that the patent owner had “not dispute[d]” the 
petitioner’s unpatentability arguments for some 
claims). 

2 

Although both parties agree that the Board’s error 
should at least result in vacatur, they disagree on 
whether more is warranted. FedEx argues reversal is 
appropriate because Qualcomm never responded to or 
disputed FedEx’s argument about the Lau-Buford 
combination. And since Qualcomm never disputed 
FedEx’s arguments, FedEx contends that the record 
supports only the conclusion that Lau-Buford fails to 
render claims 6, 17, and 28 obvious. Qualcomm dis-
agrees, arguing there are unresolved factual disputes 
that cannot be decided on appeal in the first instance. 
Qualcomm also denies that its lack of a “direct[ ]” 
response was a concession as to obviousness, and 
argues that regardless, its lack of a response “does 
not negate the existence of a factual dispute.” 
Appellee’s Br. 34. 

Reversal may be appropriate where the record 
“supports only the conclusion that the challenged 
claims are unpatentable, where no properly raised 
issues still need to be decided” to resolve the pat-
entability challenge. ABS Glob., Inc. v. Cytonome/ 
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St, LLC, 84 F.4th 1034, 1042 (Fed. Cir. 2023). Here, 
reversal is improper because there are unresolved 
factual disputes. The Board did not consider FedEx’s 
arguments against unpatentability in light of Lau-
Buford, and it did not determine whether Buford 
meets the relevant claim limitations. Thus, we vacate 
and remand for consideration in the first instance.10 

IV 

We have considered the parties’ remaining argu-
ments and find them unpersuasive. For the foregoing 
reasons, we conclude that FedEx’s challenges related 
to § 312(a)(2) and real parties in interest are barred 
from review under § 314(d). And we conclude that the 
Board erred in determining FedEx had not contested 
Qualcomm’s showing that claims 6, 17, and 28 of the 
‘797 patent are unpatentable as obvious. Thus, we 
vacate the Board’s finding of obviousness and remand 
for the Board to consider the parties’ arguments on 
the patentability of claims 6, 17, and 28. 

VACATED AND REMANDED  
COSTS 

No costs. 

 
10  FedEx requested that, if we reverse the Board’s de-

termination on Lau-Buford, we remand to the Board to consider 
obviousness based on Lau alone for claims 6, 17, and 28—an 
issue the Board did not reach. See Appellant’s Br. 56; Appel-
lant’s Reply Br. 22–23; FWD, 2023 WL 6605258, at *17 n.10. We 
leave it to the Board’s discretion whether to consider the Lau 
ground on remand. 
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APPENDIX B 

Trials@uspto.gov Paper 72 
571-272-7822 Entered: October 5, 2023 

———— 

UNITED STATES PATENT  
AND TRADEMARK OFFICE 

———— 

BEFORE THE PATENT TRIAL  
AND APPEAL BOARD 

———— 

QUALCOMM INCORPORATED,  

Petitioner, 
v. 

FEDEX CORPORATE SERVICES, INC.,  

Patent Owner. 
———— 

IPR2022-00584 (Patent 7,623,033 B2)  
IPR2022-00585 (Patent 8,766,797 B2)  
IPR2022-00586 (Patent 9,182,231 B2) 

———— 

Before JEAN R. HOMERE, BARBARA A. PARVIS, 
and CHRISTOPHER L. OGDEN, Administrative 
Patent Judges. 

PARVIS, Administrative Patent Judge. 

———— 

ORDER1 

 
1  This Order addresses issues that are the same in the 

identified cases. The parties are not authorized to use this filing 
style in subsequent papers. 
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Denying Patent Owner’s Motion to Terminate 35 
U.S.C. § 312(a)(2); 37 U.S.C. § 42.72 

On October 11, 2022, we entered Decisions Grant-
ing Institution of Inter Partes Review in each of 
IPR2022-00584, IPR2022-00585, and IPR2022-00586. 
See, e.g., IPR2022-00584, Paper 14 (“Institution 
Decision” or “Inst. Dec.”).2 With our authorization, 
on June 23, 2023, FedEx Corporate Services, Inc. 
(“Patent Owner”) filed Motions to Terminate in each 
of IPR2022-00584, IPR2022-00585, and IPR2022-
00586. See, e.g., IPR2022-00584, Paper 58 (“Mot. 
Term.”). On June 27, 2023, Qualcomm Incorporated 
(“Petitioner”) filed Oppositions to each of Patent 
Owner’s Motions to Terminate. See, e.g., IPR2022-
00584, Paper 60 (“Opp’n Mot. Term.”). For the follow-
ing reasons, we deny Patent Owner’s Motions to 
Terminate. 

I.  DISCUSSION 

A. Procedural History 

On February 11, 2022, Petitioner filed Petitions in 
each of the proceedings identifying itself as the only 
real party in interest. See, e.g., IPR2022-00584, Paper 
1 (“Pet.”), 6. The parties assert that FedEx Corporate 
Services, Inc. v. Roambee Corp., No. 1:21-cv-00175  
(D. Del. 2021) (“the parallel district court proceeding”) 
is a related matter in all proceedings. See, e.g., Pet. 6; 
IPR2022-00584, Paper 3 (“Notices”). Roambee Corp-
oration (“Roambee”) is the only named defendant in 
the parallel district court proceeding. See, e.g., id. 

 
2 Herein we reference submissions in IPR2022-00584, unless 

otherwise noted. Similar arguments were made in the other pro-
ceedings. 
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On July 13, 2022, Patent Owner filed Preliminary 

Responses in each of the instant proceedings. See, 
e.g., IPR2022-00584, Paper 8 (“Prelim. Resp.”).3 In its 
Preliminary Responses, Patent Owner argued that 
Petitioner should have named Roambee as a real 
party in interest in the instant proceedings. See, e.g., 
id. at 1. Patent Owner argued that Petitioner’s exclu-
sion of Roambee from its listing of real parties in 
interest was gamesmanship and was done in bad 
faith. See, e.g., id. at 1–2, 38–39. Patent Owner 
argued for that reason the instant proceedings are 
distinguishable from the Board’s precedential dec-
ision in SharkNinja Operating LLC v. iRobot Corp., 
IPR2020-00734, Paper 11, 17 (PTAB Oct. 6, 2020) 
(precedential) (“SharkNinja”)—which held that no 
real-party-in-interest analysis is necessary at institu-
tion absent allegation of time bar or estoppel based 
on the unnamed real party in interest. Id. at 9. 
With our authorization, Petitioner filed a Preliminary 
Reply to the Preliminary Response (Paper 12) 
relating to whether Petitioner correctly identified all 
real parties in interest, and Patent Owner filed a 
Preliminary Sur-reply in response to the Preliminary 
Reply (Paper 13). 

On October 11, 2022, we entered Decisions Grant-
ing Institution of Inter Partes Review in each of 
IPR2022-00584, IPR2022-00585, and IPR2022-00586 
(“Decisions to Institute”). See, e.g., Inst. Dec. After 
considering the parties’ arguments and evidence in 
the aforementioned filings, we declined to deny insti-
tution on the basis that Petitioner has allegedly 

 
3 Patent Owner filed confidential and redacted versions of its 

Preliminary Responses. See, e.g., Paper 8 (confidential version); 
Paper 9 (redacted version). We refer to only Patent Owner’s 
confidential versions here. 
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failed to identify all real parties in interest. Id. at 14. 
We indicated we may revisit the issue at a later time. 
Id. 

On October 25, 2022, Patent Owner filed Requests 
for Rehearing of our Institution Decisions in 
IPR2022-00584, IPR2022-00585, and IPR2022-00586. 
See, e.g., IPR2022-00584, Paper 16. Patent Owner 
also submitted requests for Precedential Opinion 
Panel (POP) review. See, e.g., IPR2022-00584, Paper 
18; Ex. 3003. On November 29, 2022, Patent Owner’s 
requests for POP review were denied. See, e.g., 
IPR2022-00584, Paper 20. Subsequently, Patent 
Owner’s Requests for Rehearing were denied in 
IPR2022-00584, IPR2022-00585, and IPR2022-00586. 
See, e.g., IPR2022-00584, Paper 38. 

On December 21, 2022, we granted-in-part Patent 
Owner’s request for additional discovery on the real-
party-in-interest issue. See, e.g., IPR2022-00584, 
Paper 30. During a conference call held January 27, 
2023, Petitioner indicated a willingness to file up-
dated mandatory notices in the instant proceedings if 
we determine Roambee is a real party in interest. 
See, e.g., IPR2022-00584, Ex. 2074, 15:20–16:25. 
During that January 27, 2023 call, Patent Owner 
responded that it would “oppose any updating of 
mandatory notices” and that if Petitioner “were 
permitted to update its mandatory notices it wouldn’t 
dispense of the issue of gamesmanship in that regard 
with respect to the original filing date being main-
tained.” Id. at 17:13–20. On January 31, 2023, at the 
request of the parties, we modified the Scheduling 
Orders in the instant proceedings, including that we 
delayed the hearings to allow time for the additional 
discovery relating to the real-party-in-interest issue. 
See, e.g., IPR2022-00584, Paper 36. 
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Subsequently, Patent Owner filed Patent Owner 

Responses (see, e.g., IPR2022-00584, Paper 43 
(“Resp.”)), Petitioner filed Replies (see, e.g., IPR2022-
00584, Paper 46 (“Reply”)) and Patent Owner filed 
Sur-replies (see, e.g., IPR2022-00584, Paper 56 
(“Sur-reply”)). With our authorization, on June 23, 
2023, Patent Owner filed Motions to Terminate in 
IPR2022-00584, IPR2022-00585, and IPR2022-00586 
that reference earlier-filed papers including Patent 
Owner’s Responses and Sur-replies. See, e.g., Mot. 
Term.4 On June 27, 2023, Petitioner filed Oppositions 
to Patent Owner’s Motions to Terminate that refer-
ence its earlier-filed Replies. See, e.g., Opp’n Mot. 
Term.5 

 
4 In its Motion to Terminate (see, e.g., Mot. Term. 2), Patent 

Owner refers to papers previously addressed, including Patent 
Owner’s Preliminary Responses and Preliminary Sur-replies 
addressed in our Decisions to Institute (see, e.g., Inst. Dec. 3–8), 
Patent Owner’s Motions for Additional Discovery addressed in 
our Orders granting-in-part Patent Owner’s requests for 
additional discovery (see, e.g., IPR2022-00584, Paper 30), and 
Patent Owner’s Requests for Rehearing addressed in our 
Decisions Denying Patent Owner’s Requests for Rehearing (see, 
e.g., IPR2022-00584, Paper 38). Patent Owner’s Motions to 
Terminate also refer to various exhibits. See, e.g., Mot. Term. 2. 
Patent Owner does not provide sufficient new analysis of the 
previously addressed papers and exhibits in its Motion to 
Terminate. We, therefore, decline to address further the 
arguments and evidence in those papers and exhibits and 
maintain our prior determinations. 

5 In its Oppositions to Patent Owner’s Motions to Terminate 
(see, e.g., Opp’n Mot. Term, 2), Petitioner identifies previously 
addressed papers including Petitioner’s Preliminary Replies 
(see, e.g., IPR2022-00584, Paper 12) and Petitioner’s 
Oppositions-in-Part to Patent Owner’s Motions for Additional 
Discovery (see, e.g., IPR2022-00584, Paper 28). Petitioner also 
identifies various exhibits. See, e.g., Opp’n Mot. Term, 2. 
Petitioner does not provide sufficient new analysis of the 
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On June 5, 2023, we entered an Order granting the 

parties requests for Oral Argument. See, e.g., 
IPR2022-00584, Paper 53. In the Order, we scheduled 
a single consolidated hearing in IPR2022-00584, 
IPR2022-00585, and IPR2022-00586 on the real-
parties-in-interest issue. Id. at 2–3. During a call on 
June 22, 2023, the parties agreed that the consoli-
dated hearing on the real-parties-in-interest issue 
was not needed. See, e.g., IPR2022-00584, Ex. 2212. 
On June 29, 2023, we entered an Order modifying 
our Order of June 5, 2023 and canceling the 
consolidated hearing for arguments relating to the 
real-party-in-interest issue. See, e.g., IPR2022-00584, 
Paper 61. 

B. Motion to Exclude 

Patent Owner filed a Motion to Exclude Exhibits 
1022, 1023, and 2049, among other exhibits. See, e.g., 
IPR2022-00584, Paper 62 (“MTE”), 1–2.6 We do not 
rely on Exhibits 1022 and 1023, so Patent Owner’s 
Motion to Exclude is dismissed as moot with respect 
to those exhibits. 

With respect to Exhibit 2049, Patent Owner argues 
that Patent Owner’s reliance on Exhibit 2049 is 
proper, but Petitioner may not rely on Exhibit 2049. 
MTE 12–15. Patent Owner requests that we strike 
use of Petitioner’s use of Exhibit 2049 in its Reply. Id. 
Submitting such arguments in a Motion to Exclude is 
not proper as motions to exclude are for only exclud-

 
previously addressed papers and exhibits in its Motion to 
Terminate. We, therefore, decline to address further the argu-
ments and evidence in those papers and exhibits and maintain 
our prior determinations. 

6 We address the arguments in the Motion to Exclude relating 
to the other exhibits in a separate paper. 
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ing evidence from the proceedings on the basis that 
the evidence is not admissible. See, e.g., IPR2022-
00584, Paper 15, 10; 37 C.F.R. § 42.64 (c). Patent 
Owner was required to request authorization to file a 
motion to strike Petitioner’s arguments in its Reply. 
See 37 C.F.R. § 42.20(b). Because Patent Owner was 
required to request authorization to file a motion to 
strike, Patent Owner’s request in its Motion to 
Exclude that we strike certain arguments relating to 
Exhibit 2049 is denied. 

As an additional, independent reason for not grant-
ing Patent Owner’s request, we do not rely on 
Petitioner’s arguments supported by solely Exhibit 
2049 for our determinations and findings herein.7 
Patent Owner argues that Petitioner relies on state-
ments in Exhibit 2049 “to prove the truth of a 
matter” and, therefore, “the statements are hearsay.” 
We do not rely on statements in Exhibit 2049 to  
the extent that the statement weighs in favor of  
Petitioner. 

C. Principles of Law 

By statute, “[a] petition . . . may be considered only 
if . . . the petition identifies all real parties in 
interest.” 35 U.S.C. § 312(a) (2018); see also 37 C.F.R. 
§ 42.8 (requiring a petition to include mandatory 
notices, including an identification of each real party 
in interest). A “petitioner’s initial identification of the 
real parties in interest should be accepted unless and 
until disputed by a patent owner.” Worlds Inc. v. 
Bungie, Inc., 903 F. 3d 1237, 1243 (Fed. Cir. 2018). 
Patent Owner “must produce some evidence that 
tends to show that a particular third party should be 

 
7 In other words, had we not denied Patent Owner’s request 

regarding exhibit 2049, we would have dismissed it as moot. 
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named a real party in interest.” Id. at 1244. Pet-
itioner, however, has “the ultimate burden of per-
suasion” to establish that a party is not a real party 
in interest. Id. at 1247. 

[T]he “two related purposes” of the real party 
in interest (“RPI”) requirement . . . to 
preclude parties from getting “two bites at 
the apple” [are]: (1) ensuring that third 
parties who have sufficiently close relation-
ships with IPR petitioners are bound by the 
outcome of instituted IPRs in final written 
decisions under 35 U.S.C. § 315(e), the IPR 
estoppel provision; and (2) safeguarding 
patent owners from having to defend their 
patents against belated administrative 
attacks by related parties via 35 U.S.C.  
§ 315(b). 

RPX Corp. v. Applications in Internet Time, LLC, 
IPR2015-01750, Paper 128, 2 (PTAB Oct. 2, 2020) 
(precedential) (“AIT Remand”). A “core function[] of 
the ‘real party-in-interest’ . . . requirement[] [is] to 
assist members of the Board in identifying potential 
conflicts, and to assure proper application of the 
statutory estoppel provisions.” Consolidated Trial 
Practice Guide (Nov. 2019) (“CTPG”) 12.8 Whether a 
non-party is a real party in interest is a “highly  
fact-dependent question” and must be considered  
on a case-by-case basis. Ventex Co. v. Columbia 
Sportswear N. Am., Inc., IPR2017-00651, Paper  
148, 6 (PTAB Jan. 24, 2019) (precedential) (citing 
Office Trial Practice Guide, 77 Fed. Reg. 48,756, 
48,759 (Aug. 14, 2012)). 

 
8 Available at https://www.uspto.gov/TrialPracticeGuideCons 

olidated. 
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Under the Board’s precedential decision in 

Lumentum Holdings, Inc. v. Capella Photonics, Inc., 
our jurisdiction to consider a petition does not require 
a “correct” identification of all real parties in interest 
in a petition. IPR2015-00739, Paper 38, 6 (PTAB 
Mar. 4, 2016) (precedential); see also Blue Coat Sys., 
Inc. v. Finjan, Inc., IPR2016-01444, Paper 11, 10 
(PTAB July 18, 2017) (“[E]vidence [of failure to ident-
ify all real parties in interest] is, at best, suggestive 
regarding an issue that is not jurisdictional.”). The 
Federal Circuit agrees that § 312(a)(2) is not juris-
dictional. See Mayne Pharma Int’l Pty. Ltd. v. Merck 
Sharp & Dohme Corp., 927 F.3d 1232, 1240 (Fed. Cir. 
2019) (“[I]f a petition fails to identify all real parties 
in interest under § 312(a)(2), the Director can, and 
does, allow the petitioner to add a real party in 
interest.” (quoting Wi-Fi One, LLC v. Broadcom 
Corp., 878 F.3d 1364, 1374 n.9 (Fed. Cir. 2018) 
(en banc))). 

“The Board can and should make a determination 
of the real parties in interest or privity in any 
proceeding in which that determination may impact 
the underlying proceeding, for example, but not 
limited to, a time bar under 35 U.S.C. § 315(b) or an 
estoppel under 35 U.S.C. § 315(e) that might apply.” 
Unified Patents, LLC v. MemoryWeb, LLC, IPR2021-
01413, Paper 74, 5 (May 16, 2023) (precedential) 
(“Unified Patents”). However, we should not deter-
mine whether an unnamed party is a real party in 
interest in a proceeding if our determination is “not 
necessary to resolve the proceeding.” Id.; see also 
SharkNinja Operating LLC v. iRobot Corp., IPR2020-
00734, Paper 11, 18 (PTAB Oct. 6, 2020) (preceden-
tial) (“SharkNinja”) (not considering whether an 
unnamed party is a real party-in-interest when the 
addition of that party “would not create a time bar or 
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estoppel under 35 U.S.C. § 315”) (footnote omitted) 
(citations omitted). 

If a determination is made that a petitioner has not 
named all real parties in interest in its Petition, a 
petitioner may amend its mandatory notices to add a 
real party in interest and still maintain its original 
filing date, unless certain exceptions apply. See, e.g., 
Adello Biologics LLC v. Amgen Inc., PGR2019-00001, 
Paper 11, 5 (PTAB Feb. 14, 2019) (precedential) 
(authorizing pre-institution update to Mandatory 
Notices to add a RPI); Proppant Express Investments, 
LLC v. Oren Techs., LLC, IPR2017-01917, Paper 86, 
7 (PTAB Feb. 13, 2019) (precedential) (authorizing 
post-institution update to Mandatory Notices to add a 
real party in interest). In determining whether to 
permit a petitioner to amend its mandatory notices to 
add a real party in interest while maintaining the 
original filing date, we consider “whether there have 
been (1) attempts to circumvent the § 315(b) bar or 
estoppel rules, (2) bad faith by the petitioner, (3) 
prejudice to the patent owner caused by the delay, 
or (4) gamesmanship by the petitioner.” Proppant, 
Paper 86, 6–7. Also, a panel determined under 
certain circumstances that a petitioner’s “incorrect 
RPI determination was not objectively reasonable” 
and did not “support good cause justifying late 
action” in updating mandatory notices. Reflectix, Inc. 
v. Promethean Insulation Tech. LLC, IPR2015-00039, 
Paper 18, 15 (PTAB Apr. 24, 2014). That panel  
stated that “the facts overwhelmingly lead to the 
determination” that the unnamed party should have 
been named in the Petition. Id. 

D. Analysis 

We start by considering whether a real-party- 
in-interest determination would impact the instant 



27a 
proceedings or is necessary to resolve these pro-
ceedings. Unified Patents, IPR2021-01413, Paper 
74, 5. We start with whether a time bar under 
35 U.S.C. § 315(b) or estoppel under 35 U.S.C. 
§ 315(e) applies in the instant proceedings. 

Regarding whether a time bar applies, Patent 
Owner states “[o]n February 11, 2021, FedEx served 
a complaint for patent infringement on Roambee” for 
infringing the patents challenged in the instant 
proceedings. Prelim. Resp. 3. The Petitions in the 
instant proceedings were filed on February 11, 2022 
(see, e.g., Pet. 79), which is within one year of 
Roambee having been served with the complaint in 
the parallel district court proceeding. Patent Owner 
acknowledges that Petitioner “file[d] the petitions on 
the last day Roambee could have filed” and Petitioner 
“filed its IPRs on Roambee’s statutory deadline.” 
Prelim. Resp. 22. Thus, no time bar applies absent 
bad faith or gamesmanship by the petitioner or 
prejudice to the patent owner caused by the delay. 
Proppant, Paper 86, 6–7. 

Regarding estoppel, neither party asserts that 
estoppel under 35 U.S.C. § 315(e)(1) applies. Patent 
Owner argues that Petitioner attempts to circumvent 
estoppel provisions in the parallel district court 
proceeding under 35 U.S.C. § 315(e)(2). Resp. 22. 

The Unified Patents decision states the 
following: 

In the RPI Order, the Board held “if we do 
not decide the RPI issue now, as Patent 
Owner urges, then the underlying purpose of 
Section 315(e) would potentially be frust-
rated. Determining whether Apple or Sam-
sung are RPIs in this case is a necessary 
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precursor to determining whether they 
would be estopped in [] subsequent proc-
eeding[s].” RPI Order 6. Absent an RPI 
determination, “Patent Owner may have to 
continue to unnecessarily defend against two 
subsequent IPR challenges filed by Apple 
and Samsung should they have been named 
as RPIs in this case.” Id. 

Unified Patents, Paper 74, 4. 

Possible estoppel in a district court proceeding, 
therefore, was an issue in the Unified Patents  
proceeding. The Unified Patents decision, however, 
states “[t]he Board should not have determined 
whether Apple and Samsung are RPIs in this pro-
ceeding given that determination was not necessary 
to resolve the proceeding.” Id. at 5. In accordance 
with Unified Patents, we determine that the possibil-
ity of estoppel applying in the parallel district court 
proceeding under 35 U.S.C. § 315(e)(2) (Resp. 22) 
is not a reason to make a real-party-in-interest 
determination in the instant proceedings. Unified 
Patents, IPR2021-01413, Paper 74, 5 (The Board can 
and should make a determination of the real parties 
in interest or privity in any proceeding in which  
that determination may impact the underlying 
proceeding, for example, but not limited to, a time 
bar under 35 U.S.C. § 315(b) or an estoppel under 
35 U.S.C. § 315(e),” but “[t]hat is not the situation 
here.”). 

Patent Owner relies heavily on Applications in 
Internet Time, LLC v. RPX Corp., 897 F.3d 1336  
(Fed. Cir. 2018) (“AIT”), on remand, AIT Remand, 
IPR2015-01750, Paper 128, 5. See, e.g., Resp. 2–25; 
Sur-reply 1–10.; Mot. Term. 1–2. The dispute 
regarding Petitioner’s real-party-in-interest deter-
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mination in the instant proceedings, however, turns 
on whether there is bad faith by the petitioner, 
prejudice to the patent owner caused by the delay, or 
gamesmanship by the petitioner. Proppant, Paper 86, 
6–7. In addition to those considerations, we also 
consider whether the factual records in the instant 
proceedings are similar to that in Reflectix in which 
“the facts overwhelmingly” led to the determination 
that the unnamed party should have been named in 
the Petition and that a petitioner’s “incorrect RPI 
determination was not objectively reasonable.” 
Reflectix, Paper 18, 15.9 

For the reasons given below, Patent Owner has  
not persuaded us that the Unified Patents and 
SharkNinja decisions do not apply to the instant 
proceedings and we do not discern any reason based 
on the records before us to not apply those prec-
edential decisions. Unified Patents, Paper 74, 5; 
SharkNinja, Paper 11, 18. 

1. Bad Faith or Gamesmanship by Petitioner 

Patent Owner argues Petitioner engages in games-
manship because it “deliberately misused the IPR 
process when it supplemented Roambee’s invalidity 
defenses with IPR petitions but concealed key inform-
ation from the Board that Roambee was an RPI.” See, 
e.g., Resp. 3. More specifically, Patent Owner argues 
that Petitioner concealed, misrepresented and sup-
pressed evidence regarding its business relationship 
with Roambee, which demonstrates Petitioner’s gam-
esmanship. See, e.g., id. at 21 (arguing Patent Owner 
concealed its “extensive relationship with Roambee 

 
9 We note that Patent Owner has not argued in the instant 

proceedings that the SharkNinja or Unified Patents preced-
ential decisions were wrongly decided. 
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(including as an acquisition target and business 
partner)”), 22 (arguing Petitioner “misrepresented its 
relationship with Roambee to the Board by failing to 
apprise the Board of its funding arrangement and 
plans to acquire Roambee, breaching its duty of 
candor” and Petitioner “should have disclosed its 
relationship with Roambee” prior to institution),  
22–23 (arguing Petitioner submitted a verification of 
Dr. Torrance late and with shortcomings and then 
submitted an alternative verification that suffered 
from the same shortcomings); Sur-reply 9 (arguing 
Petitioner “sought to suppress relevant facts in 
wait-and-see fashion”). Patent Owner argues that 
the record shows Petitioner concealed its business 
relationship with Roambee because Petitioner avoid-
ed discovery requests and improperly relied on 
attorney argument and privilege objections. See, e.g., 
Resp. 23 (arguing Petitioner improperly relied on 
SharkNinja “to avoid clearly legitimate discovery 
requests”); Sur-reply 7 (arguing Petitioner’s omission 
of Roambee, opposition of discovery, and redactions to 
produced information are evidence of gamesman-
ship), 9 (arguing the Petition’s “incomplete” real 
parties in interest listing is “defended by attorney 
argument and privilege objections”). 

As we noted in the Decisions to Institute, Patent 
Owner provides a statement by counsel for Roambee 
in the district court case regarding Petitioner’s 
“relationship to Roambee as an investor.” See, e.g., 
Inst. Dec. 14 (citing Ex. 2016, 25:22–26:1). We indi-
cated in the Decisions to Institute, although that 
evidence is threadbare and vague, it suggests that 
Petitioner and Roambee have a business relationship 
though that business relationship may be at an arm’s 
length. See, e.g., id. 
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Although additional details regarding the business 

relationship between Petitioner and Roambee have 
been brought to light during the instant proceedings, 
we determine that Petitioner did not need to present 
those additional details earlier to avoid a bad faith or 
gamesmanship determination. Patent Owner was 
aware based on a statement by counsel for Roambee 
in the district court case that Petitioner had a 
“relationship to Roambee as an investor.” See, e.g., 
Inst. Dec. 14 (citing Ex. 2016, 25:22– 26:1). Petitioner 
and Roambee agreed to Patent Owner using certain 
discovery obtained in the district court proceeding. 
Indeed, Patent Owner provided argument and evi-
dence in its Preliminary Responses based on exhibits 
containing confidential information of Petitioner 
and Roambee, which Petitioner and Roambee agreed 
could be used by Patent Owner in the instant pro-
ceedings. See, e.g., Prelim. Resp. 1. We find that  
Petitioner did not conceal information in the instant 
proceedings prior to institution. 

Subsequent to institution, based on the complete 
record now before us, we find that Petitioner cooper-
ated in discovery and acted in good faith. Petitioner 
agreed to produce additional evidence subsequent to 
institution and filed only an Opposition-In-Part to 
Patent Owner’s Motion for Additional Discovery. See, 
e.g., IPR2022-00584, Paper 28. Indeed, Petitioner 
produced evidence and acknowledged in its papers 
that it “explored potential collaboration with or ac-
quisition of Roambee.” See, e.g., Reply 5–7. Petitioner 
also cooperated with scheduling adjustments re-
quested by Patent Owner. See, e.g., IPR2022-00584, 
Paper 35 (agreement by parties to extend due date of 
Patent Owner Response); IPR2022-00584, Paper 36 
(Order modifying scheduling order to delay DUE 
DATES 7 and 8 as agreed by the parties). 
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Petitioner was entitled to oppose Patent Owner’s 

discovery requests, which included overly broad 
requests that were not granted. See, e.g., IPR2022-
00584, Paper 30, 2, 5–11. Petitioner also was entitled 
to redact privileged information regarding its explor-
ation of a possible acquisition that does not pertain to 
a determination of whether Roambee should have 
been identified as a real party in interest. See, e.g., 
id. 

Patent Owner argues that Petitioner executed  
an agreement to acquire Roambee. See, e.g., Sur-reply 
1. Patent Owner also argues a business relationship 
existed between Petitioner and Roambee and under 
AIT and AIT Remand, Roambee should have been 
named as a real party in interest. See, e.g., Resp.  
2–20; Sur-reply 1–6. Even assuming Petitioner took 
steps in accordance with exploring an acquisition, 
including signing an agreement, and even assuming 
a business relationship between Petitioner and 
Roambee including Petitioner’s investing in Roambee, 
based on the complete record now before us, we do 
not discern bad faith or gamesmanship on the part of 
Petitioner. Furthermore, Petitioner was entitled to 
rely on at least the SharkNinja precedential decision 
that a real-party-in-interest determination need not 
be made if no time bar exists. 

Patent Owner’s arguments that Petitioner engaged 
in bad faith and gamesmanship presuppose that 
Roambee should have been named as a real party  
in interest and Patent Owner should not have had  
to argue that Roambee should have been named. 
Requiring a real-party-in-interest analysis just be-
cause gamesmanship is alleged undermines cost and 
efficiency considerations noted in our precedential 
decisions. Unified Patents, Paper 74, 4; SharkNinja, 
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Paper 11, 18. Roambee, however, is a different corp-
orate entity than Petitioner and would be subject to 
estoppel in the parallel district court proceeding if 
Roambee is a real party in interest in the instant 
proceedings, so any overinclusive identification of 
Roambee as a real party in interest in the instant 
proceedings could incorrectly negatively impact 
Roambee in that different proceeding. 

For the reasons given, we find that Petitioner has 
not engaged in bad faith or gamesmanship. 

2. Prejudice to Patent Owner 

Patent Owner argues that it is prejudiced by 
Petitioner’s failure to name Roambee as a real party 
in interest. See, e.g., Resp. 21 (arguing Petitioner’s 
“ongoing refusal to admit Roambee is an RPI has 
severely prejudiced” Patent Owner “in this proc-
eeding”); 23 (arguing Patent Owner “faces prejudice 
here”); Sur-reply 9 (arguing Petitioner “ignores the 
prejudice” to Patent Owner). 

In its Response, Patent Owner further arg-
ues the following: 

FedEx faces prejudice here because the 
RPI decision has been significantly delayed 
by institution. Party and Board resources 
are wasted, and Qualcomm’s gamesmanship 
has forced FedEx to seek additional disco-
very at heavy cost. Moreover, FedEx devoted 
significant resources just to address thresh-
old RPI issues in its papers, impacting 
FedEx’s ability to focus the Board’s attention 
on substantive problems with Qualcomm 
and Roambee’s prior art mappings. And 
because arguments not raised in PORs are 
forfeited, see In re Nuvasive, 842 F.3d 1376, 
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1381 (Fed. Cir. 2016), the prejudice comp-
ounds over time. Indeed, the Director 
recently recognized this prejudice and 
ordered discovery and independent briefing 
to determine RPI apart from patentability. 
Samsung, IPR2022-00615, *3. 

Resp. 23–24. 

In its Sur-reply, Patent Owner argues the 
following: 

Finally, Qualcomm ignores the prejudice 
to FedEx. For example, Roambee requires 
the ‘033 and ‘797 patents to use a “predeter-
mined protocol” (Ex. 2037, 15), whereas 
Qualcomm does not. FedEx will also face 
“later judicial . . . attacks on the same or 
related grounds by” Roambee in district 
court. SharkNinja, *20; MemoryWeb, *4. 
These benefits will inure back to Qualcomm 
after it acquires Roambee (Reply, 9–11), 
which it still hopes to do (Ex. 2075, 92:18–
94:1). 

Sur-reply 9. 

During a conference call held January 27, 2023, 
Petitioner indicated a willingness to file updated 
mandatory notices in the instant proceedings if we 
determine Roambee is a real party in interest. See, 
e.g., IPR2022-00584, Ex. 2074, 15:20–16:25. During 
that January 27, 2023 call, Patent Owner responded 
that it would “oppose any updating of mandatory 
notices” and that if Petitioner “were permitted to 
update its mandatory notices it wouldn’t dispense of 
the issue of gamesmanship in that regard with 
respect to the original filing date being maintained.” 
Id. at 17:13–20. In its Reply, Petitioner again indi-
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cates a willingness to update its mandatory notices if 
Roambee is a real party in interest. Reply 2. 

Patent Owner was aware that Petitioner indicated 
a willingness to file updated mandatory notices in the 
instant proceedings soon after institution and before 
Patent Owner filed its Patent Owner Responses. See, 
e.g., IPR2022-00584, Ex. 2074, 15:20–16:25. Patent 
Owner opposed “any updating of mandatory notices” 
and decided to pursue additional discovery on the 
issue instead. Id. at 17:13–20. 

Patent Owner argues that Petitioner’s “belated 
‘offer’ to amend its mandatory notices only if the 
Board orders it (Reply 2) reflects wait-and-see games-
manship.” Sur-reply 8. In Proppant, Petitioner’s 
updated mandatory notices stated that it identified 
the unnamed parties “as real parties-in-interest 
without admitting that they are in fact real parties-
in-interest.” Proppant, Paper 86, 5. The Proppant 
decision states “we do not find the manner in which 
Petitioner updated its Mandatory Notices to be 
evidence of ‘gamesmanship’” and “we find it in the 
interest of justice to allow Petitioner to update its 
mandatory notice, while maintaining the proceeding’s 
original filing date.” Id. at 16. Also, the Board has 
approved of similar types of disclosures in other 
decisions. See, e.g., Intel Corp. v. Hera Wireless S.A., 
IPR2018-01372, Paper 23 (PTAB Jan. 9, 2019) 
(allowing Petitioner to update Mandatory Notices 
“without conceding that they would be determined 
to be real parties in interest under the governing 
legal standard”); Halliburton Energy Serv. Inc. v. 
Schlumberger Tech. Corp., IPR2017-01574 (PTAB 
Oct. 27, 2017). 

Patent Owner argues that it was forced to expend 
significant resources, but Patent Owner made the 
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decision to expend those resources after having know-
ledge of important facts, which are that the acquisi-
tion did not occur, Petitioner was and still is willing 
to update its mandatory notices, and Petitioner 
filed its Petition prior to Roambee’s time bar. Patent 
Owner also was aware of the precedential 
SharkNinja decision. 

For the reasons given, we find that Petitioner’s 
identification of itself as the only real party in 
interest has not been prejudicial to Patent Owner. 

3. Should the instant proceedings be treated 
similar to Reflectix? 

Patent Owner relies on Reflectix. See, e.g., Mot. 
Term. 1. (citing, e.g., Reflectix, IPR2015-00039, Paper 
18, *3). Because we do not discern, based on the 
complete record now before us, bad faith by Pet-
itioner, prejudice to Patent Owner caused by the 
delay, or gamesmanship by Petitioner (Proppant, 
Paper 86, 6–7), we consider whether the factual 
records in the instant proceedings dictate similar 
treatment as that applied in Reflectix such that the 
instant proceedings are terminated. Reflectix, Paper 
18, 15. 

As an initial matter, the Reflectix decision was 
decided April 24, 2015 and has not been designated 
as precedential. See Reflectix, Paper 18, 1. The 
Proppant decision was decided June 28, 2016, after 
Reflectix, and has been designated precedential. 
Proppant, Paper 86, 1. The Proppant decision states 
“[i]n permitting a petitioner to amend its identi-
fication of real parties in interest while maintaining 
the original filing date, panels of the Board have 
looked to whether there have been (1) attempts to 
circumvent the § 315(b) bar or estoppel rules, (2)  
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bad faith by the petitioner, (3) prejudice to the patent 
owner cause by the delay, or (4) gamesmanship  
by the petitioner.” Id. at 6–7 (citing Aerospace 
Communications Holdings Co. v. Armor All/Step 
Products Co., IPR2016-00441, Paper 12, 3 (PTAB 
June 28, 2016)). We already have addressed the 
considerations listed in Proppant. See §§ I.D.1–I.D.2. 
Also, the Unified Patents and SharkNinja decisions 
were decided May 16, 2023 and October 6, 2020, 
respectively, and are precedential. Unified Patents, 
Paper 74, 5; SharkNinja Paper 11, 18. As explained 
in the Unified Patents decision, we should not 
determine whether an unnamed party is a real party 
in interest in a proceeding if our determination is 
“not necessary to resolve the proceeding.” Id.; see also 
SharkNinja, Paper 11, 18 (not considering whether 
an unnamed party is a real party in interest when 
the addition of that party “would not create a time 
bar or estoppel under 35 U.S.C. § 315”) (footnote 
omitted) (citations omitted). We consider Reflectix 
here because even upon consideration, we determine 
that we should not terminate the proceedings. 

We turn to Patent Owner’s reliance on Reflectix. 
Patent Owner, more specifically, argues Petitioner 
“excluded Roambee from its mandatory notices out of 
gamesmanship and to avoid estoppel for Roambee in 
district court,” Petitioner’s exclusion of Roambee 
“is objectively unreasonable,” and Petitioner “cannot 
establish good cause to correct its Petition and keep 
its original filing date.” See, e.g., Mot. Term. 1. 
(citing, e.g., Reflectix, IPR2015-00039, Paper 18, *3); 
see also Resp. 21 (arguing that Petitioner’s “decision 
to omit Roambee as an RPI was objectively unreason-
able when it filed the petition, at institution, and it 
remains so today.”) Patent Owner’s reliance on 
Reflectix is misplaced because the factual record in 
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Reflectix is significantly different than the records in 
the instant proceedings. In Reflectix, the petitioner 
Reflectix, Inc. identified itself as the sole real party in 
interest and did not name its parent company, Seal 
Air Corporation (US) (“SAS-US”). Reflectix, Paper 
18, 2, 4, 10, 12. For instance, the Reflectix decision 
explains the following: 

The undisputed record establishes that 
SAC-US is an RPI to these proceedings,  
and thus, should have been identified by 
Reflectix in the Petitions. The totality of the 
facts before us supports this conclusion, but 
the following facts stand out: the payment of 
legal fees and provision of legal support for 
preparation of the instant Petitions by SAC-
US to Reflectix; and the blurring of the  
lines of corporate separation between the 
companies. 

As discussed above, Mr. Ruble admits that 
SAC-US “funded the preparation of” the 
instant Petitions. Ex. 4002 ¶ 3. This reason-
ably can be interpreted to mean that the 
entirety of the legal fees billed by Norton 
Rose Fulbright, as well as the Office’s filing 
fees, were paid by SAC-US. The Board has 
concluded previously that “entirely funding 
the proceedings” gives the funding party the 
opportunity to control those proceedings. See 
GEA Process Eng’g, Paper 140, slip op. at 21. 

Furthermore, not only did SAC-US fund 
the preparation of the instant Petitions, it 
provided two attorneys to represent Reflectix 
and assist outside counsel in preparing  
the Petitions. The record does not reflect 
that any officer or employee of Reflectix had  
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input into the content of the Petitions. 
Indeed, for seven months, the Petitions  
were prepared—and, presumably, the legal 
strategy, including the asserted grounds of 
unpatentability, developed—with SAC as 
the intended Petitioner. The only reasonable 
conclusion from these facts is that SAC-US 
maintained substantial control over the 
content of the Petitions through the involve-
ment of its in-house counsel and its payment 
of legal fees. 

Reflectix, Paper 18, 10–11. 

In stark contrast to Reflectix, in the instant pro-
ceedings Petitioner, not Roambee, has funded and 
prepared the Petitions. See, e.g., Reply 4–10; Resp. 16 
(arguing “Roambee did not file IPRs and Qualcomm 
did”). Indeed, Patent Owner argues the opposite 
occurred; that is, Petitioner “stepped in to aid 
Roambee.” See, e.g., Resp. 15. Although Petitioner 
“explored potential collaboration with or acquisition 
of Roambee,” the acquisition did not occur. See, e.g., 
Reply 4. Petitioner argues had it “acquired Roambee, 
[Petitioner] would have promptly updated its mand-
atory notices.” See, e.g., Reply 7. We discern no facts 
on the records before us that are similar to those in 
Reflectix in which the unnamed party funded and 
prepared the Petition and Petitioner was a subsidiary 
of that same unnamed party. 

The Reflectix decision states that in cases involving 
“blurred . . . lines of corporate separation,” “central to 
the Board’s determination was that a party other 
than the named petitioner was controlling, or capable 
of controlling, the proceeding before the Board.” 
Reflectix, Paper 18, 9–10. We do not find evidence in 
the complete record now before us showing that 
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Roambee was controlling, or capable of controlling, 
the proceedings before the Board or should have been 
named as a real party in interest. Consistent with 
our finding, Petitioner states that it has an “annual 
revenue of roughly $45 billion” and Roambee is “very 
small” in comparison. Reply 5. 

Patent Owner also relies on Cisco Systems Inc. v. 
Hewlett Packard Enterprise Co., IPR2017-01933, 
Paper 9, 10 (PTAB Mar. 16, 2018) (“Cisco”) and 
argues that in that decision the “Board also found 
Cisco merely acted as a proxy for Springpath 
because, like here, the acquisition target was accused 
of infringement in district court, and the petitioner 
(and its products) was not.” Resp. 10. Importantly, 
Patent Owner’s reliance on Cisco is misplaced 
because the nonparty was time barred. Cisco, Paper 
9, 15. The determination in Cisco was whether the 
nonparty was a real party in interest, not whether 
Petitioner’s failure to identify the party was not 
objectively reasonable. 

The complex factual records in the instant proceed-
ings support that a determination should not be 
made as to whether Roambee is a real party in 
interest, consistent with our precedent. Unified 
Patents, Paper 74, 5 (stating “[t]he Board should not 
have determined whether Apple and Samsung are 
RPIs in this proceeding given that determination  
was not necessary to resolve the proceeding.”); 
SharkNinja, Paper 11, 18. For the reasons given, we 
find that the factual scenarios in the instant 
proceedings do not dictate similar treatment as that 
applied in Reflectix requiring that the instant 
proceedings be terminated. Reflectix, Paper 18, 15, 
18. 
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4. Conclusion 

For the reasons given above (see §§ I.D.1–I.D.2), we 
find that Petitioner has not engaged in bad faith or 
gamesmanship and Patent Owner was not prejud-
iced. We also find that the factual scenarios in the 
instant proceedings do not dictate similar treatment 
as that applied in Reflectix. See § I.D.3. As such, we 
determine that we should not make a determination 
as to whether Roambee is a real party in interest 
in these proceedings. Unified Patents, Paper 74, 5 
(stating “[t]he Board should not have determined 
whether Apple and Samsung are RPIs in this pro-
ceeding given that determination was not necessary 
to resolve the proceeding.”); SharkNinja, Paper 11, 
18. 

Accordingly, we deny Patent Owner’s Motions to 
Terminate. 

II.  ORDER 

For the reasons given, it is: 

ORDERED that Patent Owner’s Motions to 
Terminate in IPR2022-00584, IPR2022-00585, and 
IPR2022-00586 are denied; 

FURTHER ORDERED that with respect to Patent 
Owner’s Motion to Exclude, Patent Owner’s request 
to exclude Exhibits 1022 and 1023 is dismissed as 
moot and Patent Owner’s request to strike portions of 
Petitioner’s Reply discussing Exhibit 2049 is denied. 

For PETITIONER: 

Eagle H. Robinson 
Daniel S. Leventhal 
Richard S. Zembek 
Valerie K. Barker 
Mark Garrett 
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NORTON ROSE FULBRIGHT US LLP 
eagle.robinson@nortonrosefulbright.com 
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valerie.barker@nortonrosefulbright.com 
mark.garrett@nortonrosefulbright.com 

For PATENT OWNER: 

Jeffrey A. Berkowitz 
Michael V. Young, Sr. 
Luke H. MacDonald, Ph.D. Daniel Jordan 
FINNEGAN, HENDERSON, FARABOW, 
GARRETT & DUNNER, LLP  
jeffrey.berkowitz@finnegan.com 
michael.young@finnegan.com 
luke.macdonald@finnegan.com 
jan.jordan@finnegan.com 
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APPENDIX C 

Title 35.  Patents 
Part III.  Patents and Protection of Patent Rights 

Chapter 31.  Inter Partes Review 

35 U.S.C.A. § 312 

§ 312.  Petitions 

(a)  Requirements of Petition.–A petition filed under 
section 311 may be considered only if– 

(1)  the petition is accompanied by payment of the 
fee established by the Director under section 311; 

(2)  the petition identifies all real parties in 
interest; 

(3)  the petition identifies, in writing and with 
particularity, each claim challenged, the grounds 
on which the challenge to each claim is based, and 
the evidence that supports the grounds for the 
challenge to each claim, including– 

(A)  copies of patents and printed publications 
that the petitioner relies upon in support of the 
petition; and 

(B)  affidavits or declarations of supporting 
evidence and opinions, if the petitioner relies on 
expert opinions; 

(4)  the petition provides such other information as 
the Director may require by regulation; and 

(5)  the petitioner provides copies of any of the 
documents required under paragraphs (2), (3), and 
(4)  to the patent owner or, if applicable, the 
designated representative of the patent owner. 

(b)  Public Availability.–As soon as practicable after 
the receipt of a petition under section 311, the 
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Director shall make the petition available to the 
public. 

35 U.S.C.A. § 314 

§ 314.  Institution of inter partes review 

(a)  Threshold.–The Director may not authorize an 
inter partes review to be instituted unless the 
Director determines that the information presented 
in the petition filed under section 311 and any 
response filed under section 313 shows that there is a 
reasonable likelihood that the petitioner would 
prevail with respect to at least 1 of the claims 
challenged in the petition. 

(b)  Timing.–The Director shall determine whether to 
institute an inter partes review under this chapter 
pursuant to a petition filed under section 311 within 
3 months after– 

(1)  receiving a preliminary response to the petition 
under section 313; or 

(2)  if no such preliminary response is filed, the last 
date on which such response may be filed. 

(c)  Notice.–The Director shall notify the petitioner 
and patent owner, in writing, of the Director’s 
determination under subsection (a), and shall make 
such notice available to the public as soon as is 
practicable. Such notice shall include the date on 
which the review shall commence. 

(d)  No Appeal.–The determination by the Director 
whether to institute an inter partes review under this 
section shall be final and nonappealable. 
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35 U.S.C.A. § 315 

§ 315.  Relation to other proceedings or actions 

(a)  Infringer’s Civil Action.– 

(1)  Inter partes review barred by civil action.–An 
inter partes review may not be instituted if, before 
the date on which the petition for such a review is 
filed, the petitioner or real party in interest filed a 
civil action challenging the validity of a claim of the 
patent. 

(2)  Stay of civil action.–If the petitioner or real 
party in interest files a civil action challenging the 
validity of a claim of the patent on or after the date 
on which the petitioner files a petition for inter 
partes review of the patent, that civil action shall 
be automatically stayed until either– 

(A)  the patent owner moves the court to lift the 
stay; 

(B)  the patent owner files a civil action or count-
erclaim alleging that the petitioner or real party 
in interest has infringed the patent; or 

(C)  the petitioner or real party in interest moves 
the court to dismiss the civil action. 

(3)  Treatment of counterclaim.–A counterclaim 
challenging the validity of a claim of a patent does 
not constitute a civil action challenging the validity 
of a claim of a patent for purposes of this 
subsection. 

(b)  Patent Owner’s Action.–An inter partes review 
may not be instituted if the petition requesting the 
proceeding is filed more than 1 year after the date on 
which the petitioner, real party in interest, or privy of 
the petitioner is served with a complaint alleging 
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infringement of the patent. The time limitation set 
forth in the preceding sentence shall not apply to a 
request for joinder under subsection (c). 

(c)  Joinder.–If the Director institutes an inter partes 
review, the Director, in his or her discretion, may join 
as a party to that inter partes review any person who 
properly files a petition under section 311 that the 
Director, after receiving a preliminary response 
under section 313 or the expiration of the time for 
filing such a response, determines warrants the 
institution of an inter partes review under section 
314. 

(d)  Multiple Proceedings.–Notwithstanding sections 
135(a), 251, and 252, and chapter 30, during the 
pendency of an inter partes review, if another 
proceeding or matter involving the patent is before 
the Office, the Director may determine the manner in 
which the inter partes review or other proceeding or 
matter may proceed, including providing for stay, 
transfer, consolidation, or termination of any such 
matter or proceeding. 

(e)  Estoppel.– 

(1)  Proceedings before the Office.–The petitioner in 
an inter partes review of a claim in a patent under 
this chapter that results in a final written decision 
under section 318(a), or the real party in interest or 
privy of the petitioner, may not request or main-
tain a proceeding before the Office with respect to 
that claim on any ground that the petitioner raised 
or reasonably could have raised during that inter 
partes review. 

(2)  Civil actions and other proceedings.–The pet-
itioner in an inter partes review of a claim in a 
patent under this chapter that results in a final 
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written decision under section 318(a), or the real 
party in interest or privy of the petitioner, may not 
assert either in a civil action arising in whole or in 
part under section 1338 of title 28 or in a pro-
ceeding before the International Trade Commission 
under section 337 of the Tariff Act of 1930 that the 
claim is invalid on any ground that the petitioner 
raised or reasonably could have raised during that 
inter partes review. 

35 U.S.C.A. § 316 

§ 316.  Conduct of inter partes review 

(a)  Regulations.–The Director shall prescribe regu-
lations– 

(1)  providing that the file of any proceeding under 
this chapter shall be made available to the public, 
except that any petition or document filed with the 
intent that it be sealed shall, if accompanied by a 
motion to seal, be treated as sealed pending the 
outcome of the ruling on the motion; 

(2)  setting forth the standards for the showing of 
sufficient grounds to institute a review under 
section 314(a); 

(3)  establishing procedures for the submission of 
supplemental information after the petition is filed; 

(4)  establishing and governing inter partes review 
under this chapter and the relationship of such 
review to other proceedings under this title; 

(5)  setting forth standards and procedures for 
discovery of relevant evidence, including that such 
discovery shall be limited to– 

(A)  the deposition of witnesses submitting 
affidavits or declarations; and 
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(B)  what is otherwise necessary in the interest of 
justice; 

(6)  prescribing sanctions for abuse of discovery, 
abuse of process, or any other improper use of the 
proceeding, such as to harass or to cause 
unnecessary delay or an unnecessary increase in 
the cost of the proceeding; 

(7)  providing for protective orders governing the 
exchange and submission of confidential inform-
ation; 

(8)  providing for the filing by the patent owner of a 
response to the petition under section 313 after an 
inter partes review has been instituted, and 
requiring that the patent owner file with such 
response, through affidavits or declarations, any 
additional factual evidence and expert opinions on 
which the patent owner relies in support of the 
response; 

(9)  setting forth standards and procedures for 
allowing the patent owner to move to amend the 
patent under subsection (d) to cancel a challenged 
claim or propose a reasonable number of substitute 
claims, and ensuring that any information sub-
mitted by the patent owner in support of any 
amendment entered under subsection (d) is made 
available to the public as part of the prosecution 
history of the patent; 

(10)  providing either party with the right to an 
oral hearing as part of the proceeding; 

(11)  requiring that the final determination in an 
inter partes review be issued not later than 1 year 
after the date on which the Director notices the 
institution of a review under this chapter, except 
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that the Director may, for good cause shown, 
extend the 1-year period by not more than 6 
months, and may adjust the time periods in this 
paragraph in the case of joinder under section 
315(c); 

(12)  setting a time period for requesting joinder 
under section 315(c); and 

(13)  providing the petitioner with at least 1 
opportunity to file written comments within a time 
period established by the Director. 

(b)  Considerations.–In prescribing regulations under 
this section, the Director shall consider the effect of 
any such regulation on the economy, the integrity of 
the patent system, the efficient administration of the 
Office, and the ability of the Office to timely complete 
proceedings instituted under this chapter. 

(c)  Patent Trial and Appeal Board.–The Patent Trial 
and Appeal Board shall, in accordance with section 6, 
conduct each inter partes review instituted under 
this chapter. 

(d)  Amendment of the Patent.– 

(1)  In general.–During an inter partes review 
instituted under this chapter, the patent owner 
may file 1 motion to amend the patent in 1 or more 
of the following ways: 

(A)  Cancel any challenged patent claim. 

(B)  For each challenged claim, propose a 
reasonable number of substitute claims. 

(2)  Additional motions.–Additional motions to 
amend may be permitted upon the joint request of 
the petitioner and the patent owner to materially 
advance the settlement of a proceeding under 
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section 317, or as permitted by regulations 
prescribed by the Director. 

(3)  Scope of claims.–An amendment under this 
subsection may not enlarge the scope of the claims 
of the patent or introduce new matter. 

(e)  Evidentiary Standards.–In an inter partes 
review instituted under this chapter, the petitioner 
shall have the burden of proving a proposition of 
unpatentability by a preponderance of the 
evidence. 

35 U.S.C.A. § 318 

§ 318.  Decision of the Board 

(a)  Final Written Decision.–If an inter partes review 
is instituted and not dismissed under this chapter, 
the Patent Trial and Appeal Board shall issue a final 
written decision with respect to the patentability of 
any patent claim challenged by the petitioner and 
any new claim added under section 316(d). 

(b)  Certificate.–If the Patent Trial and Appeal Board 
issues a final written decision under subsection (a) 
and the time for appeal has expired or any appeal has 
terminated, the Director shall issue and publish a 
certificate canceling any claim of the patent finally 
determined to be unpatentable, confirming any claim 
of the patent determined to be patentable, and 
incorporating in the patent by operation of the 
certificate any new or amended claim determined to 
be patentable. 

(c)  Intervening Rights.–Any proposed amended or 
new claim determined to be patentable and 
incorporated into a patent following an inter partes 
review under this chapter shall have the same effect 
as that specified in section 252 for reissued patents 
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on the right of any person who made, purchased, or 
used within the United States, or imported into the 
United States, anything patented by such proposed 
amended or new claim, or who made substantial 
preparation therefor, before the issuance of a certi-
ficate under subsection (b). 

(d)  Data on Length of Review.–The Office shall make 
available to the public data describing the length of 
time between the institution of, and the issuance of a 
final written decision under subsection (a) for, each 
inter partes review. 
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