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QUESTION PRESENTED

1. Should the Antares Pharma, Inc. v. Medac
Pharma Inc., 771 F.3d 1354, 1358 (Fed. Cir. 2014) “ex-
act embodiment” standard for “original patent” disclo-
sure be overruled as inconsistent with 35 U.S.C. § 251
and this Court’s decision in U.S. Industrial Chemicals,
Inc. v. Carbide & Carbon Chemicals, Corp., 315 U.S.
668 (1942)?



PARTIES TO THE PROCEEDING

Petitioners in this Court, plaintiffs-appellees be-
low, are Alfonso Cioffi, Melanie Rozman, Megan Roz-
man and Morgan Rozman. Respondent in this Court,
defendant-appellant below, is Google LLC.

RELATED CASES

e Cioffi, et al. v. Google Inc., Case No. 2:13-CV-
103—JRG-RSP, U.S. District Court for the East-
ern District of Texas. Judgment entered Jan. 19,
2022.

e Cioffi, et al. v. Google, Inc., Case No. 15-1194, U.S.
Court of Appeals for the Federal Circuit. Judg-
ment entered Nov. 17, 2015.

e Cioffi, et al. v. Google LLC, Case No. 18-1049, U.S.
Court of Appeals for the Federal Circuit. Judg-
ment entered April 18, 2023.
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For eighty-one years, U.S. Industrial Chemical,
Inc. v. Carbide & Carbon Chemicals Corp. has defined
the standard for obtaining broadening reissue patent
claims. 315 U.S. 668 (1942). This Court has estab-
lished that to receive broadening reissue claims, it is
“not enough that an invention might have been
claimed in the original patent because it was sug-
gested or indicated in the specification. It must appear
from the face of the instrument that what is covered
by the reissue was intended to have been covered and
secured by the original.” U.S. Indus. Chem., Inc. v.
Carbide & Carbon Chemicals, Corp., 315 U.S. 668,
676 (1942). In 2014, the Federal Circuit panel deci-
sion in Antares Pharma, Inc. v. Medac Pharma Inc.
ratcheted up this Court’s standard for broadening re-
issue, holding that “the specification must clearly and
unequivocally disclose the newly claimed invention as
a separate invention.” 771 F.3d 1354, 1362 (Fed. Cir.
2014). In interpreting its own standard, the Federal
Circuit recently clarified that Antares requires that
“[t]here must be an ‘express disclosure’ of the ‘exact
embodiment claimed on reissue.” Cioffi, et al. v.
Google LLC, Case No. 2018-1049, 2023 WL 2981491
at *4-5 (Fed. Cir. Apr. 18, 2023)(quoting Antares, 771
F.3d at 1363); App. 11a. This standard far exceeds the
standard set in U.S. Industrial Chemical, conflicts
with decades of Federal Circuit precedent predating
Antares, and finds no basis in the reissue statute, 35
U.S.C. § 251.

The negative consequences of the Federal Circuit’s
heightened new test, and departure from U.S.
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Industrial Chemical, are significant: First, the Fed-
eral Circuit’s heightened standard arbitrarily limits
patentees’ right to seek reissue, a policy both ex-
pressly authorized by Congress in the reissue statute,
35 U.S.C. § 251, and recognized by this Court for al-
most 150 years. Second, this standard makes it virtu-
ally impossible to obtain narrower claims in reissue
by narrowing from a disclosed broad embodiment (a
genus), to a narrower sub-embodiment (a species) — a
point made plain by the instant case where the Inven-
tors narrowed from a broader disclosed embodiment
to a narrower species. The Federal Circuit’s height-
ened standard erects another barrier for patentees to
obtain patent rights on inventions that would other-
wise be deemed novel and patentable. This is the
wrong direction for the U.S. patent system, which has
been under siege for decades by big technology compa-
nies, such as Respondent, to weaken patents and the
patent system for their own benefit.!

This petition concerns protecting the important
and more than 150 year-old history of permitting in-
ventors to correct their issued patent claims through
the process of “reissue.” This Court recognized that to

1 The consensus now is that “Big Tech” has gone too far in
weakening the U.S. patent system. See, e.g., Harvard Business
Review (https://hbr.org/2022/08/big-tech-has-a-patent-violation-
problem) Newsweek (https:/www.newsweek.com/big-tech-abus-
ing-us-patent-system-time-congress-step-opinion-1819256); The
Hill (https://thehill.com/opinion/technology/4157340-big-techs-
patent-troll-attacks-are-a-smokescreen-dont-let-them-fool-you/);
The Heritage Foundation (https:/www.heritage.org/technol-
ogy/report/big-techs-abuse-patent-owners-the-ptab-must-end)
RealClear Policy (https://www.realclearpolicy.com/arti-
cles/2023/04/05/big_tech has eviscerated americas patent sys-
tem 891935.html).
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fully effectuate our Country’s patent system, inven-
tors must have a mechanism to correct errors in their
patents. Grant v. Raymond, 31 U.S. 218, 241-43
(1832); O’Reilly v. Morse, 56 U.S. 62 (1853)(stating
“[t]he right to surrender the old patent, and receive
another in its place, was given for the purpose of ena-
bling the patentee to give a more perfect description
of his invention, when any mistake or oversight was
committed in his first.”). In passing on the first reissue
statute, the Court specifically recognized that “[t]he
object of the patent law is to secure to inventors a mo-
nopoly of what they have actually invented . . . and it
ought not to be defeated by a too strict and technical
adherence to the letter of the statute, or by the appli-
cation of artificial rules of interpretation.” Topliff v.
Topliff, 145 U.S. 156, 171 (1892).

The Court last spoke on the standard for broaden-
ing reissue patent claims in U.S. Industrial Chemical
where the Court addressed the situation where reis-
sue claims eliminated a step that was described as es-
sential in the original patent specification. The Court
stated that:

The question is whether, in the light of the dis-
closures contained in the two patents, they are
for the same invention. This court has said that
they are if the reissue fully describes and
claims the very invention intended to be se-
cured by the original patent; if the reissue de-
scribes and claims only those things which were
embraced in the invention intended to have
been secured by the original patent;if the
broader claims in the reissue are not merely
suggested or indicated 1in the original
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specification but constitute parts or portions of
the invention which were intended or sought to
be covered or secured by the original pa-
tent. The required intention does not appear if
the additional matter covered by the claims of
the reissue i1s not disclosed in the original pa-
tent. . .. And it is not enough that an invention
might have been claimed in the original patent
because i1t was suggested or indicated in the
specification. It must appear from the face of
the instrument that what is covered by the re-
issue was intended to have been covered and se-
cured by the original.

U.S. Indus. Chem., Inc., 315 U.S. at 675-76.

In 1954, with the passage of the Patent Act, the
patentees’ right to seek reissue was codified in 35
U.S.C. § 251. The statute provides in relevant part:

Whenever any patent is, through error . . . ,
deemed wholly or partly inoperative or invalid,
by reasons of a defective specification or draw-
ing, or by reasons of the patentee claiming more
or less than he had a right to claim in the pa-
tent, the Director shall . . . reissue the patent
for the invention disclosed in the original pa-
tent. ...

35 U.S.C. § 251.

While Section 251 introduced some small language
changes over the prior reissue statute, the Federal
Circuit, its predecessor court, and the circuit courts
have all treated Section 251 as maintaining this
Court’s precedent under U.S. Industrial Chemical and
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prior caselaw. Antares Pharma, Inc., 771 F.3d at 1360.
That precedent recognized the important underlying
policies that favor a liberal reissue process, and the
need to not arbitrarily foreclose patentees’ ability to
correct the scope of their inventions. See Topliff v.
Topliff, 145 U.S. 156, 171 (1892). But the Court’s prec-
edent has also had to balance the important remedial
nature of reissue with its potential for abuse, in par-
ticular with reissue claims seeking broader scope.
Miller v. Bridgeport Brass Co., 104 U.S. 350, 355, 26
L. Ed. 783 (1881) (noting the potential abuse by those
seeking broadening reissue).

The Federal Circuit decision in Antares, however,
upended this Court’s precedent, conflicts with many
earlier Federal Circuit panel decisions, and precludes
inventors from claiming narrower species of a broader
disclosed genus. Prior to Antares, every Federal Cir-
cuit panel properly treated the disclosure obligation
under Section 251 akin to the “written description” re-
quirement under 35 U.S.C. § 112. For example, in In
re Amos, the Federal Circuit stated that:

[A] claim submitted in reissue may be rejected
under the “original patent” clause if the original
specification demonstrates, to one skilled in the
art, an absence of disclosure sufficient to indi-
cate that a patentee could have claimed the
subject matter. Merely finding that the subject
matter was “not originally claimed, not an ob-
ject of the original patent, and not depicted in
the drawing,” does not answer the essential in-
quiry under the “original patent” clause of §
251, which is whether one skilled in the art,
reading the specification, would identify the
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subject matter of the new claims as invented
and disclosed by the patentees.

953 F.2d 613, 618 (Fed. Cir. 1991).

Similarly, a different Federal Circuit panel in Rev-
olution Eyewear, Inc. v. Aspex Eyewear, Inc. ex-
plained:

The essential inquiry for the ‘original patent’
requirement is ‘whether one skilled in the art,
reading the specification, would identify the
subject matter of the new claims as invented
and disclosed by the patentees.” This inquiry is
analogous to the written description require-
ment under § 112, 9 1. Because we have held
that the written description requirement is sat-
isfied, we similarly hold that claim 22 complies
with § 251.

563 F.3d 1358, 1367 (Fed. Cir. 2009).

However, in 2014 a Federal Circuit panel in An-
tares Pharma, Inc. v. Medac Pharma Inc. created a
new standard, holding that in order to satisfy original
patent under Section 251, the patentee’s original
“specification must clearly and unequivocally disclose
the newly claimed invention as a separate invention.”
771 F.3d at 1362. The Federal Circuit has since clari-
fied the Antares standard holding that “the exact em-
bodiment claimed on reissue [be] expressly disclosed
in the specification.” Cioffi, 2023 WL 2981491 at *4-5
(quoting Antares, 771 F.3d at 1363); App. 11a. This
standard is extremely high, and goes well beyond this
Court’s standard announced in U.S. Industrial Chem-
ical. Moreover, this heightened standard conflicts
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with decades of prior Federal Circuit precedent, and
finds no support in the reissue statute, Section 251.

The Court’s review and reversal of Antares and its
progeny is needed for at least two (2) reasons. First,
Antares’ heightened standard undermines the Court’s
long established reissue policy meant to strike a bal-
ance between allowing inventors to claim what they
actually invented, and the potential for abuse if reis-
sue is not for the same invention. The Federal Cir-
cuit’s arbitrary raising of the bar upsets this balance
and denies inventors from obtaining patents on what
they actually invented. This further erodes the U.S.
patent system as a whole. Second, the Federal Cir-
cuit’s artificially high standard has the unintended
consequence of precluding all reissue that seek to
claim a narrower embodiment from a broader dis-
closed embodiment in the specification (i.e., narrow-
ing to a species of a disclosed genus). Rarely, if ever,
do inventors describe all the potential narrower per-
mutations of their invention when a broader disclo-
sure suffices. This practice of “genus claiming” is com-
mon. The patentee’s specification will broadly de-
scribe the “genus” compound or embodiment, but does
not attempt to list and describe every “species” that
make up the genus. The Federal Circuit’s standard
under Antares forecloses inventors from seeking a
narrowing reissue of a more broadly disclosed embod-
iment because rarely, if ever, will the “exact [nar-
rower] embodiment” be disclosed in the specification
when the broader embodiment suffices.
See Application of Grimme, 274 F.2d 949, 952
(C.C.P.A. 1960) (noting that “[i]t 1s manifestly imprac-
ticable for an applicant who discloses a generic inven-
tion to give an example of every species falling within
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1t, or even to name every such species.”). That is ex-
actly what Antares requires. Literally, the only way
patentees can hope to comply with Antares would be
to describe in detail in their specification every nar-
rower embodiment included within the broader disclo-
sure. This cannot be the law.

The Federal Circuit’s original patent test under
Antares upsets the balance this Court has maintained
for over 150 years, closes the door to what are other-
wise novel and patentable inventions, and further
erodes the utility of the U.S. patent system.

OPINIONS BELOW

The opinion of the court of appeals is reported at
2023 WL 2981491 (Fed. Cir. 2023) and reproduced at
App. la-17a. The district court’s unpublished decision
is available at 2021 WL 3781950 (E.D. Tex. Aug. 26,
2021) and is reproduced at App. 23a-111a. A related
opinion of the court of appeals is reported at 632 Fed.
App’x 1013 (Fed. Cir. 2015) and is reproduced at App.
112a-135a.

JURISDICTION

The court of appeals rendered its decision on April
18, 2023. It denied rehearing on July 17, 2023. This
Court has jurisdiction under 28 U.S.C. § 1254(1).

STATUTORY PROVISIONS INVOLVED

35 U.S.C. § 251--Reissue of Defective Patents

(a) In General. Whenever any patent is, through er-
ror, deemed wholly or partly inoperative or invalid, by
reason of a defective specification or drawing, or by
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reason of the patentee claiming more or less than he
had a right to claim in the patent, the Director shall,
on the surrender of such patent and the payment of
the fee required by law, reissue the patent for the in-
vention disclosed in the original patent, and in accord-
ance with a new and amended application, for the un-
expired part of the term of the original patent. No new
matter shall be introduced into the application for re-
issue.

(b) Multiple Reissued Patents. The Director may
issue several reissued patents for distinct and sepa-
rate parts of the thing patented, upon demand of the
applicant, and upon payment of the required fee for a
reissue for each of such reissued patents.

(c) Applicability of This Title. The provisions of
this title relating to applications for patent shall be
applicable to applications for reissue of a patent, ex-
cept that application for reissue may be made and
sworn to by the assignee of the entire interest if the
application does not seek to enlarge the scope of the
claims of the original patent or the application for the
original patent was filed by the assignee of the entire
interest.

(d) Reissue Patent Enlarging Scope of Claims.
No reissued patent shall be granted enlarging the
scope of the claims of the original patent unless ap-
plied for within two years from the grant of the origi-
nal patent.

STATEMENT OF THE CASE
A. The Purpose and Process of Reissue.

After a patent issues, the patent owner can only
make changes to the claims through the process of “re-
issue.” The right to reissue is codified in 35 U.S.C.
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§ 251 (1952), but it was first recognized and estab-
lished by the Court more than 150 years ago. Grant,
31 U.S. at 241-43 (noting the need for a reissue type
process and stating that the “sense of justice and of
right which all feel, pleads strongly against depriving
the inventor of the compensation thus solemnly prom-
1sed, because he has committed an inadvertent or in-
nocent mistake.”); see also O'Reilly, 56 U.S. at 112
(stating that “[t]he right to surrender the old patent,
and receive another in its place, was given for the pur-
pose of enabling the patentee to give a more perfect
description of his invention, when any mistake or
oversight was committed in his first.”).

The Court has recognized that the remedial provi-
sions of the reissue statute are grounded in principles
of equity and fairness for inventors and the public and
thus should apply a liberal construction to the statute
favoring reissue. See Topliff, 145 U.S. at 171. In con-
sidering 35 U.S.C. § 64, the predecessor reissue stat-
ute to Section 251, the Court stated:

To hold that a patent can never be reissued for
an enlarged claim would be not only to override
the obvious intent of the [reissue] statute, but
would operate in many cases with great hard-
ship upon the patentee. The specification and
claims of a patent, particularly if the invention
be at all complicated, constitute one of the most
difficult legal instruments to draw with accu-
racy; and, in view of the fact that valuable in-
ventions are often placed in the hands of inex-
perienced persons to prepare such specifica-
tions and claims, it is no matter of surprise that
the latter frequently fail to describe with
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requisite certainty the exact invention of the
patentee, and err either in claiming that which
the patentee had not in fact invented, or in
omitting some element which was a valuable or
essential part of his actual invention. Under
such circumstances, it would be manifestly un-
just to deny him the benefit of a reissue to se-
cure to him his actual invention, provided it is
evident that there has been a mistake, and he
has been guilty of no want of reasonable dili-
gence in discovering it, and no third persons
have in the mean time acquired the right to
manufacture or sell what he had failed to claim.
The object of the patent law is to secure to in-
ventors a monopoly of what they have actually
invented or discovered, and it ought not to be
defeated by a too strict and technical adherence
to the letter of the statute, or by the application
of artificial rules of interpretation.

Id. at 171.

When an inventor seeks reissue, the inventor must
surrender the original patent and subject the reissue
application to same examination process as a new ap-
plication. See 35 U.S.C. § 251; see also 1440 Examina-
tion of Reissue Application (R-08.2017), MPEP § 1440.
The reissue process generally allows inventors to fix
four (4) “errors” with their patents: claiming too
broadly, claiming too narrowly, defects in the specifi-
cation and defects in the drawings. See, e.g., In re
Amos, 953 F.2d at 616 (noting that “the basis for seek-
ing narrowing reissue has generally been the belated
discovery of partially-invalidating prior art. In con-
trast, a broadened reissue has generally been founded
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upon post-issuance discovery of attorney error in un-
derstanding the scope of the invention”). A reissue
seeking a broader scope must be filed within two-
years of issuance of the original patent. 35 U.S.C.
§ 251(d).

Under Section 251, the reissue claims must be for
“the invention disclosed in the original patent.” 35
U.S.C. § 251(a). Prior to Section 251, the Court re-
ferred to this requirement as the “same invention”
test. See, e.g., Battin v. Taggert, 58 U.S. 74, 85 (1854)
(stating that reissued patents must be “for the same
invention as the original patent”).

B. In 2004 The Inventors Received A Patent
For An Innovative New Method To Protect
Computers From Malware.

Mr. Rozman and Mr. Cioffi are the named inven-
tors of the patents-in-suit.2 App. 24a-25a. Former en-
gineers at Bell Laboratories and General Electric re-
spectively, they were neighbors in Murphy, Texas,
and best friends. Petitioner’s Responsive Brief (Case
No. Case: 18-1049)(AECF 27) (“Pet. RB”) at 16. Both
inventors were experts in the field of power electronics
and systems architecture. Ibid.

The invention at issue emerged from Mr. Cioffi’s
and Mr. Rozman’s personal frustration as computer
users. Pet. RB at 17. In 2004, Mr. Cioffi’s family com-
puter crashed several times after a user accidentally
downloaded malicious software (“malware”) from the

2 “Inventors” refers to Mr. Rozman and Mr. Cioffi. “Petitioners”
refers to Mr. Cioffi and Mr. Rozman’s three daughters, Melanie
Rozman, Morgan Rozman and Megan Rozman who succeeded in
their father’s interest in the patents when he passed in 2012.
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Internet. Ibid. Mr. Cioffi expressed his frustration to
Mr. Rozman, leading the two friends to discuss the
current vulnerability of computer systems to Internet-
based malware. Ibid.

In 2004, the state of the art in computer protection
was focused on scanning for known malware and pre-
venting it from gaining access to the user’s computer.
Pet. RB at 19. This method provided inadequate pro-
tection against unknown malware. Ibid.; App. 32a.
Mr. Cioffi and Mr. Rozman developed a new method
to protect Internet users from malware that could slip
past scanners and firewalls. Their method provides a
means to sequester untrusted software downloaded
from the Internet from the computer’s other programs
and files. App. 2a-5a, 32a, 35a-42a, 113a. Specifi-
cally, their invention teaches an architecture using a
logical process with its own memory space to execute
code downloaded from the Internet that might contain
malware. App. 35a-42a. The downloaded code could
then execute in its own restricted process without
harming the rest of the computer. Ibid.

In August 2004, Mr. Cioffi and Mr. Rozman filed a
patent application entitled “System and Method for
Protecting a Computer System From Malicious Soft-
ware.” That application became U.S. Patent No.
7,484,247 (the 247 patent”), which issued on January
27, 2009. App. 113a.

C. The Reissue Patents.

Upon issuance of the 247 patent, Mr. Cioffi and
Mr. Rozman studied their claims and determined that
they should have claimed additional embodiments for
their invention. App. 72a. As a result, Mr. Cioffi and
Mr. Rozman surrendered the 247 patent and sought
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to have it reissued pursuant to 35 U.S.C. § 251. App.
2a, 113a-114a. The Patent and Trademark Office
(“PTQO”) granted four (4) reissue patents, including the
three at issue here: RE43,500, RE43,528, and RE
43,529. Ibid.

The reissue patents have the same abstract and
share substantially similar specifications. App. 114a.
The patents all describe the invention of a method to
1solate suspected malware from other parts of a com-
puter by running distinct web browser processes that
are separated either logically (by applying software
techniques) or physically (by using separate proces-
sors). App. 35a-42a. As taught by the patents, when
potential malware is downloaded from the Internet,
the suspicious program executes only within the sec-
ond web browser process, thus ensuring that it cannot
damage other aspects of the computer systems and
memory space that are accessible only by the first
browser process. Ibid.

The original claims of the 247 patent all claimed
the use of two “logical processes.” App. 35a. However,
the Inventors narrowed their reissue claims to two
“browser processes.” Ibid. The examiner initially re-
jected the reissue claims in light of U.S. Patent Appli-
cation No. 2002/0002673 (known as “Narin” after the
inventor). App. 115a. The examiner argued that Narin
disclosed a method of operating a computer system us-
ing two “browser processes”’: one browser process that
was “open” and capable of accessing the Internet, and
another browser process that was “closed.” Ibid. The
inventors argued that Narin is distinguishable be-
cause Narin did not allow the closed, secure process
(i.e., the “first browser process”) to access the Internet.
App. 115a-116a.



15

The examiner rejected this argument, reasoning
that the inventors’ applications did not require the
first browser process to be a web browser process.
App. 116a. The examiner explained that, based on
the specification, the Inventor’s first browser process
could be a closed video game or word processor, which
would not distinguish Narin. Ibid. In response, the
inventors amended their applications to replace the
term “browser process” with “web browser process” to
make clear both processes could access the Internet
App. 117a.

D. The District Court Proceeding And Prior
Appeal.

In 2008, Google launched the accused product, its
Google Chrome web browser. By 2008, technology for
web browsers was fairly mature, and Google took ad-
vantage of existing security systems. Google Chrome
makes use of the malware isolation process taught by
the patents-in-suit. The browser is separated into
multiple processes, including a “browser kernel” and
“rendering engines.”

The Petitioners brought suit against Google in
2013, alleging that Google Chrome infringed the as-
serted reissue claims. App. 25a. The District Court
initially construed the term “web browser process” as
requiring a direct connection to the network, which re-
sulted in Petitioners stipulating to a judgment of non-
infringement. App. 118a-120a. The Federal Circuit
reversed, concluding that the term did not have the
direct access capability requirement. See Cioffi v.
Google, Inc., 632 Fed. App’x 1013, 1021-22 (Fed. Cir.
2015) (“Cioffi I").
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Notably, in describing the patent’s teachings re-
garding “logical processes,” the Federal Circuit in
Cioffi I recognized that a “web browser process” was a
predominant species of the broader term. App. 114a.
It explained that the specification “describe[s] com-
puter processes, separated either logically or physi-
cally (using separate processors), into first and second
browser processes” and that Figure 1 (which refers to
“logical processes”) illustrates “a first web browser
process executed within first processor 120 . . . [and] a
second web browser process executed within second
processor 140[.]” Ibid.

On remand, the District Court set the case for trial
and Petitioners prevailed. App. 8a. The jury found
that the reissue claims were valid and infringed and
awarded $20 million in past damages. App. 19a-20a.
On post-trial review, the District Court rejected
Google’s Section 251 “original patent” defense because
1t was undisputed that a “web browser process” was a
species of both a “logical process” and “Interactive net-
work process,” and the original ’247 patent described
the “interactive network process” architecture in ap-
propriate detail. App. 43a, 88a-89a.

In finding Google did not meet its burden of clear-
and-convincing evidence that the specification did not
adequately disclose two web browser processes for
purposes of the “original patent” test, the District
Court relied on the following facts:

e The “interactive network process” embodiment
in the original patent specification was ex-
pressly not limited to an online gaming process,
but instead made clear online gaming was just
one example. App. 84a-85a.
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e That “Interactive network process status data”
disclosed in Figure 6 and Column 14 was like-
wise not limited to “game status data,” and was
again just one example where earlier in the
specification it discloses “gaming, messaging,
and browsing” as interactive applications that
are the subject of the invention. Ibid. The Dis-
trict Court further noted the “interactive net-
work process” embodiment disclosed P1 120 con-
necting to the “network,” which is defined in the
specification as “Internet, a LAN, WAN, VPN,
etc.” App. 85a.

e That Plaintiffs’ expert, Dr. Dunsmore, testified
credibly that a person of skill in the art would
recognize that (1) “interactive network process”
encompasses web browser processes, and (2) “in-
teractive network process status data” encom-
passes “website data” and thus Figure 6 and
Column 14 discloses the use of two web browser
processes. App. 13a-14a, 88a.

e Google conceded “web browser processes” are a
narrower subspecies of “logical processes” and
Google’s invalidity expert went so far as to call
the ’247 Patent’s “first logical process” the “same
as the first web browser process.” App. 43a, 88a.

The District Court also concluded that Google’s ar-
guments were contradictory:

Google contends that the 247 Patent specifica-
tion does not clearly disclose a first “web
browser process” for purposes of the original pa-
tent requirement because the specification’s
disclosure of a first “logical process” is not spe-
cific enough and that “logical processes” could
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refer to a number of different software pro-
cesses besides “web browser processes.” How-
ever, when alleging improper recapture, Google
contends that the patents’ “first logical process”
includes a process that “could ‘access website
data,” which is the precise definition of a “web
browser process.” If a person of ordinary skill
would recognize that the 247 Patent specifica-
tion’s disclosure of a “first logical process” en-
compasses a “web browser process,” then nar-
rowing the disclosed “logical process” to directly
claim a known subspecies (i.e., the “web
browser process” of the Asserted Claims) is
clearly and unequivocally within the scope of
the original invention disclosed in the 247 Pa-
tent specification.

App. 89a (internal citations omitted).
Google appealed.

E. The Federal Circuit Reversed The Trial
Court.

The Federal Circuit reversed in a unanimous un-
published decision. The Federal Circuit accepted the
District Court’s findings that the use of two web
browser processes were encompassed within the scope
of the expressly disclosed “interactive network pro-
cess’ embodiment. App. 12a-15a, 17a. But the Fed-
eral Circuit concluded that this disclosure was insuf-
ficient because the exact words “web browser process”
did not appear in the specification and the evidence
did not show that “the terms ‘interactive network pro-
cess’ and ‘web browser process’ are synonymous or
otherwise equivalent in meaning.” App. 14a, 17a.
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The Federal Circuit began its review of the law by
noting this Court’s decision in Corbin Cabinet Lock
Co. v. Eagle Lock Co. defined the standard for “broad-
ening” reissue:

‘[T]o warrant new and broader claims in a reis-
sue, such claims must not be merely suggested
or indicated’ in the original patent, ‘but it must
further appear from the original patent that
they constitute parts or portions of the inven-
tion, which were intended or sought to be cov-
ered or secured by such original patent.’

App. 10a (quoting Corbin Cabinet Lock Co., 150 U.S.
38, 42-43 (1893)).

The Federal Circuit then noted this Court in U.S.
Industrial Chemical “expanded” the above standard
by requiring that “[i]t must appear from the face of
the instrument that was it [sic] covered by the reissue
was intended to have been covered and secured by the
original.” App. 10a (quoting U.S. Indus. Chem, 315
U.S. at 676). Finally, the Federal Circuit noted that in
1ts more “recent cases” addressing original patent the
court has held that:

[I]n order to satisfy the original patent require-
ment, the invention claimed on reissue must be
‘more than merely suggest[ed] or indicat[ed] by
the specification of the original patent. Instead,
we have explained, the specification of the orig-
1nal patent ‘must clearly and unequivocally dis-
close the newly claimed invention as a separate
invention.’ That is, we have interpreted the orig-
inal patent requirement to require that ‘the exact
embodiment claimed on reissue [be] expressly
disclosed in the specification.’
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App. 11a (emphasis added)(internal citation omitted).

The Federal Circuit next turned to the standard
used by the District Court to analyze Google’s original
patent defense. The Federal Circuit faulted the Dis-
trict Court for applying a standard where a “broad em-
bodiment” disclosed in the original patent specifica-
tion would satisfy the original patent requirement for
a narrower reissue claim not “expressly described in
the specification, as long as the narrow embodiment
was nevertheless encompassed by the broad disclo-
sure.” App. 14a-15a. The Federal Circuit found this
standard “more lenient” than the standard announced
in Antares. Ibid.

Finally, applying the higher “exact embodiment”
standard announced in Antares, the Federal Circuit
turned to the ’247 patent specification. The court
noted a skilled artisan would need to make “three re-
lated inferences” from the specification “to arrive at
the embodiments recited in the asserted claims.” App.
15a-17a. All three inferences required a skilled arti-
san to recognize that the broader term disclosed in the
specification encompassed the narrower term used in
the reissue claims. Ibid. Ultimately, because a skilled
artisan would have to make these inferences that nar-
rower claim terms were encompassed within a
broader express disclosure, the asserted reissue pa-
tents failed the original patent requirement because
the original specification failed to disclose the “exact
embodiment” in the reissue claims. 1bid.

The Federal Circuit’s decision invalided all four (4)
asserted reissue claims thus reversing the District
Court and vacating the underlying jury verdict. The
Petitioners petitioned for rehearing and rehearing en
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banc, which the Federal Circuit denied. App. 136a-
143a.

REASONS FOR GRANTING THE PETITION

I. Antares Goes Too Far And Upsets The Bal-
ance Struck By This Court’s Precedent And
Earlier Federal Circuit Decisions.

The Federal Circuit’s “exact embodiment” stand-
ard established by Antares finds no support in the
plain language of Section 251. Indeed, the Federal
Circuit relies on this Court’s language in U.S. Indus-
trial Chemical as the basis for its “exact embodiment”
standard. U.S. Industrial Chemical does not support
the Federal Circuit’s higher standard. Furthermore,
the Federal Circuit’s “exact embodiment” standard
conflicts with its own precedent which also purported
to follow U.S. Industrial Chemical, but recognized a
more flexible test akin to “written description.” An-
tares’ heightened standard goes too far and upsets the
balance struck by this Court to allow for corrections to
1ssued patents, and denies inventors their limited mo-
nopoly rights on otherwise patentable inventions.

A. Antares’ Higher Standard Is Contrary To
This Court’s Precedent.

The Court last visited the disclosure requirements
for broadening reissue claims in 1942 in U.S. Indus-
trial Chemical. The respondent patentee had sued the
petitioner for infringement of respondent’s reissue pa-
tent, and the petitioner argued the reissue patent was
invalid because it was not for the “same invention” as
the original patent. U.S. Indus. Chem., 315 U.S. at
669-70. The respondent’s original patent specification
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described a method for oxygenizing Ethylene by intro-
ducing ethylene, oxygen and water into a heated reac-
tion. However, two (2) of respondent’s reissue claims
dropped the step of adding water to the reaction which
was described in the original specification as essen-
tial. Id. at 677. The petitioner argued that removal of
this “essential” step caused the reissue claims to be
broadened and for a different invention. Id. at 671.

The respondent first argued the reissue claims
qualified as the same invention because the claims
still contained the introduction of water. The respond-
ent argued that the reissue claims required the intro-
duction of oxygen, and oxygen could be that of “air”
which contains water vapor. U.S. Indus. Chem., 315
U.S. at 671. Second, the respondent argued a skilled
artisan would know the step of adding water was im-
material to the inventive process, and thus demon-
strates the reissue claims that excluded the introduc-
tion of water were within the scope of respondent’s
original patent. Id. at 677-78.

The Court framed the issue as follows: “[t]his dis-
pute must be resolved by a comparison of the disclo-
sures of the two instruments. If that comparison leads
to the conclusion that the reissue is not for the same
invention as the original, the reissue is void as not
within the terms of the statute.” Id. at 671. The Court
reviewed its prior precedent noting that a reissue pa-
tent is for the same invention:

[I]f the reissue fully describes and claims the
very invention intended to be secured by the
original patent; if the reissue describes and
claims only those things which were embraced
in the invention intended to have been secured
by the original patent; if the broader claims in
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the reissue are not merely suggested or indi-
cated in the original specification but constitute
parts or portions of the invention which were
intended or sought to be covered or secured by
the original patent. . .. And it is not enough that
an invention might have been claimed in the
original patent because it was suggested or in-
dicated in the specification. It must appear
from the face of the instrument that what is
covered by the reissue was intended to have
been covered and secured by the original.

U.S. Indus. Chem., 315 U.S. at 67576 (internal cita-
tions omitted).

The Court consulted the original specification and
noted that “[o]n the face of the papers” the addition of
water to the reaction was an “integral part of the
whole operation” where the reissue patent treated the
addition of water as optional and immaterial. Id. at
676-77. The Court concluded the reissue omitted a
step that was described as essential in the original pa-
tent.

In rejecting respondent’s argument that a skilled
artisan would have known the introduction of water
was immaterial, the Court confirmed that “it is per-
missible, and often necessary, to receive expert evi-
dence to ascertain the meaning of a technical or scien-
tific term or term of art so that the court may be aided
in understanding not what the instruments mean but
what they actually say.” Id. at 678. However, in this
particular instance, it was improper for respondent
“to enlarge the scope of the original patent by recourse
to expert testimony to the effect that a process de-
scribed and claimed in the reissue, different from that
described and claimed in the original patent, is,
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because equally efficacious, in substance that claimed
originally.” Id. at 678.

The Court further rejected respondent’s argument
that the reissue patents still required use of water
through the introduction of “air.” The reissue claims
only required the introduction of “oxygen” which could
be “the oxygen of air.” U.S. Indus. Chem., 315 U.S. at
680. Accordingly, even accepting respondent’s charac-
terization, the actual introduction of water was still
only optional under the 