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NoOTE: This order is nonprecedential.

United States Court of Appeals
for the Federal Circuit

RPX CORPORATION,
Appellant

V’

CHANBOND LLC,
Appellee

2017-2346

Appeal from the United States Patent and Trade-
mark Office, Patent Trial and Appeal Board in No.
IPR2016-00234.

ON MOTION

Before REYNA, LINN, and HUGHES, Circuit Judges.

LINN, Circuit Judge.

ORDER
(Filed Jan. 17, 2018)

RPX Corporation appeals the determination of the
Patent Trial and Appeal Board (“Board”) that RPX did
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not show claims 1-31 of ChanBond LLC’s U.S. Patent
No. 7,941,822 (“the 822 patent”) to be unpatentable.
Though ChanBond has asserted the 822 patent in lit-
igation in the United States District Court for the Dis-
trict of Delaware against others, it has not accused
RPX of infringement. ChanBond contends that RPX
therefore lacks standing to file this appeal and moves
to dismiss. RPX opposes the motion. ChanBond replies.
We agree with ChanBond and grant the motion.

I

RPX’s “core business is in acquiring patent rights
on the open market and in litigation to achieve peace-
ful resolution of patent disputes through rationally
negotiated transactions.” Appellant’s Opp’n at 1 (“Op-
position”). In 2013, “RPX created a new business initi-
ative called the ‘Patent Quality Initiative’. . .in which
RPX began challenging weak patents through the [in-
ter partes review (‘IPR’)] process.” Id. at 4. In the in-
dustry of non-defendant IPR petitioners,! RPX seeks to
distinguish itself by filing only “high quality IPR chal-
lenges” and publicly markets its success based on in-
stitution rates and cancellation rates in IPRs. Id. at 5.
Contending that it typically realizes no direct mone-
tary benefit by virtue of filing IPRs, RPX states that it
relies on the enhanced reputational goodwill gener-
ated by its successful IPR challenges. Id. According to
RPX, the Board’s determination regarding the ’822

! RPX states that its primary competitors in this market are
Unified Patents and Askeladden L.L.C.
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patent ended RPX’s “record of claim cancellation in
every [final written decision].” Id. at 7.2

II

“Standing to sue is a doctrine rooted in the tradi-
tional understanding of a case or controversy” required
by Article III. Spokeo, Inc. v. Robins, ___ U.S. ___, 136
S. Ct. 1540, 1547 (2016). To meet the constitutional
minimum for standing a party must demonstrate that
it has suffered an injury in fact that is fairly traceable
to the challenged action and that the injury is likely
to be redressed by a favorable judicial decision. Id. at
1547 (citing Lujan v. Defs. of Wildlife, 504 U.S. 555, 560
(1992)).

To establish an injury in fact, a party must show
that it suffered an injury that is “both concrete and
particularized.” Id. at 1548 (citation and internal quo-
tation marks omitted). “To constitute a concrete injury,
the harm must actually exist or appear imminent.”
Phigenix, Inc. v. Immunogen, Inc., 845 F.3d 1168, 1171
(Fed. Cir. 2017) (citation and quotation omitted). A
“concrete and particularized reputational injury” can
give rise to standing. Shukh v. Seagate Tech., LLC, 803
F.3d 659, 663 (Fed. Cir. 2015) (explaining that in an ac-
tion to correct inventorship under 35 USC § 256 “if the

2 RPX claims it “has filed 42 IPR petitions, settled 3 proceed-
ings before institution, achieved institution of trial on 95% of the
petitions reaching a decision on institution on the merits, and
compelled cancellation of claims in 16 out of 17 proceedings that
reached a final written decision.” Opposition at 4.
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claimed inventor can show that being named as an in-
ventor on a patent would affect his employment, the
alleged reputational injury likely has an economic
component sufficient to demonstrate Article III stand-
ing”).

In Phigenix, this court held that the “summary
judgment burden of production applies in cases where
an appellant seeks review of a final agency action and
its standing comes into doubt.” 845 F.3d at 1172-73 (ci-
tation omitted). We also explained that in cases where
standing was not an issue before the agency, an appel-
lant could submit additional evidence to the court of
appeals by declaration or other evidence. Id. at 1173.
Such a declaration must set out facts that would be ad-

missible in evidence and not be merely a conclusion of
law. Id. at 1174.

ITI

RPX argues that it has suffered at least three
types of injury sufficient to establish standing: injury
to its statutory rights; injury to its standing relative to
competitors; and injury to its reputation of successfully
challenging wrongfully issued patent claims.

RPX contends the Board’s decision injures its
“statutory right to compel cancellation of claims on un-
patentable inventions” and its “right to file multiple
IPR petitions on the same patent claims.” Opposition
at 15, 16.
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As to a right to compel cancellation of claims on
unpatentable inventions, this issue was settled in Con-
sumer Watchdog v. Wisconsin Alumni Research Foun-
dation, 753 F.3d 1258 (Fed. Cir. 2014). While that case
dealt with the statutes governing inter partes reexam-
ination proceedings, the reasoning applies equally to
the relevant statues governing IPR proceedings. See
also Phigenix, 845 F.3d at 1175-76 (applying the rea-
soning of Consumer Watchdog in concluding that the
IPR estoppel provision does not constitute an injury in
fact). “The statute at issue here allowed any third
party to request [review], and, where granted, allowed
the third party to participate.” Consumer Watchdog,
753 F.3d at 1262. “The statute did not guarantee a par-
ticular outcome favorable to the requestor.” Id. RPX
“was permitted to request [review] and participate
once the PTO granted its request. That is all the stat-
ute requires.” Id.

The court in Phigenix rejected an argument that
an appellant suffered an injury sufficient to confer
standing based on its right to file multiple petitions on
the same patent when the appellant is not engaged in
any activity that would give rise to an infringement
suit. See Phigenix, 845 F.3d at 1175-1176 (holding that
the estoppel provision of 35 U.S.C. § 315(e)(1) did not
constitute an injury in fact when the appellant “is not
engaged in any activity that would give rise to a possi-
ble infringement suit” (internal quotation marks and
citation omitted)). It is undisputed that RPX is not en-
gaged in any potentially infringing activity regarding
the ’822 patent. Accordingly, RPX’s argument that the
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Board’s decision injured RPX by impeding its “right to
file multiple IPR petitions on the same patent claims,”
Opposition at 16, must fail.

RPX next argues that the Board’s decision injures
RPX’s “standing relative to competitors.” Opposition at
17. To the extent RPX is alleging competitor standing
as a separate ground for satisfying the Article III
standing requirement, its arguments are unavailing.
The doctrine of competitor standing “relies on eco-
nomic logic to conclude that a plaintiff will likely suffer
an injury-in-fact when the government acts in a way
that increases competition or aids the plaintiff’s com-
petitors.” Can. Lumber Trade All. v. United States, 517
F.3d 1319, 1332, 1333 (Fed. Cir. 2008) (a party may es-
tablish that it was more likely than not it would be in-
jured by the challenged government distributions to its
competitors and empirical evidence was not required).
The cases that RPX cites do not support standing in
the circumstances of this case. See Am. Inst. of Certi-
fied Pub. Accountants v. IRS, 804 F.3d 1193, 1197 (D.C.
Cir. 2015) (“[T]he basic requirement common to all our
cases is that the complainant show an actual or immi-
nent increase in competition, which increase we recog-
nize will almost certainly cause an injury in fact.”
(internal quotation marks and citation omitted));
Sherley v. Sebelius, 610 F.3d 69, 73-74 (D.C. Cir. 2010)
(holding researchers had standing to challenge agency
guidelines that they alleged increased competition for
government grants). With the evidence submitted, RPX
has not demonstrated that the Board’s determination
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increased or aids the competition in the market of the
non-defendant IPR petitioners.

Finally, RPX asserts that the Board’s determina-
tion injures RPX’s reputation of successfully challeng-
ing wrongfully issued patent claims. This position is
unconvincing, as RPX’s documents submitted on ap-
peal do not demonstrate a concrete and particularized
reputational injury. RPX relies upon the declaration of
William W. Chuang, Senior Vice President of Client Re-
lations at RPX, to argue that the Board’s determina-
tion “tarnishes RPX’s record in IPR proceedings, which
injures RPX’s standing vis-a-vis its closest competi-
tors,” and “inevitably tarnishes RPX’s reputation for
expertise and success challenging patents in IPR pro-
ceedings.” Opposition at 16-17.

Mr. Chuang concedes that he is “unable to quan-
tify the reputational and economic harm” caused by
the Board’s decision. Decl. of William W. Chuang at 5.
The evidence submitted indicates that customers con-
sider a variety of items when choosing a non-defendant
IPR filing entity. See Decl. of Linda Schroeder in Supp.
of Appellant RPX Corporation’s Oppn to Mot. to Dis-
miss, Exh. C at 3-4 (identifying “what sets Unified [Pa-
tents] apart” to be the following practices: challenging
patents early, challenging anyone, refusing to pay, re-
fusing to incentivize, acting independently as the sole
real-party in interest, and educating non-practicing
entities to ensure they know that low quality patents
will be challenged); id. at Exhs. D-J, N, P (including
Askeladden website excerpts touting its various IPR
filings and announcements of specific successful IPRs).
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Therefore the Chuang declaration is insufficient evi-
dence that a concrete and particularized harm will oc-
cur.

The court concludes that RPX lacks Article III
standing to appeal the Board’s decision affirming the
patentability of claims 1-31 of the ’822 patent.

Accordingly,
IT IS ORDERED THAT:
(1) The stay of proceedings is lifted.

(2) The motion to dismiss is granted. The appeal
is dismissed.

(3) Each side shall bear its own costs.

For THE COURT

/s/ Peter R. Marksteiner
Peter R. Marksteiner
Clerk of Court

s25
ISSUED AS A MANDATE: January 17, 2018
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UNITED STATES PATENT
AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL
AND APPEAL BOARD

RPX CORPORATION,
Petitioner,

V.

CHANBOND LLC,
Patent Owner.

Case IPR2016-00234
Patent 7,941,822 B2

Before JONI Y. CHANG, JENNIFER S. BISK, and
JACQUELINE T. HARLOW, Administrative Patent
Judges.

HARLOW, Administrative Patent Judge.

FINAL WRITTEN DECISION
35 US.C. § 318(a) and 37 C.F.R. § 42.73

Paper No. 28
Entered: May 25, 2017

I. INTRODUCTION

Petitioner, RPX Corporation (“RPX”), filed a Peti-
tion on November 20, 2015, requesting an inter partes
review of claims 1-31 of U.S. Patent No. 7,941,822 B2
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(Ex. 1001, “the ’822 patent”). Paper 1 (“Pet.”). Patent
Owner, ChanBond LLC (“ChanBond”), filed a Prelimi-
nary Response on March 10, 2016. Paper 6 (“Prelim.
Resp.”). We determined that the information presented
in the Petition demonstrated that there was a reason-
able likelihood that RPX would prevail with respect to
at least one challenged claim. Pursuant to 35 U.S.C.
§ 314, we instituted trial on June 6, 2016, as to claims
1-31 of the 822 patent. Paper 7 (“Dec.”).

After institution, ChanBond filed a Patent Owner’s
Response. Paper 10 (“PO Resp.”). RPX filed a Reply to
the Patent Owner’s Response to Petition. Paper 12
(“Pet. Reply”). Oral hearing was held January 30, 2017,
and the transcript of the oral hearing has been entered
into the record as Paper 23.

This final written decision is entered pursuant to
35 U.S.C. § 318(a). We have jurisdiction under 35 U.S.C.

§ 6.

We hold that RPX has not demonstrated by a pre-
ponderance of the evidence that claims 1-31 of the 822
patent are unpatentable under 35 U.S.C. § 102(b) and
35 U.S.C. § 103(a).

A. Related Matters

The ’822 patent is asserted in several cases in the
District of Delaware. Pet. 2-3; Paper 4, 2-3; Paper 15, 2-
3. In addition, we have instituted inter partes review of
claims 1, 2, 5, 6, 19, 20, 23, and 29 of the 822 patent in
IPR2016-01744.
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B. The ’822 Patent

The ’822 patent is entitled “Intelligent Device Sys-
tem and Method for Distribution of Digital Signals on
a Wideband Signal Distribution System.” Ex. 1001,
[54]. The 822 patent is directed to a “system and
method for distribution of digital signals onto, and off
of, a wideband signal distribution system.” Ex. 1001,
1:24-28. Specifically, the ’822 patent describes an “in-
telligent device” that receives an RF signal that has
been modulated onto two or more RF channels, and
combines that information back into a single stream.
Id. at 10:55-11:31.

Figure 5 is reproduced below:

2
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Figure 5 of the 822 patent illustrates the signal path
from intelligent device 502 to addressable devices 202.
Id. at 10:55-11:31.
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As depicted in Figure 5, RF splitter 214 splits the
signal entering intelligent device 502, and sends infor-
mation regarding the RF channels in use to RF system
channel detector 239. Id. at 10:55-60. In addition, the
modulated RF signal is differentiated into an IP por-
tion and a non-IP portion, according to the information
frequency on the incoming carrier. Id. at 10:60-64. The
non-IP portion of the signal passes through bandpass
filter 216 and is fed to a standard RF television or com-
puter outlet. Id. at 10:66-11:2. The IP portion of the sig-
nal passes through bandpass filter 218, and is
demodulated by demodulator 220, which strips the RF
carrier signal from the digital baseband signal. Id. at
11:15-20. Subsequently, the digital signals are com-
bined by digital combiner 212, to achieve a parallel to
serial conversion. Id. at 11:20-25. This signal is routed
to addressable device 202. Id. at 11:25-31.

C. Illustrative Claim

Of the challenged claims, claims 1 and 19 are in-
dependent. Claim 1, reproduced below, is illustrative of
the claimed subject matter.

1. An intelligent device for receiving and
processing RF signals, comprising:

an input configured to receive a modu-
lated RF signal containing multiple channels,
and to receive channel in use information
which identifies each channel in the modu-
lated RF signal that includes information ad-
dressed to at least one addressable device;
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a demodulator unit configured to demod-
ulate at least two channels contained in the
modulated RF signal when the channel in use
information identifies the at least two chan-
nels as containing information addressed to
the at least one addressable device; and

a combiner configured to combine the at
least two channels demodulated by the de-
modulator unit into a digital stream when the
channel in use information identifies the at
least two channels as containing information
addressed to the at least one addressable de-
vice, and to output the digital stream to the at
least one addressable device.

Ex. 1001, 12:22-40. Claim 19 recites a similar device,
but requires “a detector configured to detect each chan-
nel contained in the received modulated RF signal that
includes information addressed to at least one address-
able device, and to generate channel in use information
identifying each channel that includes information ad-
dressed to the at least one addressable device” (id. at
15:5-10), in lieu of “an input configured to . . . receive
channel in use information which identifies each chan-
nel in the modulated RF signal that includes infor-
mation addressed to at least one addressable device”
(id. at 12:24-28), as recited by claim 1.

D. Prior Art Relied Upon

In its Petition, RPX relies upon the following prior
art references (Pet. 17-18, 40-41, 54-55, 56-57):
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Ollikainen US 6,377,981 B1  Apr. 23, 2002 (Ex. 1012)
Otten US 6,522,865 B1  Feb. 18,2003 (Ex. 1011)
Grindahl US 7,633,893 B2 Dec. 15, 2009 (Ex. 1010)
Rakib US 2004/0172658 A1 Sept. 2, 2004 (Ex. 1007)
Haugli WO 99/49592 Sept. 30, 1999 (Ex. 1009)

Data-Over-Cable Service Interface Specifications, Ra-
dio Frequency Interface Specification, SP-RFI-104-980724,
Interim Specification (1998) (“DOCSIS 1.1.4”7) (Ex.
1005).

E. Instituted Grounds of Unpatentability

We instituted the instant trial based on the follow-
ing grounds of unpatentability:

Claims Basis Reference(s)

1-31 § 103(a) |Rakib and DOCSIS 1.1.4
1-9, 16, 19-25, 29, |§ 103(a)|Haugli and Grindahl

and 31
10, 11, and 26 § 103(a) |Haugli, Grindahl, and

Otten
12-14, 17, 18, 27, |§ 103(a) |Haugli, Grindahl, and
and 28 Ollikainen

II. ANALYSIS
A. Claim Construction

In an inter partes review, claim terms in an unex-
pired patent are given their broadest reasonable inter-
pretation in light of the Specification of the patent in
which they appear. 37 C.F.R. § 42.100(b). Under the
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broadest reasonable interpretation standard, claim
terms are given their ordinary and customary meaning
as would be understood by one of ordinary skill in the
art in the context of the entire disclosure. In re Trans-
logic Tech., Inc., 504 F.3d 1249, 1257 (Fed. Cir. 2007).
Only those terms that are in controversy need be con-
strued, and only to the extent necessary to resolve the
controversy. Vivid Techs., Inc. v. Am. Sci. & Eng’g, Inc.,
200 F.3d 795, 803 (Fed. Cir. 1999).

1. “digital stream” and “digital information
stream”

Claims 1 and 19, the sole independent claims of
the ’822 patent, each recite:

a combiner configured to combine the at least
two channels demodulated by the demodula-
tor unit into a digital stream when the chan-
nel in use information identifies the at least
two channels as containing information ad-
dressed to the at least one addressable device,
and to output the digital stream to the at least
one addressable device.

Ex. 1001, 12:34-40; 15:16-23 (emphasis added). In ad-
dition, dependent claims 8, 16, 17, 25, and 31, further
recite “the digital stream” or “a respective digital
stream,” and dependent claims 13, 14, 18, 27, and 28
recite a “digital information stream.” Id. at 13:42-43,
14:11, 14:19, 14:48, 14:56, 14:63, 16:16, 16:47, 16:54,
18:11.
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ChanBond contends that the “digital stream” of
claims 1 and 19 must be “a common, i.e., the same, dig-
ital stream that is output to the at least one addressa-
ble device.” PO Resp. 27. ChanBond’s expert, Scott M.
Nettles, Ph.D., elaborates on ChanBond’s conception of
a “digital stream,” testifying that a “stream” is com-
prised of data packets that are part of the same com-
munication, and that are differentiated from other
packets in some way beyond that they share the same
destination address. Ex. 2006  18.

Importantly, the packets of a stream are dif-
ferentiated in some fashion (other than mere
destination address) from other packets that
may be transmitted over a common communi-
cation path so that the packets of the stream
are recognized as being part of the same over-
all communication. This requires more than
having the packets addressed to the same des-
tination. Further information is needed so
that the receiver recognizes the packets as be-
ing part of a common communication and, of-
ten, have a relationship (e.g., temporal or
otherwise) to one another.

Id. This notion that the packets of a stream must be
differentiated from other packets that may be sent
over the same communication path, beyond by having
a different destination address, is central to Chan-
Bond’s contention that the challenged claims are non-
obvious in view of Rakib and DOCSIS 1.1.4. See PO
Resp. 27-37.
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RPX agrees with ChanBond that, as it is used in
the ’822 patent, the claim term “digital stream” means
“a common (i.e., the same) digital stream.” Pet. Reply 2
(quoting PO Resp. 27). RPX disagrees, however, with
Dr. Nettles’ contention that the data packets of a digi-
tal stream “should somehow be related based on their
content or have any other ‘relationship (e.g., temporal
or otherwise) to one another.” Id. at 4 (quoting Ex.
2006 q 18). In this regard, RPX asserts that “[t]he '822
patent is agnostic as to the content of the packets that
flow through its system.” Id. at 3-4.

i

We agree with the parties that the “digital stream’
and “digital information stream” of the 822 patent re-
fer, respectively, to “a common digital stream” and “a
common digital information stream.” This understand-
ing comports with the plain language of the claims. For
example, independent claims 1 and 19 each recite “a
combiner configured to combine the at least two chan-
nels demodulated by the demodulator unit into a digi-
tal stream when the channel in use information
identifies the at least two channels as containing infor-
mation addressed to the at least one addressable de-
vicel.]” Ex. 1001, 12:34-40, 15:17-23. Claims 13 and
27 likewise recite that “the combiner is configured
to output the digital information demodulated by
the wireless demodulator unit as an outgoing digital
information streaml[.]” Id. at 14:9-12, 16:45-48. Thus,
the claims contemplate combining channels, or infor-
mation, into a common stream.

The specification of the 822 patent lends further
support to this understanding of “digital stream” and
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“digital information stream.” For example, the specifi-
cation teaches a preferred embodiment in which eight
ten megabits per second signals are combined by a
digital combiner such that “the signal exiting the digi-
tal combiner 410 would exit at eighty megabits per sec-
ond.” Id. at 9:41-44. The resultant 80 megabits per
second signal is subsequently described as an “80 meg-
abits per second digital stream[.]” Id. at 10:12-13.

The broadest reasonable interpretation of the
claim terms “digital stream” and “digital information
stream” includes no requirement, however, that the
packets of the recited stream must be differentiated
from other packets by more than destination address.
As explained above, independent claims 1 and 19 of the
"822 patent describe the “digital stream” as the product
of the combiner combining demodulated channels
identified as having information addressed to an ad-
dressable device. Ex. 1001, 12:29-40, 15:11-23. Claims
1 and 19 additionally state that the digital stream is
output to the addressable device. Id. Neither claim 1
nor claim 19 recites further detail concerning the char-
acteristics of the packets of the “digital stream.” Id.

Moreover, the dependent claims of the ’822 patent
suggest that a “stream” may include unrelated content
from different sources that is addressed to different
destinations. For example, claims 14 and 28, which
depend indirectly from claims 1 and 19, respectively,
recite that the “combiner is configured to combine
the digital information demodulated by the wireless
demodulator unit with digital information received
from at least one addressable device, and output the
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combined digital information as the outgoing digital
information stream to the wideband distribution unit.”
Ex. 1001, 14:14-19, 16:49-54. Thus, by their plain lan-
guage, these claims contemplate that the digital infor-
mation to be combined may be received from more than
one addressable device, and remain agnostic regarding
the relationship between the packets in a stream, or
the ultimate destination of those packets. See Ex. 1020,
96:11-97:8 (testimony by Dr. Nettles that claims 13 and
14 of the 822 patent refer to a “digital information
stream” that may include packets from different de-
vices, relating to different content, going to different
destinations).

The specification of the ’822 patent is likewise con-
sistent with an understanding of the claim terms “dig-
ital stream” and “digital information stream” as being
free from any requirement that the packets of the re-
cited stream be differentiated from other packets by
more than destination address. Aside from the claims
themselves, the specification of the 822 patent uses
the term “digital stream” in only a single instance, to
describe signal throughput (the specification nowhere
uses the term “digital information stream”). Ex. 1001,
10:10-14. The specification explains that “the channel
width can, for example, be increased from 6 MHz per
channel to 12 MHz per channel in order to accommo-
date, for example, the 80 megabits per second digital
stream, if adjacent channel space is available or un-
used.” Id. Notably absent from the discussion of the
“digital stream” in the specification of the ’822 patent
is any mention of a requirement that the packets of
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such a stream must be related to each other, or must
otherwise be differentiated from other packets that
may be transmitted over the same communications
path based on something beyond destination address.
Id. Rather, as Dr. Nettles acknowledges, the 80 megabit
per second digital stream described in the specification
includes data “coming from different devices” (Ex.
1020, 79:4-6), that is “not all related to the same con-
tent” (id. at 79:16-19).

Accordingly, while we agree with the parties that
the broadest reasonable interpretations of the claim
terms “digital stream” and “digital information stream”
refer, respectively, to “a common digital stream” and
“a common digital information stream,” we decline to
read into those claim terms any requirement that the
relevant “stream” be comprised of data packets that
are part of the same communication, and that are dif-
ferentiated from other packets in some way beyond
that they share the same destination address. Never-
theless, for completeness, we observe that our conclu-
sions regarding the obviousness of the challenged
claims under each instituted ground of unpatentabil-
ity, set forth below, apply with equal force regardless of
whether the terms “digital stream” and “digital infor-
mation stream” are deemed to require that the packets
in the relevant stream be comprised of data packets
that are part of the same communication, and differen-
tiated from other packets in some way beyond by des-
tination address.
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2. Other Claim Terms

In the Decision on Institution, we concluded that
the claim terms “when,” “detector,” “additive signal,”
and “channel identification information,” for which
RPX proffered constructions in its Petition (Pet. 7-9),
did not require express construction, and should be
given their plain and ordinary meaning. Dec. 6. Nei-
ther RPX nor ChanBond challenges our determination
that the plain and ordinary meaning of each of these
terms applies in the instant proceedings. Pet. Reply 1
(“RPX agrees with the Board that affording those
terms their ordinary and customary meaning is appro-
priate for the purposes of these proceedings.”); PO
Resp. 21 (“[TThe term ‘when’ requires only its ‘ordinary
and customary meaning.’ ... [T]lhe term ‘detector’ is
used in accordance with its regular and customary
meaning[.]”), 25 (“Insofar as this construction is con-
sistent with the ‘ordinary and customary meaning’ of
this term, Patent Owner agrees, however, it should not
be limited unnecessarily by the cited examples from
the specification referenced by Petitioner.”), 26 (“[T]he
claim is plain in meaning as written, no further con-
struction is necessary.”).

Accordingly, we conclude that none of the claim
terms “when,” “detector,” “additive signal,” and “chan-
nel identification information,” requires express con-
struction, and afford each term its plain and ordinary
meaning.
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B. Principles of Law

A patent claim is unpatentable under 35 U.S.C.
§ 103(a) if the differences between the claimed subject
matter and the prior art are such that the subject mat-
ter, as a whole, would have been obvious at the time
the invention was made to a person having ordinary
skill in the art to which said subject matter pertains.
KSR Int’l Co. v. Teleflex Inc., 550 U.S. 398, 406 (2007).
The question of obviousness is resolved on the basis of
underlying factual determinations including: (1) the
scope and content of the prior art; (2) any differences
between the claimed subject matter and the prior art;
(3) the level of ordinary skill in the art; and (4) objec-
tive evidence of nonobviousness. Graham v. John Deere
Co.,383 U.S. 1, 17-18 (1966).

In assessing obviousness,

[olften, it will be necessary for a court to look
to interrelated teachings of multiple patents;
the effects of demands known to the design
community or present in the marketplace;
and the background knowledge possessed by
a person having ordinary skill in the art, all
in order to determine whether there was an
apparent reason to combine the known ele-
ments in the fashion claimed by the patent at
issue. To facilitate review, this analysis should
be made explicit.

KSR, 550 U.S. at 418. “[R]ejections on obviousness
grounds cannot be sustained by mere conclusory state-
ments; instead, there must be some articulated reason-
ing with some rational underpinning to support the
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legal conclusion of obviousness.” In re Kahn, 441 F.3d
977, 988 (Fed. Cir. 2006).

The level of ordinary skill in the art may be re-
flected by the prior art of record. See Okajima v.
Bourdeau, 261 F.3d 1350, 1355 (Fed. Cir. 2001); In re
GPAC Inc., 57 F.3d 1573, 1579 (Fed. Cir. 1995); In re
Oelrich, 579 F.2d 86, 91 (CCPA 1978).

C. Obviousness Grounds of Unpatentability Based
on Rakib and DOCSIS 1.1.4

RPX asserts that claims 1-31 are unpatentable un-
der § 103(a) as obvious in view of Rakib and DOCSIS
1.1.4. Pet. 17-40. Claims 2-18 depend, directly or indi-
rectly, from claim 1, and claims 20-31 depend, directly
or indirectly, from claim 19. In support of its assertion,
RPX relies upon the Declaration of Frank Koperda
(“Koperda Declaration,” Ex. 1002), and the Declaration
of Christie Poland (“Poland Declaration,” Ex. 1019).

1. Rakib

Rakib describes a gateway for coupling a local area
network connected to peripheral devices located at a
customer’s premises to “one or more external networks
that deliver analog signals bearing analog video . . .,
or modulated with digital video-on-demand data, or IP
packets bearing IP telephony data or data from the in-
ternet.” Ex. 1007, Abstract.
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Figure 4A of Rakib is reproduced below:
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Figure 4A depicts “a gateway having ADSL, satellite,
cable and broadcast TV antenna interface circuitry.”
Id. at q 30. Rakib discloses that the gateway functions
to “deliver requested services to all the peripherals in
the customer premises.” Id. at | 120. Rakib explains
that gateway 14 includes “the entire circuitry of a
DOCSIS1.2 cable modem 70 therein.” Id. at  118.
Rakib further states that “[a] DOCSIS modem module
can be any known or future developed cable modem
that conforms to the DOCSIS standard.” Id. at q 265.
Claims 10 and 26 of Rakib explicitly recite that the
claimed cable modem “is compatible with the DOCSIS
1.2 national standard for cable modems as that stand-
ard existed as of the filing date of this patent applica-
tion.” Id. at claim 10, claim 26.
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2. DOCSIS 1.1.4

DOCSIS 1.1.4 is a superseded interim specifi-
cation drafted by cable operators as part of a tele-
communications standard designed to facilitate the
deployment of “high-speed data communications sys-
tems on cable television systems.” Ex. 1005, 1. In
particular, DOCSIS 1.1.4 was intended to “allow trans-
parent bi-directional transfer of Internet Protocol (IP)
traffic, between the cable system headend and cus-

tomer locations, over an all-coaxial or hybrid-fiber/coax
(HFC) cable network.” Id.

DOCSIS 1.1.4 describes a Downstream Transmis-
sion Convergence sublayer, which permits the trans-
mission of services, such as digital video, over the
physical-layer bit stream. Id. at § 3.6.1. This sublayer
uses 188-byte MPEG packets, which include a 4-byte
header followed by a 184 byte payload. Id. DOCSIS
1.1.4 explains that this sublayer may include a mix-
ture of Media Access Control (“MAC”) payloads and
those of other services, as dictated by the cable modem
termination system (“CMTS”), i.e., the headend con-
troller for HFC modems. Id. at § 5.1. DOCSIS 1.1.4 spe-
cifically exemplifies the interleaving of DOC MAC
bytes with digital video. Id.

3. Rationale to Combine

RPX contends that a relevant skilled artisan
would have had reason to incorporate the teachings of
DOCSIS 1.1.4, including the MAC management mes-
sages, cable modem-CMTS interaction protocols, RSVP



App. 26

support, and cable modem configurations, into the
communications network and gateway described by
Rakib. Pet. 19-21; Ex. 1002 ] 104-106, 142-143.

In support of its position, RPX states that an ordi-
narily skilled artisan would have understood that the
cable modems referenced by Rakib “would comply with
the DOCSIS standard then in effect, i.e., DOCSIS 1.1,
and would operate as discussed [in] paragraphs 52-100
of the Koperda declaration.” Pet. 19. RPX asserts also
that an ordinarily skilled artisan

would have found it obvious to apply the
teachings of the DOCSIS specification (Ex.
1005) to the cable modem 70 Rakib discloses,
particularly in view of Rakib’s express sugges-
tion that the modem 70 can be DOCSIS com-
patible and Rakib’s multiple references to the
use of DOCSIS modems and DOCSIS data.

Pet. 19-20. RPX does not further elaborate on the pur-
ported rationale for combining Rakib and DOCSIS
1.1.4 in the Petition.

ChanBond contends that “[a]s a threshold matter,
Petitioner’s proposed combination fails.”* PO Resp. 37.

! ChanBond expressly contests the sufficiency of RPX’s as-
serted rationale for combining Rakib and DOCSIS 1.1.4 in its Pa-
tent Owner’s Response. PO Resp. 37-38. Although counsel for
ChanBond misspoke during oral hearing and indicated that
ChanBond had not raised the rationale for combining Rakib and
DOCSIS 1.1.4 in the Patent Owner’s Response (Paper 23, 50:2-3),
counsel concluded oral argument by stating that ChanBond rests
on the arguments presented during the hearing “together with
the arguments in our papers” (id. at 55:15-16). Accordingly, we de-
termine that ChanBond did not waive, or otherwise withdraw its
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In particular, ChanBond asserts that the record is de-
void of evidence that DOCSIS 1.1.4 was in effect at the
time of Rakib’s invention, or that DOCSIS 1.1.4 was
even compatible with Rakib. Id. at 37-38. In this re-
gard, ChanBond states that DOCSIS 1.1.5 had pur-
portedly superseded DOCSIS 1.1.4 before the earliest
priority date of Rakib, and thus, DOCSIS 1.1.4 would
not have been in effect at the time of invention of
Rakib. Id. at 38; see also Ex. 2006 | 69. ChanBond fur-
ther remarks, as acknowledged by RPX’s expert, Mr.
Koperda (Ex. 1002 q 104, n.3), that Rakib refers
throughout to DOCSIS 1.2, and does not mention
DOCSIS 1.1.4. PO Resp. 37. ChanBond, therefore, ar-
gues that RPX has not met its burden to show that an
ordinarily skilled artisan would have had reason to
combine Rakib and DOCSIS 1.1.4. Id.

We find that the preponderance of the evidence
does not support a conclusion that an artisan of ordi-
nary skill would have had reason to combine the net-
work gateway of Rakib with the protocols and
formatting disclosed in DOCSIS 1.1.4.

We are mindful that obviousness inquiry requires
“an expansive and flexible approach.” KSR, 550 U.S. at
415. Such analysis “need not seek out precise teachings
directed to the specific subject matter of the challenged

argument concerning the sufficiency of RPX’s rationale for com-
bining the cited references. Furthermore, we observe, as detailed
below, that irrespective of any statements by ChanBond’s counsel,
RPX bears the burden of proving, by a preponderance of the evi-
dence, that an ordinarily skilled artisan would have had reason
to make the proposed combination. 35 U.S.C. § 316(e).
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claim, for a court can take account of the inferences
and creative steps that a person of ordinary skill in the
art would employ.” Id. at 418. It is axiomatic, however,
that a determination of obviousness “cannot be sus-
tained by mere conclusory statements; instead, there
must be some articulated reasoning with some rational
underpinning to support the legal conclusion of obvi-
ousness.” Kahn, 441 F.3d at 988.

Although inter partes review may be instituted
where it has been shown that “there is a reasonable
likelihood that the petitioner would prevail with re-
spect to at least 1 of the claims challenged in the peti-
tion” (35 U.S.C. § 314(a)), “the burden of persuasion is
on the petitioner to prove ‘unpatentability by a prepon-
derance of the evidence,” 35 U.S.C. § 316(e), and that
burden never shifts to the patentee.” Dynamic Drink-
ware, LLC v. Nat’l Graphics, Inc., 800 F.3d 1375, 1378
(Fed. Cir. 2015). Therefore, petitioners must “adhere to
the requirement that the initial petition identify ‘with
particularity’ the ‘evidence that supports the grounds
for the challenge to each claim.”” Intelligent Bio-Sys.,
Inc. v. Illumina Cambridge Ltd., 821 F.3d 1359, 1369
(Fed. Cir. 2016) (quoting 35 U.S.C. § 312(a)(3)).

RPX has not met this requirement. Although we
determined in the Decision on Institution that RPX
had “articulated reasoning with rational underpin-
nings” as to why a relevant skilled artisan would have
combined Rakib and DOCSIS 1.1.4 under the applica-
ble reasonable likelihood of success standard (Dec. 11),
we conclude that RPX has not met its burden to show
— by a preponderance of the evidence — that a relevant
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skilled artisan would have had reason to combine
Rakib and DOCSIS 1.1.4.

Applying the preponderance of the evidence
standard, as required at this stage in the proceeding,
we find that the Petition does not adequately articu-
late a reason why an ordinarily skilled artisan at the
time of invention of the ’822 patent would have sought
to incorporate the relevant protocols and configura-
tions of the DOCSIS 1.1.4 specification into the gate-
way of Rakib. See Pet. 19-20. RPX identifies “Rakib’s
express suggestion that the modem 70 can be DOCSIS
compatible and Rakib’s multiple references to the use
of DOCSIS modems and DOCSIS data” as supplying
the rationale to combine the cited references. Id. at 19-
20. We observe, however, that Rakib does not discuss
DOCSIS compatibility in general, as RPX suggests, but
rather, focuses explicitly on compatibility with DOC-
SIS 1.2. See, e.g., Ex. 1007, Fig. 4A (“DOCSIS 1.2 MO-
DEM”), claim 10 (“wherein said cable modem is
compatible with the DOCSIS 1.2 national standard for
cable modems as that standard existed as of the filing
date of this patent application”), claim 26 (same), { 53
(“The particular cable modem shown at 70 is labelled
as DOCSIS 1.2 compatible, but it can be any known
cable modem design as can the external cable mo-
dem.”). Although the evidence of record indicates that
DOCSIS 1.2 was never formally adopted (see Ex. 1002
q 104 n.3; Ex. 1008, 2), Rakib is nevertheless unambig-
uously directed to a DOCSIS 1.2 compatible modem
(see, e.g., Ex. 1007, Fig 4A, { 53, claim 10, claim 26).
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RPX does not offer adequate explanation as to
why a relevant skilled artisan would have sought to
combine Rakib with DOCSIS 1.1.4, when Rakib is ad-
dressed to DOCSIS 1.2, and makes no mention of DOC-
SIS 1.1.4. Nor does RPX explain why an ordinarily
skilled artisan would have understood Rakib’s refer-
ences to “DOCSIS 1.2 compatible,” “DOCSIS modem,”
or “DOCSIS data” as suggesting combination with
DOCSIS 1.1.4. In this regard, we highlight that RPX
does not present evidence sufficient to establish any
relationship between the cited portions of DOCSIS
1.1.4 and DOCSIS 1.2, or otherwise demonstrate a
rationale for combining Rakib with DOCSIS 1.1.4. Ra-
ther, RPX relies solely on Mr. Koperda’s unsupported,
conclusory testimony (in a footnote) that any differ-
ences between DOCSIS 1.1.4 and DOCSIS 1.2 are “not
relevant to the downstream/upstream RF channel
management” (Ex. 1002 q 104 n.3); testimony to which
we give little weight (37 C.F.R. § 42.65(a)).

RPX additionally attempts to bypass Rakib’s focus
on DOCSIS 1.2 by arguing that an ordinarily skilled
artisan “would have understood that the referenced ca-
ble modems would comply with the DOCSIS standard
then in effect, i.e., DOCSIS 1.1,” and would operate as
described in the Koperda Declaration. Pet. 19. But
RPX’s ambiguity in referring to “DOCSIS 1.1” in gen-
eral, rather than any particular revision of DOCSIS
1.1, is fatal to its position. RPX does not dispute Dr.
Nettle’s (Chanbond’s expert) contention (Ex. 2006
69 that DOCSIS 1.1.4 had been superseded by
DOCSIS 1.1.5 before the time of invention of Rakib.
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See Pet. Reply 11 (“Even if true, the existence of a new
version of a specification would not, by itself, make it
improper to use an older version of the same specifica-
tion in an obviousness combination. That the resulting
device might not be the ‘latest and greatest’ is beside
the point”); Paper 23, 12:12-14 (“The fact that a new
version came out doesn’t make it not obvious over the
old version is the only point we’re making.”). Accord-
ingly, RPX’s argument that an ordinarily skilled arti-
san would have understood the modems described by
Rakib as complying with “the DOCSIS standard then
in effect” (Pet. 19) militates against a finding that an
ordinarily skilled artisan would have sought to com-
bine Rakib with DOCSIS 1.1.4, and instead supports
the conclusion that a relevant skilled artisan would
have looked to DOCSIS 1.1.5.

Moreover, the Petition lacks evidence sufficient to
establish any relationship between the cited portions
of DOCSIS 1.1.4 and DOCSIS 1.1.5, or otherwise lend
support to a determination that a relevant skilled ar-
tisan would have turned to DOCSIS 1.1.4 when DOC-
SIS 1.1.5 was in effect. Instead, RPX relies solely on
the unsupported, conclusory testimony of Mr. Koperda
that his discussion of DOCSIS 1.1.4 “applies to all
versions of DOCSIS 1.1, and most all DOCSIS ver-
sions both before and after that” (Ex. 1002  52);
testimony to which we give little weight (37 C.F.R.
§ 42.65(a)).

Stated plainly, the Petition does not include suffi-
cient evidence of the relationship between the super-
seded DOCSIS 1.1.4 standard, on which RPX relies,
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the DOCSIS 1.1.5 standard, which RPX does not dis-
pute governed at the time of invention of Rakib, and
the DOCSIS 1.2 draft standard, which is the focus of
Rakib, to support a finding, by a preponderance of the
evidence, that an ordinarily skilled artisan would have
had reason to combine DOCSIS 1.1.4 and Rakib. In
this regard, we highlight that RPX’s purported evi-
dence of the relationship between these three itera-
tions of the DOCSIS standard is limited to Mr.
Koperda’s unsubstantiated statement that his analy-
sis of DOCSIS 1.1.4 applies to all versions of DOCSIS
1.1, as well as most subsequent versions of DOCSIS
(Ex. 1002  52), and his unconfirmed statement that
the differences between DOCSIS 1.1.4 and DOCSIS
1.2 do not pertain to RF channel management features
(id. at J 104 n.3). We find, however, that Mr. Koperda’s
unsupported, conclusory testimony is unpersuasive.

Neither do we find persuasive RPX’s contention,
set forth in its Reply, that the proffered combination is
proper because “[t]he combinability of references must
be judged solely from a technological perspective” (Pet.
Reply 11). First, as explained above, we find that RPX
has not adequately established the technical compati-
bility of DOCSIS 1.1.4 and Rakib because RPX has not
shown the relationship between DOCSIS 1.1.4 and
DOCSIS 1.1.5 or DOCSIS 1.2. Because RPX has not
demonstrated the relationship between these three
versions of DOCSIS, RPX has not established this as a
case where a person of ordinary skill in the art would
have recognized that the protocols and formats dis-
closed in DOCSIS 1.1.4 would have improved the
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gateway of Rakib. KSR, 550 U.S. at 417. Second, even
had RPX shown technical compatibility between DOC-
SIS 1.1.4 and Rakib, RPX’s failure to address the “ef-
fects of demands known to the design community or
present in the marketplace” id. at 418, and in particu-
lar, to explain why an ordinarily skilled artisan would
have reached back to a superseded version of the DOC-
SIS standard for combination with Rakib, undermines
the contention that there would have been a rationale
to combine the cited references.

Rakib’s statement that “[a] DOCSIS modem mod-
ule can be any known or future developed cable modem
that conforms to the DOCSIS standard or any new
standard for modems” (Ex. 1007 ] 265) does not dictate
a different result. RPX has not established the exist-
ence of any modem compatible with DOCSIS 1.1.4 at
the time of invention of Rakib. Neither has RPX shown
that a relevant skilled artisan would have understood
Rakib’s reference to the “DOCSIS standard” to include
the superseded DOCSIS 1.1.4 standard, or that such
an artisan would have had reason to reach back to
DOCSIS 1.1.4 when Rakib is addressed to combination
with DOCSIS 1.2. In addition, as explained above, we
do not find persuasive Mr. Koperda’s unsupported, con-
clusory testimony that all versions of DOCSIS 1.1 op-
erate in the same way. RPX alone bears the burden of
proving, by a preponderance of the evidence, that an
ordinarily skilled artisan would have had reason to
combine DOCSIS 1.1.4 with Rakib. Mr. Koperda’s
unsupported, conclusory statements concerning the
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similarities between DOCSIS versions are insufficient
to meet that burden.

Accordingly, we find that RPX has not established,
by a preponderance of the evidences, that claims 1-31
of the 822 patent would have been unpatentable as ob-
vious over Rakib and DOCSIS 1.1.4. Because we deter-
mine that RPX has not established the obviousness of
the challenged claims, we do not address ChanBond’s
assertions concerning the status of DOCSIS 1.1.4 as a
printed publication, or ChanBond’s remaining asser-
tions concerning the deficiencies of the cited combina-
tion.

D. Obviousness Grounds of Unpatentability Based
on Haugli and Grindahl

RPX asserts that claims 1-9, 16, 19-25, 29, and 31
are unpatentable under § 103(a) as obvious in view of
Haugli and Grindahl. Pet. 40-54. RPX relies upon the
Koperda Declaration (Ex. 1002) to support its posi-
tions.

1. Haugli

Haugli describes “[a] packet data communication
system [that] includes a control station and a plurality
of mobile terminals that communicate on demand with
the control station over a wireless link.” Ex. 1009, Ab-
stract. Figure 1 of Haugli is reproduced below:
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Figure 1 shows “a block diagram of a multiple rate sat-
ellite packet data system.” Id. at 4:20.2 Haugli explains
that “ground station 10 receives packet data destined
for a particular terminal from the network processing
center 13 and forwards it via satellite 12 to the desti-
nation terminal 11.” Id. at 5:20-22.

Haugli teaches that data packets may be distrib-
uted simultaneously over several channels, and ex-
plains that channel assignment information on a
control channel can be sent simultaneously with a data
message. Id. at 2:27-3:5. Haugli discloses that “control
information informs a particular terminal that the cur-
rent frame contains a message for that terminal, as
well as the channel assignments, and time and fre-
quency reference information.” Id. at 3:12-14. Haugli
states that “[n]Jo attempt is made to decode the data
unless a message is received from the control channel

2 We note that a second set of page numbers has been added
to Haugli. Because the parties reference the original pagination
when citing to Haugli, for clarity, we do the same.



App. 36

that data is present for the terminal in question.” Id.
at 3:16-17. If, however, the control channel identifies
channels containing data for that terminal, “[t]he DSP
will extract the packets from the various channels in
accordance with the information received on the con-
trol channel and arrange them in the appropriate or-
der before outputting them to the data processing
circuitry.” Id. at 3:18-23.

2. Grindahl

Grindahl describes a “fixed wireless access system”
that enables a consumer premises equipment (“CPE”)
unit connected to a LAN or personal computer to com-
municate wirelessly with a base station, using orthog-
onal frequency division multiplexing (“OFDM”). Ex.
1010, 1:14-22. Figure 3 of Grindahl is reproduced below:

Fig. 3
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Figure 3 “depicts an overview of a single sector set-up
within a cell of a fixed wireless access system”
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disclosed by Grindahl. Id. at 4:15-17. CPE unit 14 is
connected, via Ethernet connection 16, to one or more
host computers 12, and/or one or more LAN servers 13.
Id. at 4:50-55. CPE unit 14 communicates with one or
more base stations 18 via radio frequency. Id. at 4:55-
57. Each base station 18 is connected, via Ethernet in-
terface 19, to one or more networks 20. Id. at 4:57-61.

Subsequent to the registration of CPE unit 14,
base station 18 creates a table including the IP address
of each host computer 12, the associated low-level
physical network hardware address, and the associ-
ated over-the-air hardware address of the CPE unit 14.
Id. at 6:67-7:4. “In creating this table[,] base station
unit 18 is able to ensure that [] it will not transmit
messages over the air link when the message includes
a level 3 address destination that is not in the ad-
dress table of base station unit 18.” Id. at 7:4-8. Once
CPE unit 14 and base station 18 have learned the
IP addresses of host computers 12 the CPE unit ser-
vices, they effectively operate like a standard Ethernet
switch. Id. at 6:9-15.

3. Rationale to Combine

RPX asserts that an ordinarily skilled artisan
would have sought to “modify terminal 11 of Haugli to
incorporate ‘hardware necessary to implement Ether-
net communication with a user’s host computer 12 or
LAN server,” as taught by Grindahl” (Pet. 42) in order
to permit bidirectional data transfer between one or
more of Grindahl’s host computers and Haugli’s
ground station (id.). RPX further contends that a
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relevant skilled artisan, “[m]otivated by a need to pro-
vide other common computer interfaces” (id. at 43),
would have had reason to incorporate Grindahl’s
Ethernet LAN solution into Haugli (id.).

ChanBond responds that an ordinarily skilled ar-
tisan would not have had reason to make the proposed
combination because Haugli and Grindahl are directed
to disparate communications systems designed to work
in distinct environments. PO Resp. 47-48. In par-
ticular, ChanBond asserts that “Haugli is directed to
allocating very scarce bandwidth associated with
transmitting data between satellites and end termi-
nals in a closed system” (id. at 47), while “Grindahl,
on the other hand, is directed to a terrestrial, metro-
politan area network that purportedly distributes data
to a large number of fixed customers (i.e., to customer
premises equipment or CPE), using simple, single-
channel, orthogonal frequency division modulation”
(id. at 48). ChanBond contends that these design dif-
ferences result in different network configurations
and transmission schemes. In particular, ChanBond
argues, Haugli “receives and buffers all data, then af-
ter the fact determines which data is relevant” (id. at
49), while Grindahl “receives only selected data, with
other data being screened out before ever being sent”
(id.). ChanBond asserts, therefore, that Haugli and
Grindahl are not compatible, and a relevant skilled ar-
tisan would not have sought to combine aspects of one
system with the other. Id.

ChanBond argues further that because “[e]ach
of Haugli’s end terminals 11 is itself an intended
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destination for transmissions from ground station 10”
(id. at 43), “[t]here is nothing in Haugli that suggests
the need to or desirability of transferring data off of an
end terminal, let alone to do so as a stream, as required
by the challenged claims” (id. at 43-44). ChanBond also
asserts that the I/O serial port of Haugli is “not in-
tended for data output to a computer, but rather for
data input in the circumstance of programming an in-
ternal DSP chip 35.” Id. at 44. ChanBond thus con-
tends that “[iln all instances, Haugli’s end terminal
devices 11 are the end of the line for data. That is, once
an end terminal has decoded data from the received
(and demodulated) satellite signal, that data is not out-
put, in a digital stream or otherwise, to any addressa-
ble device.” Id.

We find that the preponderance of the evidence
does not support a conclusion that an artisan of ordi-
nary skill would have had reason to modify the termi-
nal disclosed by Haugli to transfer data between
Haugli’s ground station and the host computers of
Grindahl.

Although we determined in the Decision on Insti-
tution that RPX had “articulated reasoning with ra-
tional underpinnings” as to why a relevant skilled
artisan would have combined Haugli and Grindahl un-
der the applicable reasonable likelihood of success
standard (Dec. 21), we conclude that RPX has not met
its burden to show — by a preponderance of the evi-
dence — that a relevant skilled artisan would have had
reason to combine Haugli and Grindahl.
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Applying the preponderance of the evidence
standard, as required at this stage in the proceeding,
we find that the Petition does not adequately articu-
late a reason why an ordinarily skilled artisan at the
time of invention of the ‘822 patent would have sought
to transform end terminal 11 of Haugli into a base sta-
tion for transferring data between Haugli’s ground sta-
tion and Grindahl’s host computers. RPX contends
that a relevant skilled artisan would have sought to
modify Haugli’s end terminal in order to “enabl[e] the
transfer of data between [Grindahl’s host] computers
and Haugli’s ground station 10.” Pet. 42. But the Peti-
tion does not articulate an adequate reason why a
skilled artisan would have wanted to make this modi-
fication in the first place. See Pet. 42-43. Haugli de-
scribes a system in which the fixed and mobile end
terminals 11 are endpoints in the disclosed communi-
cation system. Ex. 1009, Fig. 1, 2:9-22. RPX effectively
proposes to reduce Haugli’s end terminals to base sta-
tions for communicating data to different end terminal
devices, but does not explain why an ordinarily skilled
artisan would have wanted to convert Haugli’s end ter-
minals when Haugli already discloses complete end
terminals that are capable of communicating with
Haugli’s network. Stated plainly, the Petition does not
adequately explain why a relevant skilled artisan
would have wanted two separate functions integrated
into a single end terminal as disclosed by Haugli to be
performed by two separate devices, i.e., the proposed
modified Haugli terminal and Grindahl’s host comput-
ers.
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This gap in reasoning is particularly pertinent
where, as here, the references to be combined are di-
rected to distinct communications systems that have
different network configurations, and use different
transmission schemes. Haugli describes a closed sys-
tem for allocating the limited bandwidth associated
with transmitting data between satellites and end ter-
minals, some of which are mobile (see, e.g., Ex. 1009,
Fig. 1), while Grindahl is directed to a terrestrial, met-
ropolitan area network that distributes data to a large
number of fixed customers (see, e.g., Ex. 1010, Ab-
stract). The Petition does not endeavor to explain why
an ordinarily skilled artisan would have sought to
modify Haugli away from its original design and net-
work configuration.

Neither do we find persuasive RPX’s contention
that because Haugli teaches a serial I/O port for pro-
gramming DSP 35 (Ex. 1009, 10:14-20), a relevant
skilled artisan would have been “[m]otivated by a need
to provide other common computer interfaces” (Pet. 43)
to incorporate Grindahl’s Ethernet LAN solution into
Haugli (id.). Haugli discusses the serial I/O port in de-
scribing an implementation of a mobile terminal on a
circuit card. Ex. 1009, 10:14-20. Haugli explains that
“[a]ccess to the card is through interface unit 43, which
provides connections to . . . a serial I/O port, which al-
lows the DSP to be programmed, for example, with the
aid of a personal computer.” Id. at 10:18-20. RPX does
not identify any teaching by Haugli of using the serial
I/0 port as an interface connection for sending commu-
nications received by the end terminal from the ground
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station to another device, or any suggestion by Haugli
that the addition of further interface connections
would be desirable. In short, the Petition does not ade-
quately explain a reason why a relevant skilled artisan
would have sought to add Grindahl’s Ethernet LAN so-
lution to Haugli’s end terminals.

We are likewise unpersuaded by RPX’s assertion,
in its Reply, that ChanBond places too much stock in
Haugli’s reference to “end terminals,” and that “Haugli
nowhere suggests that use of an integrated or stand-
alone terminal solution is critical or essential to the
proper operation of the communication technique it
discloses.” Pet. Reply 18. Haugli describes a communi-
cations system in which data is transmitted from a
ground station, via satellite, to end terminals. See, e.g.,
Ex. 1009, Fig. 1. RPX does not identify, and we do not
discern any suggestion by Haugli of an “end terminal”
that communicates data received from the ground sta-
tion to a downstream device, or that transmits data re-
ceived from a downstream device to the ground station.
Furthermore, even granting, for the sake of argument,
that RPX is correct that Haugli does not expressly re-
quire the use of an integrated or stand-alone terminal,
the fact remains that Petitioner does not adequately
articulate an affirmative reason why an ordinarily
skilled artisan would have sought to modify the inte-
grated end terminal device disclosed by Haugli to func-
tion as a base station for Grindahl’s host computers. As
explained above, with regard to the combination of
Rakib and DOCSIS 1.1.4, absent some rational for
making the proposed combination, the mere fact of its
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technical feasibility is insufficient to supply a reason
to combine.

In its Reply, RPX argues, for the first time, that
Grindahl would have supplied a relevant skilled arti-
san with a reason to modify Haugli. Pet. Reply 21. Spe-
cifically, RPX asserts that “applying Grindahl’s ‘middle
box’ approach to Haugli would have allowed general-
purpose computers to be used for sending and receiv-
ing email, browsing the web, etc., over Haugli’s net-
work, and also would have allowed multiple computers

to share the same network interface for that purpose.”
Id.

As an initial matter, we observe that RPX presents
new issues in its Reply, by asserting, for the first time,
that an ordinarily skilled artisan would have sought to
make the proposed combination in order to allow the
use of general-purpose computers over Haugli’s net-
work, and to permit multiple computers to share the
same network interface. As provided in 37 C.F.R.
§ 42.23(b), however, a “reply may only respond to argu-
ments raised in the corresponding opposition, patent
owner preliminary response, or patent owner re-
sponse.” Thus, “a reply that raises a new issue or be-
latedly presents evidence will not be considered and
may be returned. The Board will not attempt to sort
proper from improper portions of the reply.” Office Pa-
tent Trial Practice Guide, 77 Fed. Reg. 48,756, 48,767
(Aug. 14, 2012). Because it includes new arguments
concerning the rationale for combining the cited refer-
ences, we find that RPX’s Reply exceeds the proper
scope of a reply.
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Nevertheless, even were we to overlook the proce-
dural infirmities of RPX’s arguments, we would not
find them persuasive. As explained above, Haugli and
Grindahl disclose different network architectures,
which were designed to facilitate different types of
communications systems. In the “middle box” approach
of Grindahl, a box “sits in the middle of the network
and provides routing and control functions.” Ex. 1020,
10:7-9. In contrast, as discussed above, Haugli dis-
closes integrated end terminals that themselves pro-
vide the necessary routing and control functions a
middle box would perform.

RPX does not identify evidence of record sufficient
to support a finding that a relevant skilled artisan
would have sought to redesign the communication sys-
tem taught be Haugli to use a middle box architecture.
In this regard, we note that although RPX asserts that
it is “undisputed” that a relevant skilled artisan would
have sought to apply Grindahl’s middle box approach
to Haugli in order to obtain the advantages of allowing
general-purpose computers to be used on Haugli’s net-
work, and of permitting multiple computers to share
the same network interface, RPX does not identify any
record support for these propositions. Pet. Reply 21.

Furthermore, to the extent RPX attempts to rely
on Dr. Nettles’ deposition testimony to support its
contentions, we find such reliance unpersuasive. Dr.
Nettles unambiguously testifies that removing the an-
tenna, transceiver, and modem of Haugli’s end termi-
nals and placing them in a separate device would not
present advantages in the architecture taught by
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Haugli. Ex. 1020, 20:12-21:25. Contrary to RPX’s inti-
mation, rather than agreeing that it might be advan-
tageous to use a middle box approach with the network
of Haugli, Dr. Nettles testifies: “Are there scenarios
where it might be advantageous to split it off? Maybe.
But those scenarios are not present in Haugli. I mean,
the disclosure of Haugli is such that the advantage is
to make this one box, not two.” Id. at 21:21-25.

Thus, while RPX may be correct that the “middle
box” approach described by Grindahl affords certain
advantages in the network topology described by Grin-
dahl, the record is devoid of any reason why an ordi-
narily skilled artisan would have sought to modify
Haugli to use Grindahl’s middle box approach in
Haugli’s network, when Haugli relies on integrated
end terminals.

Accordingly, we find that RPX has not established,
by a preponderance of the evidence, that claims 1-9, 16,
19-25, 29, and 31 of the ’822 patent would have been
unpatentable as obvious over Haugli and Grindahl.
Because we determine that RPX has not established
the obviousness of the challenged claims, we do not ad-
dress ChanBond’s remaining assertions concerning
the deficiencies of the cited combination.

E. Obviousness Grounds of Unpatentability Based
on Haugli, Grindahl, and Otten

RPX asserts that claims 10, 11, and 26 are un-
patentable under § 103(a) as obvious in view of Haugli,
Grindahl, and Otten. Pet. 54-56. In support of its
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assertion, RPX relies upon the Koperda Declaration
(Ex. 1002), and the Reply Declaration of Frank Ko-
perda (“Koperda Reply Declaration,” Ex. 1018).

1. Otten

Otten discloses “[a] hybrid satellite communica-
tions system [that] provides communications, particu-
larly Internet access, to computer users.” Ex. 1011,
Abstract. Otten describes an embodiment in which an
RF signal received by a receiver connected to a user’s
computer “includes both television signals 52 and In-
ternet signals 54.” Id. at 8:6-7. Otten additionally ex-
plains that the receiver connected to the user’s
computer separates the TV and Internet signals. Id. at
8:6-14.

2. Rationale to Combine

RPX does not present evidence or argument that
addresses the deficiencies discussed above with regard
to the rationale to combine Haugli and Grindahl. In
particular, RPX does not rely on Otten to buttress the
purported rationale for combining Haugli and Grin-
dahl. Accordingly, for the reasons set forth above, we
conclude that RPX has not shown by a preponderance
of the evidence that claims 10, 11, and 26 are unpatent-
able based on Haugli, Grindahl, and Otten.
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F. Obviousness Grounds of Unpatentability Based
on Haugli, Grindahl, and Ollikainen

RPX asserts that claims 12-14, 17, 18, 27, and 28
are unpatentable under § 103(a) as obvious in view of
Haugli, Grindahl, and Ollikainen. Pet. 56-60. In sup-
port of its assertion, RPX relies upon the Koperda Dec-
laration (Ex. 1002).

1. Ollikainen

Ollikainen discloses “a broadcast and interactive
data distribution system for distributing broadcast
and interactive data services to personal computers
using a modular computer/server that is external to
the personal computers.” Ex. 1012, 1:8-11. Pertinent to
this ground of rejection, Ollikainen describes a “cyber-
station” that communicates with personal computers
in a LAN over a wireless link. Id. at 3:66-4:9.

2. Rationale to Combine

RPX does not present evidence or argument that
addresses the deficiencies discussed above with regard
to the rationale to combine Haugli and Grindahl. In
particular, RPX does not rely on Ollikainen to buttress
the purported rationale for combining Haugli and
Grindahl. Accordingly, for the reasons set forth above,
we conclude that RPX has not shown by a preponder-
ance of the evidence that claims 12-14, 17, 18, 27, and
28 are unpatentable based on Haugli, Grindahl, and
Ollikainen.
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III. CONCLUSION

For the foregoing reasons, we determine that RPX
has not shown by a preponderance of the evidence that
claims 1-31 are unpatentable.

IV. ORDER
It is

ORDERED claims 1-31 of the 822 patent are not
held unpatentable; and

FURTHER ORDERED that, because this is a Fi-
nal Written Decision, parties to the proceeding seeking
judicial review of the decision must comply with the
notice and service requirements of 37 C.F.R. § 90.2.
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