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APPENDIX A

NOTE: This order is nonprecedential.

UNITED STATES COURT OF APPEALS
FOR THE FEDERAL CIRCUIT

Nos. 2021-1614, -1616, -1617

INTEL CORPORATION,
Appellant,

.

VLSI TECHNOLOGY LLC,
Appellee.

ANDREW HIRSHFELD, Performing the Functions and
Duties of the Under Secretary of Commerce for Intel-
lectual Property and Director of the United States

Patent and Trademark Office,
Intervenor

Appeals from the United States Patent and Trademark
Office, Patent Trial and Appeal Board in Nos. IPR2020-
00106, IPR2020-00158, and TPR2020-00498.

Nos. 2021-1673, -1674, -1675

INTEL CORPORATION,
Appellant,

.

VLSI TECHNOLOGY LLC,
Appellee.



2a

ANDREW HIRSHFELD, Performing the Functions and
Duties of the Under Secretary of Commerce for Intel-
lectual Property and Director of the United States

Patent and Trademark Office,
Intervenor

Appeals from the United States Patent and Trademark
Office, Patent Trial and Appeal Board in Nos. IPR2020-
00112, IPR2020-00113, and IPR2020-00114.

Nos. 2021-1676, -1677

INTEL CORPORATION,
Appellant,

.

VLSI TECHNOLOGY LLC,
Appellee.

ANDREW HIRSHFELD, Performing the Functions and
Duties of the Under Secretary of Commerce for Intel-
lectual Property and Director of the United States

Patent and Trademark Office,
Intervenor

Appeals from the United States Patent and Trademark
Office, Patent Trial and Appeal Board in Nos. IPR2020-
00141 and IPR2020-00142.

Nos. 2021-1738, -1739
INTEL CORPORATION,
Appellant,

.

VLSI TECHNOLOGY LLC,
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Appellee.

ANDREW HIRSHFELD, Performing the Functions and
Duties of the Under Secretary of Commerce for Intel-
lectual Property and Director of the United States Pa-

tent and Trademark Office,
Intervenor

Appeals from the United States Patent and Trademark
Office, Patent Trial and Appeal Board in Nos. IPR2020-
00526 and IPR2020-00527.

Nos. 2021-1740, -1741

INTEL CORPORATION,
Appellant,

.

VLSI TECENOLOGY LLC,
Appellee.

ANDREW HIRSHFELD, Performing the Functions and
Duties of the Under Secretary of Commerce for Intel-
lectual Property and Director of the United States

Patent and Trademark Office,
Intervenor

Appeals from the United States Patent and Trademark
Office, Patent Trial and Appeal Board in Nos. IPR2020-
00582 and TPR2020-00583.

Filed May 5, 2021
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ON MOTION AND PETITION

Before Prost, Chief Judge, O’'Malley and Wallach, Cir-
cutt Judges.

Prost, Chief Judge.

ORDER

Intel Corporation directly appeals from the Patent
Trial and Appeal Board’s decisions denying institution
of inter partes review proceedings. VLSI Technology
LLC moves to dismiss. Intel opposes the motions and
alternatively seeks writs of mandamus to review the
Board’s decisions. The United States Patent and
Trademark Office (“Patent Office”) responds, urging
dismissal.

Intel here challenges the Board’s application of the
so-called Fintiv factors, which are used to assess
whether instituting Patent Office review would be an
inefficient use of resources given parallel district court
proceedings. Intel contends that the use of those fac-
tors in assessing institution exceeds the Patent Office’s
authority and that the “rule” encompassing those fac-
tors was adopted without the notice-and-comment
rulemaking required under the Administrative Proce-
dure Act. See Intel’s Resp. in Appeal Nos. 2021-1614 et
al. at 2.

In Mylan Laboratories Ltd. v. Janssen Pharma-
ceutica, N.V., 989 F. 3d 1375, 1379 (Fed. Cir. 2021), we
recently confirmed that 35 U.S.C. § 314(d) bars the
availability of jurisdiction under 28 U.S.C. § 1295(a)(4)
to hear appeals from non-institution decisions. Mylan
furthermore concluded that a petitioner raising the
same ultra vires challenges that Intel raises has failed
to establish the high standard necessary for mandamus
relief. Id. at 1382-83. Mylan clearly controls this case.
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For the same reasons, this court dismisses Intel’s ap-
peals for lack of jurisdiction and denies its requests for
mandamus relief.

Accordingly,
IT IS ORDERED THAT:

(1) The motions are granted. The appeals are dis-
missed.

(2) The requests for mandamus are denied.
(3) Each side shall bear its own costs.

FoOR THE COURT

May 05, 2021 /s/ Peter R. Marksteiner
Date Peter R. Marksteiner
Clerk of Court

832
ISSUED AS A MANDATE: May 05, 2021
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APPENDIX B

PATENT TRIAL AND APPEAL BOARD

IPR2020-00583
Patent 7,606,983 B2

INTEL CORPORATION,
Petitioner,
V.

VLSI TECHNOLOGY LLC,
Patent Owner.

Date: October 5, 2020

Before
THU A. DANG, BART A. GERSTENBLITH,
and KIMBERLY McGRAW,
Administrative Patent Judges.

DECISION
Denying Institution of Inter Partes Review

35 US.C. § 314
GERSTENBLITH, Administrative Patent Judge.

I. INTRODUCTION

Intel Corporation (“Petitioner”) filed a Petition re-
questing an inter partes review of claims 1-5, 7, 9, 11—
14, and 16 (the “challenged claims”) of U.S. Patent No.
7,606,983 B2 (Ex. 1001, “the ’983 patent”). Paper 3
(“Pet.”). VLSI Technology LLC (“Patent Owner”) filed
a Preliminary Response. Paper 9 (“Prelim. Resp.”).
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Pursuant to our authorization (Paper 13), Petitioner
filed a Reply to Patent Owner’s Preliminary Response
(Paper 14 (“Pet. Prelim. Reply”)) and Patent Owner
filed a Sur-reply (Paper 15, “PO Prelim. Sur-reply”),
each directed to whether we should exercise our discre-
tion to deny institution pursuant to 35 U.S.C. § 314(a).
We also granted each party authorization to file a paper
addressing the Memorandum issued by the Director of
the U.S. Patent and Trademark Office on August 18,
2020, regarding the treatment of statements of the ap-
plicant in the challenged patent in inter partes reviews
under 35 U.S.C. § 311."! Paper 16. In response, Peti-
tioner filed Paper 18 and Patent Owner filed Paper 19.

An inter partes review may not be instituted “unless ...
the information presented in the petition ... shows that
there is a reasonable likelihood that the petitioner
would prevail with respect to at least 1 of the claims
challenged in the petition.” 35 U.S.C. § 314(a) (2018).
The Board, however, has discretion to deny a petition
even when a petitioner meets that threshold. Id.; see,
e.g., Cuozzo Speed Techs., LLC v. Lee, 136 S. Ct. 2131,
2140 (2016) (“[TThe agency’s decision to deny a petition
is a matter committed to the Patent Office’s discre-
tion.”); see also Patent Trial and Appeal Board Consoli-
dated Trial Practice Guide (Nov. 2019) (“Consolidated
TPG”), 55-63, available at https:/www.uspto.gov/sites/
default/files/documents/tpgnov.pdf (identifying consid-
erations that may warrant exercise of this discretion).
In particular, 35 U.S.C. § 314(a) permits the Board to
deny institution under certain circumstances. See Gen.
Plastic Indus. Co. v. Canon Kabushiki Kaisha,
IPR2016-01357, Paper 19 (PTAB Sept. 6, 2017) (prece-

' The Memorandum is available at https://www.uspto.gov/
sites/default/files/documents/signed_aapa_guidance_memo.pdf.
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dential as to § I1.B.4.i)); NHK Spring Co. v. Intri-Plex
Techs., Inc., IPR2018-00752, Paper 8 (PTAB Sept. 12,
2018) (precedential).

Having considered the parties’ submissions, we deter-
mine that it is appropriate in this case to exercise our
discretion to deny institution of inter partes review
pursuant to 35 U.S.C. § 314(a).

II. BACKGROUND
A. Real Parties in Interest

Petitioner identifies Intel Corporation as the real party
in interest. Pet. 1. Patent Owner identifies VLSI
Technology LLC and CF VLSI Holdings LLC as the
real parties in interest. Paper 5 (Patent Owner’s Man-
datory Notices), 1.

B. Related Matters

The parties identify the '983 patent as the subject of
VLSI Tech. LLC v. Intel Corp., No. 6-19-cv-00256
(“Western District of Texas litigation” or “third case”).
Pet. 2; Paper 5, 1. Petitioner explains that the '983 pa-
tent is one of several patents asserted by Patent Owner
in three venues: Nos. 6-19-cv-00254, -00255, -00256
(W.D. Tex.); 1-18-966-CFC (D. Del.); and 5-17-cv-05671
(N.D. Cal.). Pet. 5. Petitioner also explains that cases -
254, -255, and -256 are consolidated until trial as 1-19-
cv-00977. Id. at 2.

C. Asserted Grounds of Unpatentability

Petitioner challenges the patentability of claims 1-5, 7,
9, 11-14, and 16 of the 983 patent on the following
grounds (Pet. 4-5):
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Claims 35 U.S.C. § References/
Challenged Basis
1-3,5,7,9, 11, 12, 103 AAPA* Khare*
14, 16
4,13 103 AAPA, Khare,
Weber’

Petitioner relies on the Declaration of John D. Kubi-
atowicz, Ph.D. (Ex. 1002), dated February 28, 2020, in
support of its unpatentability contentions.

ITI. ANALYSIS-35U.S.C. § 314(a)

Under 35 U.S.C. § 314(a), the Director has discretion to
deny institution. In determining whether to exercise
that discretion on behalf of the Director, we are guided
by the Board’s precedential decision in NHK.

In NHK, the Board found that the “advanced state of
the district court proceeding” was a “factor that weighs
in favor of denying” the petition under § 314(a). NHK,
Paper 8 at 20. The Board determined that “[i]nstitution
of an inter partes review under these circumstances
would not be consistent with ‘an objective of the AIA ...

2 The Leahy-Smith America Invents Act, Pub. L. No. 112-29,
125 Stat. 284 (2011) (“AIA”), amended 35 U.S.C. § 103. Because
the ’983 patent has a filing date of July 31, 2006, which is prior to
the effective date of the applicable ATA amendments, we refer to
the pre-AIA version of § 103. See Ex. 1001, code (22).

3 Petitioner refers to the following portions of the "983 patent
as “AAPA”: 1:15-4:47, 5:21-27, and Figures 1 and 2. Pet. 3-4.

4 U.S. Patent Application Publication No. 2003/0005167 A1,
pub. Jan. 2, 2003 (Ex. 1003, “Khare”).

> U.S. Patent No. 7 ,149,829 B2, issued Dec. 12, 2006.
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to provide an effective and efficient alternative to dis-
trict court litigation.”” Id. (citing Gen. Plastic, Paper
19 at 16-17 (precedential in relevant part)).

“[T]he Board’s cases addressing earlier trial dates as a
basis for denial under NHK have sought to balance
considerations such as system efficiency, fairness, and
patent quality.” Apple Inc. v. Fintiv Inc., IPR2020-
00019, Paper 11 at 5 (PTAB Mar. 20, 2020) (preceden-
tial) (collecting cases). Fintiv sets forth six non-
exclusive factors for determining “whether efficiency,
fairness, and the merits support the exercise of authori-
ty to deny institution in view of an earlier trial date in
the parallel proceeding.” Id. at 6. These factors con-
sider:

1. whether the court granted a stay or evidence
exists that one may be granted if a proceeding
is instituted;

2. proximity of the court’s trial date to the
Board’s projected statutory deadline for a final
written decision;

3. investment in the parallel proceeding by the
court and the parties;

4. overlap between issues raised in the petition
and in the parallel proceeding;

5. whether the petitioner and the defendant in the
parallel proceeding are the same party; and

6. other circumstances that impact the Board’s
exercise of discretion, including the merits.

We discuss the parties’ arguments in the context of
considering the above factors. In evaluating the fac-
tors, we take a holistic view of whether efficiency and
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integrity of the system are best served by denying or
instituting review. Fintiv at 6.

1. whether the court granted a stay or evidence ex-
ists that one may be granted if a proceeding is in-
stituted

On the present record, neither party has produced evi-
dence that a stay has been requested or that the West-
ern District of Texas has considered a stay in this case.
See Pet. Prelim. Reply 6; PO Prelim. Sur-reply 2. Thus,
this factor does not weigh in favor of or against exercis-
ing our discretion to deny institution pursuant to §
314(a).

2. proximity of the court’s trial date to the Board’s
projected statutory deadline for a final written
decision

Both parties rely upon the proposed Third Amended
Agreed Scheduling Order (Ex. 1022) as representing
the most current district court schedule. See Pet. Pre-
lim. Reply 6-7; PO Prelim. Sur-reply 2-4. The pro-
posed Third Amended Agreed Scheduling Order re-
flects the following: (1) the three cases between the
parties (No. 6:19-cv-254, -255, and -256) are consolidat-
ed for much of the pre-trial phase of the cases (see Ex.
1022, 1-3); (2) the three cases are scheduled to have
separate trials; (3) the first case (-254) is scheduled for
trial on November 16, 2020 (id. at 3); and (4) the trial
dates for the second and third cases are “[t]o be set by
the Court in each case” (id. at 4).

Petitioner contends that the uncertainty regarding the
precise trial date for the third trial (which includes the
'983 patent) weighs against exercising discretion to de-
ny institution. Pet. Prelim. Reply 6-7 (citing Sand
Revolution II, LLC v. Cont’l Intermodal Grp.-Trucking
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LLC, TPR2019-01393, Paper 24 at 9-10 (PTAB June 16,
2020) (informative)). In response, Patent Owner con-
tends that even if the third trial was scheduled with the
same intervening time originally proposed by Patent

Owner, it would occur 112 days after the first trial, on
March 8, 2021. PO Prelim. Sur-reply 3.

If an wnter partes review was instituted, a final written
decision in this matter likely would not issue until Oc-
tober 2021. Despite there not being a firm trial date in
the Western District of Texas litigation, there is no in-
dication that trial will occur after October 2021. Ra-
ther, the only indications of record suggest the oppo-
site. First, the consolidation of the pre-trial phases of
the three district court cases permitted the Western
District of Texas litigation to move along with the -254
case, which is scheduled for trial in just over a month.
Second, the proposed Third Amended Agreed Schedul-
ing Order indicates that each of the second and third
cases (-255 and -256) requires only five weeks of lead
time prior to trial. See Ex. 1022, 4 (noting the first list-
ing under “Amended Dates” of “5 weeks before each
respective trial date”). Third, the only schedule for
three trial dates previously proposed by either party
reflects a spread of 112 days between the first and third
trials. See Prelim. Resp. 13 (citing Ex. 2031 (Proposed
Scheduling Order), 3-4). Thus, the evidence of record
suggests that trial is likely to occur months before any
final written decision in this matter.

Accordingly, on the record before us, this factor weighs
slightly in favor of exercising our discretion to deny in-
stitution pursuant to § 314(a).
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3. investment in the parallel proceeding by the
court and the parties

Patent Owner contends there has been “immense” in-
vestment in the parallel proceeding. See PO Prelim.
Resp. 17. Petitioner contends that the “district court’s
investment in the challenged claims has been relatively
limited.” Pet. Prelim. Reply 7. In particular, Petitioner
asserts that the district court only construed one claim
term relevant to this proceeding.

The district court issued a claim construction order on
January 3, 2020, approximately nine months ago, in
which the court construed the term “an indication of
a/the specified order” as recited in the '983 patent. Ex.
1005, 3. Additionally, the parties’ final infringement
and invalidity contentions were served in January 2020.
Ex. 1022, 2. Further, expert discovery has already
closed or is about to close. Id. at 3. Accordingly, in
light of the present posture of the district court action,
we find that the district court’s and parties’ investment
in that action weighs in favor of exercising our discre-
tion to deny institution pursuant to § 314(a).

4. overlap between issues raised in the petition
and in the parallel proceeding

Patent Owner contends that there is a “complete” over-
lap between the issues raised in the Petition and those
in the Western District of Texas litigation. PO Prelim.
Resp. 19-22 (contending that Petitioner relies upon the
same references, in the same combinations). Patent
Owner points to Petitioner’s Amended Final Invalidity
Contentions (Ex. 2010) challenging the claims as obvi-
ous over AAPA, Khare, and Weber. Id. at 20.

Petitioner does not dispute Patent Owner’s argument,
but contends that it does not “paint the full picture” be-



15a

cause Petitioner will be required to narrow the invalidi-
ty grounds asserted in the Western District of Texas
litigation and there may be no overlap thereafter. Pet.
Prelim. Reply 8-9. Additionally, Petitioner explains
that Patent Owner is required to reduce the number of
asserted claims to six, which will result in leaving the
remaining six claims (of the twelve challenged in the
Petition) unadjudicated. Id. at 9.

At this point in the Western District of Texas litigation,
Petitioner asserts the same art presented here in chal-
lenging the same claims 1-5, 7, 9, 11-14, and 16 of the
'983 patent. Ex. 2010, 6. Even though not all of the
challenged claims may be adjudicated in the Western
District of Texas litigation, at this point, the claims
overlap completely. To the extent Patent Owner seeks
to pursue the claims to be dropped from the Western
District of Texas litigation, Petitioner likely will have
the opportunity to challenge their validity in response.
Thus, the potential for claim differences alone does not
negate that the same combinations of references as-
serted in the Petition also are asserted in the Western
District of Texas litigation. On the present record, we
find that there is a substantial overlap between the is-
sues raised in the Petition and in the Western District
of Texas litigation.

Accordingly, this factor weighs in favor of exercising
our discretion to deny institution pursuant to § 314(a).

5. whether the petitioner and the defendant in the
parallel proceeding are the same party

Petitioner and Patent Owner are the defendant and
plaintiff, respectively, in the Western District of Texas
litigation. PO Prelim. Resp. 22. Therefore, we find that
this factor weighs in favor of exercising our discretion
to deny institution pursuant to § 314(a).
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6. other circumstances that impact the Board’s ex-
ercise of discretion, including the merits

Petitioner contends that discretionary denial would
reward Patent Owner’s tactics to evade review of its
patents. Pet. Prelim. Reply 1-2. Petitioner asserts
that Patent Owner’s “scheme is evident: to file serial
lawsuits against Intel in multiple venues asserting nu-
merous patents and claims, to resist narrowing the
number of asserted claims, and to delay adjudication of
the validity of its claims.” Id. at 3. In particular, Peti-
tioner reiterates that other factors should weigh more
heavily toward not exercising discretion to decline in-
stitution; e.g., the Patent Owner’s identity and behav-
ior, and the number and identity of claims ultimately
asserted in each jurisdiction. Id. at 2-4. In particular,
Petitioner contends Patent Owner is a non-practicing
entity whose business model is centered on filing an un-
reasonably large number of patent suits against Intel in
a fast-moving jurisdiction, with numerous asserted
claims, to encourage a quick settlement or long-shot ju-
ry verdict and avoid inter partes review. Id. at 1-3.

Even if Petitioner’s contentions are true, the validity of
the ’983 patent is at issue in the co-pending litigation,
which is likely to go to trial well before the deadline for
a final written decision in this proceeding. Accordingly,
this argument does not weigh against exercising our
diseretion to deny institution pursuant to § 314(a).°

®In a footnote, Petitioner argues that the NHK/Fintiv frame-
work should not be applied because it is “inconsistent with the AIA’s
purpose and creates significant practical challenges, particularly
when the Petition challenges a patent subject to litigation in a ‘rocket
docket’ jurisdiction.” Pet. Prelim. Reply 1 n.1. Although Petitioner's
argument may be appropriate for review in another forum, we are
bound to follow the precedential NHK/Fintiv framework.
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Patent Owner contends that other circumstances weigh
in favor of exercising our discretion to deny institution.
In particular, Patent Owner asserts that Petitioner re-
lies upon AAPA as the lead reference in each ground
presented in the Petition, contrary to the Director’s
new Memorandum on the use of AAPA in inter partes
reviews. PO Prelim. Sur-reply 7-8 (citations omitted).
The parties discuss the impact of the Memorandum in
Papers 18 and 19.

For purposes of considering this Fintiv factor, we need
not decide whether Petitioner’s use of AAPA is proper
because, in the best case for Petitioner, this factor
weighs neutrally, assuming Petitioner’s use was prop-
er. In the worst case for Petitioner, this factor would
weigh in favor of denying institution. On balance, as
discussed below, the factors (whether we consider Peti-
tioner’s use of AAPA or not) weigh in favor of exercis-
ing our discretion to deny institution pursuant to
§ 314(a). Thus, the outcome of weighing Petitioner’s
use of AAPA as part of this factor does not change that
result.

7. Weighing the factors

There is no dispute that the related district court litiga-
tion involves the same parties and issues as this pro-
ceeding. At this juncture, the Western District of Tex-
as litigation is quite advanced and trial will likely be
scheduled months prior to the issuance of any final
written decision in this case. The district court may re-
solve the issues in this proceeding before we would
reach a final written decision, and instituting an inter
partes review would likely duplicate the district court’s
efforts and could lead to inconsistent results, undercut-
ting the efficiency and integrity of the patent system.
After weighing all of the factors and taking a holistic
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view of the relevant circumstances of this proceeding,
we determine that instituting an inter partes review
would be an inefficient use of the Board’s and parties’
resources, and we exercise discretion to deny institu-
tion under 35 U.S.C. § 314(a).

IV. CONCLUSION

For the foregoing reasons, we exercise our discretion
pursuant to 35 U.S.C. § 314(a) to deny institution of in-
ter partes review.

V. ORDER

In consideration of the foregoing, it is hereby:

ORDERED that the Petition (Paper 3) is denied as to
the challenged claims of the 983 patent; and

FURTHER ORDERED that no inter partes review is
instituted.
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APPENDIX C

PATENT TRIAL AND APPEAL BOARD

IPR2020-00582
Patent 7,292,485 B1

INTEL CORPORATION,
Petitioner,
V.

VLSI TECHNOLOGY LLC,
Patent Owner.

Date: October 1, 2020

Before
THU A. DANG, BART A. GERSTENBLITH,
and KIMBERLY McGRAW,
Administrative Patent Judges.

DECISION
Denying Institution of Inter Partes Review

35 U.S.C. § 314
GERSTENBLITH, Administrative Patent Judge.

I. INTRODUCTION

Intel Corporation (“Petitioner”) filed a Petition re-
questing an inter partes review of claims 1-3, 5-8, and
12-14 (the “challenged claims”) of U.S. Patent No.
7,292,485 Bl (Ex. 1001, “the ’485 patent”). Paper 2
(“Pet.”). VLSI Technology LLC (“Patent Owner”) filed
a Preliminary Response. Paper 9 (“Prelim. Resp.”).
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Pursuant to our authorization (Paper 11), Petitioner
filed a Reply to Patent Owner’s Preliminary Response
(Paper 12 (“Pet. Prelim. Reply”)) and Patent Owner
filed a Sur-reply (Paper 13, “PO Prelim. Sur-reply”),
each directed to whether we should exercise our discre-
tion to deny institution pursuant to 35 U.S.C. § 314(a).
We also granted each party authorization to file a paper
further clarifying the record as to expert testimony of-
fered in the related district court proceeding regarding
one of the references relied upon by Petitioner—Nii
(Ex. 1003). Paper 16. In response, Petitioner filed Pa-
per 17 and Patent Owner filed Paper 18.

An inter partes review may not be instituted “unless ...
the information presented in the petition ... shows that
there is a reasonable likelihood that the petitioner
would prevail with respect to at least 1 of the claims
challenged in the petition.” 35 U.S.C. § 314(a) (2018).
The Board, however, has discretion to deny a petition
even when a petitioner meets that threshold. Id.; see,
e.g., Cuozzo Speed Techs., LLC v. Lee, 136 S. Ct. 2131,
2140 (2016) (“['T]he agency’s decision to deny a petition
is a matter committed to the Patent Office’s discre-
tion.”); see also Patent Trial and Appeal Board Consoli-
dated Trial Practice Guide (Nov. 2019) (“Consolidated
TPG”), 556-63, available at https://www.uspto.gov/sites/
default/files/documents/tpgnov.pdf (identifying consid-
erations that may warrant exercise of this discretion).
In particular, 35 U.S.C. § 314(a) permits the Board to
deny institution under certain circumstances. See Gen.
Plastic Indus. Co. v. Canon Kabushiki Kaisha,
IPR2016-01357, Paper 19 (PTAB Sept. 6, 2017) (prece-
dential as to § I1.B.4.i)); NHK Spring Co. v. Intri-Plex
Techs., Inc., IPR2018-00752, Paper 8 (PTAB Sept. 12,
2018) (precedential).
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Having considered the parties’ submissions, we deter-
mine that it is appropriate in this case to exercise our
discretion to deny institution of inter partes review
pursuant to 35 U.S.C. § 314(a).

II. BACKGROUND
A. Real Parties in Interest

Petitioner identifies Intel Corporation as the real party
in interest. Pet. 1. Patent Owner identifies VLSI
Technology LLC and CF VLSI Holdings LLC as the
real parties in interest. Paper 5 (Patent Owner’s Man-
datory Notices), 1.

B. Related Matters

The parties identify the ’485 patent as the subject of
VLSI Tech. LLC v. Intel Corp., No. 6-19-cv-00256
(“Western District of Texas litigation” or “third case”).
Pet. 2; Paper 5, 1. Petitioner explains that the ’485 pa-
tent is one of several patents asserted by Patent Owner
in three venues: Nos. 6-19-cv-00254, -00255, -00256
(W.D. Tex.); 1-18-966-CFC (D. Del.); and 5-17-cv-05671
(N.D. Cal.). Pet. 4. Petitioner also explains that cases -
254, -255, and -256 are consolidated until trial as 1-19-
cv-00977. Id.

C. Asserted Grounds of Unpatentability

Petitioner challenges the patentability of claims 1-3, 5—
8, and 12-14, of the ’485 patent on the following grounds
(Pet. 4):
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Claim(s) 35 U.S.C. §! References
Challenged
1-3, 57, 12-14 103 Nii2
8 103 Nii, Ham-
zaoglu®

Petitioner relies on the Declaration of Vivek Subrama-
nian, Ph.D. (Ex. 1002), dated February 26, 2020, in sup-
port of its unpatentability contentions.

ITI. ANALYSIS -35U.S.C. § 314(A)

Under 35 U.S.C. § 314(a), the Director has discretion to
deny institution. In determining whether to exercise
that discretion on behalf of the Director, we are guided
by the Board’s precedential decision in NHK.

In NHK, the Board found that the “advanced state of
the district court proceeding” was a “factor that weighs
in favor of denying” the petition under § 314(a). NHK,
Paper 8 at 20. The Board determined that “[i]nstitution
of an inter partes review under these circumstances
would not be consistent with ‘an objective of the AIA ...
to provide an effective and efficient alternative to dis-
trict court litigation.”” Id. (citing Gen. Plastic, Paper 19
at 16-17 (precedential in relevant part)).

' The Leahy-Smith America Invents Act, Pub. L. No. 112-29,
125 Stat. 284 (2011) (“AIA”), amended 35 U.S.C. § 103. Because
the ’485 patent has a filing date of July 31, 2006, which is prior to
the effective date of the applicable AIA amendments, we refer to
the pre-AIA version of § 103. See Ex. 1001, code (22).

2 U.S. Patent Application Publication No. 2007/0030741 Al,
pub. Feb. 8, 2007 (Ex. 1003, “Nii”).

3 U.S. Patent Application Publication No. 2006/0268626 Al,
pub. Nov. 30, 2006 (Ex. 1011, “Hamzaoglu”).
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“[TThe Board’s cases addressing earlier trial dates as a
basis for denial under NHK have sought to balance
considerations such as system efficiency, fairness, and
patent quality.” Apple Inc. v. Fintiv Inc., IPR2020-
00019, Paper 11 at 5 (PTAB Mar. 20, 2020) (preceden-
tial) (collecting cases). Fintiv sets forth six non-
exclusive factors for determining “whether efficiency,
fairness, and the merits support the exercise of authori-
ty to deny institution in view of an earlier trial date in
the parallel proceeding.” Id. at 6. These factors con-
sider:

1. whether the court granted a stay or evidence
exists that one may be granted if a proceeding
is instituted;

2. proximity of the court’s trial date to the
Board’s projected statutory deadline for a final
written decision;

3. investment in the parallel proceeding by the
court and the parties;

4. overlap between issues raised in the petition
and in the parallel proceeding;

5. whether the petitioner and the defendant in the
parallel proceeding are the same party; and

6. other circumstances that impact the Board’s
exercise of discretion, including the merits.

We discuss the parties’ arguments in the context of
considering the above factors. In evaluating the fac-
tors, we take a holistic view of whether efficiency and
integrity of the system are best served by denying or
instituting review. Fintiv at 6.
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1. whether the court granted a stay or evidence ex-
ists that one may be granted if a proceeding is in-
stituted

On the present record, neither party has produced evi-
dence that a stay has been requested or that the West-
ern District of Texas has considered a stay in this case.
See Pet. Prelim. Reply 5-6; PO Prelim. Sur-reply 3.
Thus, this factor does not weigh in favor of or against
exercising our discretion to deny institution pursuant
to § 314(a).

2. proximity of the court’s trial date to the Board’s
projected statutory deadline for a final written
decision

Both parties rely upon the proposed Third Amended
Agreed Scheduling Order (Ex. 1022) as representing
the most current district court schedule. See Pet. Pre-
lim. Reply 6; PO Prelim. Sur-reply 3. The proposed
Third Amended Agreed Scheduling Order reflects the
following: (1) the three cases between the parties (No.
6:19-cv-254, -255, and -256) are consolidated for much of
the pre-trial phase of the cases (see Ex. 1022, 1-3); (2)
the three cases are scheduled to have separate trials;
(3) the first case (-254) is scheduled for trial on Novem-
ber 16, 2020 (id. at 3); and (4) the trial dates for the sec-
ond and third cases are “[t]o be set by the Court in each
case” (id. at 4).

Petitioner contends that the uncertainty regarding the
precise trial date for the third trial (which includes the
’485 patent) weighs against exercising discretion to de-
ny institution. Pet. Prelim. Reply 6 (citing Sand Revo-
lution II, LLC v. Cont’l Intermodal Grp.-Trucking
LLC, TPR2019-01393, Paper 24 at 9-10 (PTAB June 16,
2020) (informative)). In response, Patent Owner con-
tends that even if the third trial was scheduled with the
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same intervening time originally proposed by Patent
Owner, it would occur 112 days after the first trial, on
March 8, 2021. PO Prelim. Sur-reply 3-4.

If an wnter partes review was instituted, a final written
decision in this matter likely would not issue until Oc-
tober 2021. Despite there not being a firm trial date in
the Western District of Texas litigation, there is no in-
dication that trial will occur after October 2021. Ra-
ther, the only indications of record suggest the oppo-
site. First, the consolidation of the pre-trial phases of
the three district court cases permitted the Western
District of Texas litigation to move along with the -254
case, which is scheduled for trial in just over a month.
Second, the proposed Third Amended Agreed Schedul-
ing Order indicates that each of the second and third
cases (-255 and -256) requires only five weeks of lead
time prior to trial. See Ex. 1022, 4 (noting the first list-
ing under “Amended Dates” of “5 weeks before each
respective trial date”). Third, the only schedule for
three trial dates previously proposed by either party
reflects a spread of 112 days between the first and third
trials. See Prelim. Resp. 13 (citing Ex. 2031 (Proposed
Scheduling Order), 3-4). Thus, the evidence of record
suggests that trial is likely to occur months before any
final written decision in this matter.

Accordingly, on the record before us, this factor weighs
slightly in favor of exercising our discretion to deny in-
stitution pursuant to § 314(a).

3. investment in the parallel proceeding by the
court and the parties

Patent Owner contends there has been “immense” in-
vestment in the parallel proceeding. See PO Prelim.
Resp. 17. Petitioner contends that the “district court’s
investment in the challenged claims has been relatively
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limited.” Pet. Prelim. Reply 6. Petitioner also asserts
that because the grounds asserted in the Petition are
not at issue in the district court, the relevance of the
parties’ investment in the district court litigation is di-
minished. Id. at 7 (citing Apple v. Seven Networks,
IPR2020-00266, Paper 12 at 13 (PTAB Aug. 14, 2020)).

The district court issued a claim construction order on
January 3, 2020, approximately nine months ago, in
which the court construed the term “capacitance struc-
ture” recited in the ’485 patent. Ex. 1008, 1. Addition-
ally, the parties’ final infringement and invalidity con-
tentions were served in January 2020. Ex. 1022, 2.
Further, expert discovery has already closed or is
about to close. Id. at 3. Accordingly, in light of the pre-
sent posture of the district court action, we find that
the district court’s and parties’ investment in that ac-
tion, although diminished because of the differences in
challenges raised here and at the district court,* weighs
in favor of exercising our discretion to deny institution
pursuant to § 314(a).

4. overlap between issues raised in the petition
and in the parallel proceeding

Patent Owner contends that there is a “complete” over-
lap between the issues raised in the Petition and those
in the Western District of Texas litigation. PO Prelim.
Resp. 19-23.

Petitioner contends that there is no overlap between
the arguments for unpatentability in the Petition and
the Western District of Texas litigation. Pet. Prelim.
Reply 8. In particular, Petitioner explains that, in the
district court action, it is advancing two invalidity

4 We discuss this issue further as part of Fintiv Factor 4.
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grounds based on references that are not asserted in
the Petition. Id. Petitioner notes that it initially in-
cluded Nii in its district court invalidity contentions,
but states that it does not intend to include Nii as an
invalidating reference when it reduces the number of
invalidity grounds advanced in the district court. Id.
n.3. Petitioner explains that the district court has or-
dered Patent Owner to reduce the number of asserted
claims and “[a] trial by the Board avoids complicated
and overlapping jury issues across multiple patents,
while allowing the Board to focus on invalidity issues
involving only the ’485 patent.” Id. at 9.

In view of Petitioner’s representation that it does not
intend to include Nii as an invalidating reference when
it reduces the number of invalidity grounds advanced in
the district court, thus leaving no grounds overlapping
between the Western District of Texas litigation and
the Petition, this factor weighs in favor of not exercis-
ing our discretion to deny institution pursuant to §
314(a).

5. whether the petitioner and the defendant in the
parallel proceeding are the same party

Petitioner and Patent Owner are the defendant and
plaintiff, respectively, in the Western District of Texas
litigation. PO Prelim. Resp. 24. Therefore, we find that
this factor weighs in favor of exercising our discretion
to deny institution pursuant to § 314(a).

6. other circumstances that impact the Board’s ex-
ercise of discretion, including the merits

Petitioner contends that discretionary denial would
reward Patent Owner’s tactics to evade review of its
patents. Pet. Prelim. Reply 1-2. Petitioner asserts that
Patent Owner’s “scheme is evident: to file serial law-
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suits against Intel in multiple venues asserting numer-
ous patents and claims, to resist narrowing the number
of asserted claims, and to delay adjudication of the va-
lidity of its claims.” Id. at 3. In particular, Petitioner
reiterates that other factors should weigh more heavily
toward not exercising discretion to decline institution;
e.g., the Patent Owner’s identity and behavior, and the
number and identity of claims ultimately asserted in
each jurisdiction. Id. at 2-4. In particular, Petitioner
contends Patent Owner is a non-practicing entity
whose business model is centered on filing an unrea-
sonably large number of patent suits against Intel in a
fast-moving jurisdiction, with numerous asserted
claims, to encourage a quick settlement or long-shot ju-
ry verdict and avoid inter partes review. Id. at 1-3.

Even if Petitioner’s contentions are true, the validity of
the ’485 patent is at issue in the co-pending litigation,
which is likely to go to trial well before the deadline for
a final written decision in this proceeding. Accordingly,
this argument does not weigh against exercising our
discretion to deny institution pursuant to § 314(a).’

Patent Owner contends that other circumstances weigh
in favor of exercising our discretion to deny institution.
In particular, Patent Owner asserts that Nii, a refer-
ence relied upon by Petitioner in each of the two
grounds presented in the Petition, does not constitute
prior art to the 485 patent because Patent Owner has

In a footnote, Petitioner argues that the NHK/Fintiv
framework should not be applied because it is “inconsistent with
the AIA’s purpose and creates significant practical challenges,
particularly when the Petition challenges a patent subject to litiga-
tion in a ‘rocket docket’ jurisdiction.” Pet. Prelim. Reply 1 n.1.
Although Petitioner's argument may be appropriate for review in
another forum, we are bound to follow the precedential
NHK/Fintiv framework.
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antedated the reference by proving an earlier concep-
tion and reasonable diligence in reducing the invention
to practice. Prelim. Resp. 25-26; PO Prelim. Sur-reply
9. In particular, Patent Owner contends: (1) the 485
patent was filed July 31, 2006; (2) Nii was filed in the
U.S. on July 25, 2006, six days earlier; (3) the inventions
claimed in the ’485 patent were conceived by at least
July 12, 2006 as evidenced by a draft patent application
with that date; (4) the applicant exercised reasonable
diligence during the “critical period”—from before July
25, 2006, through the filing of the ’485 patent applica-
tion on July 31, 2006; and (5) testimony, in the form of a
declaration, by the prosecuting patent attorney, Mr.
Hill, confirms these actions and support Patent Own-
er’'s arguments. See Prelim. Resp. 26-43. Petitioner
contends that it can show that Nii is prior art, but does
not elaborate as to how it would do so. Pet. Prelim.
Reply 10.

For the above reasons, on this record Patent Owner’s
evidence supporting its arguments regarding antedat-
ing Nii weighs strongly in favor of exercising our dis-
cretion to deny institution pursuant to § 314(a).®

7. Weighing the factors

There is no dispute that the related district court litiga-
tion involves the same parties as this proceeding. At
this juncture, the related litigation is quite advanced
and trial will likely be scheduled months prior to the
issuance of any final written decision in this case. Alt-
hough the district court may not address the grounds
presented in the Petition, Patent Owner’s evidence and
argument suggests that Patent Owner may antedate

® In so finding, we make no determination on the ultimate
question whether Patent Owner has antedated Nii.
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Nii, thus negating the grounds asserted here. After
weighing all of the factors and taking a holistic view of
the relevant circumstances of this proceeding, we de-
termine that instituting an inter partes review would
be an inefficient use of the Board’s and parties’ re-
sources, and we exercise discretion to deny institution
under 35 U.S.C. § 314(a).

IV. CONCLUSION

For the foregoing reasons, we exercise our discretion
pursuant to 35 U.S.C. § 314(a) to deny institution of in-
ter partes review.

V. ORDER

In consideration of the foregoing, it is hereby:

ORDERED that the Petition (Paper 2) is denied as to
the challenged claims of the "485 patent; and

FURTHER ORDERED that no inter partes review is
instituted.
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APPENDIX D

PATENT TRIAL AND APPEAL BOARD

IPR2020-00526
1P20202-00527
Patent 6,633,187 C1!

INTEL CORPORATION,
Petitioner,
V.

VLSI TECHNOLOGY LLC,
Patent Owner.

Entered: August 18, 2020

Before
THU A. DANG, BART A. GERSTENBLITH,
and KIMBERLY McGRAW,
Administrative Patent Judges.

DECISION
Denying Institution of Inter Partes Review

35 US.C. § 314
McGRAW, Administrative Patent Judge.

! This decision addresses issues common to each of the above
proceedings and will be entered in each proceeding listed in the
caption. The parties may use this style caption only if the paper
includes a statement certifying that the identical paper is being
filed in each proceeding listed in the caption.
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I. INTRODUCTION

Intel Corporation (“Petitioner”) filed a Petition for in-
ter partes review of claims 2-8, 10, and 11 of U.S. Pa-
tent No. 6,633,187 C1 (Ex. 1201, “the ’187 patent”) in
IPR2020-00526. IPR2020-00526, Paper 32 (“Pet.”). Peti-
tioner filed another Petition for inter partes review of
claims 14-16, 19, and 20 of the "187 patent in IPR2020-
00527. IPR2020-00527, Paper 3. VLSI Technology
LLC (“Patent Owner”) filed a Preliminary Response to
each Petition. Paper 10 (“Prelim. Resp.”). In each pro-
ceeding, pursuant to our authorization (Paper 12), Peti-
tioner filed a Reply to Patent Owner’s Preliminary Re-
sponse (Paper 13 (“Pet. Prelim. Reply”)) and Patent
Owner filed a Sur-reply (Paper 15, “PO Prelim. Sur-
reply”), each directed to whether we should exercise
our discretion to deny institution pursuant to 35 U.S.C.
§ 314(a).

An inter partes review may not be instituted “unless ...
the information presented in the petition ... shows that
there is a reasonable likelihood that the petitioner
would prevail with respect to at least 1 of the claims
challenged in the petition.” 35 U.S.C. § 314(a) (2018).
The Board, however, has discretion to deny a petition
even when a petitioner meets that threshold. Id.; see,
e.g., Cuozzo Speed Techs., LLC v. Lee, 136 S. Ct. 2131,
2140 (2016) (“['T]he agency’s decision to deny a petition
is a matter committed to the Patent Office’s discre-
tion.”); Gen. Plastic Indus. Co. v. Canon Kabushiki
Kaisha, IPR2016-01357, Paper 19 (PTAB Sept. 6, 2017)
(precedential as to § IL.B.4.i) (recognizing the same);
NHK Spring Co. v. Intri-Plex Technologies, Inc.,

2 Unless otherwise indicated, citations to papers and exhibits
refer to those filed in IPR2020-00526. Similar papers and exhibits
were filed in IPR2020-00527.
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IPR2018-00752, Paper 8 (PTAB Sept. 12, 2018) (prece-
dential) (same); see also Patent Trial and Appeal Board
Consolidated Trial Practice Guide (Nov. 2019) (“Consol-
idated TPG”), 55-63, available at https://www.uspto
.gov/sites/default/files/documents/tpgnov.pdf (identify-
ing considerations that may warrant exercise of this
discretion).

Having considered the parties’ submissions, we deter-
mine that it is appropriate in these proceedings to ex-
ercise our discretion to deny institution of inter partes
review pursuant to 35 U.S.C. § 314(a).

II. BACKGROUND
A. Real Parties in Interest

Petitioner identifies Intel Corporation as the real party
in interest. Pet. 1. Patent Owner identifies “VLSI
Technology LLC and CF VLSI Holdings LLC” as the
real parties in interest. Paper 9 (Patent Owner’s Man-
datory Notices), 1.

B. Related Matters

The parties identify the following pending matter re-
lated to the "187 patent: VLSI Tech. LLC v. Intel Corp.,
No. 6:19-¢v-00255 (W.D. Tex.) (“Western District of
Texas litigation”). Pet. 1; Paper 7, 1. According to Pe-
titioner, the "187 patent is one of the patents asserted
by Patent Owner in VLSI Tech. LLC v. Intel Corp., No.
6:19-cv-00255 (W.D. Tex.).

Petitioner also filed earlier two petitions for inter
partes review of the 187 patent. See IPR2020-00141,
I[PR2020-00142. The decisions denying institution un-
der 35 U.S.C. § 314(a) are currently pending Preceden-
tial Opinion Panel review. See Intel Corp. v. VLSI
Tech. LLC, TPR2020-00141, Paper 18 (PTAB. Aug. 17,
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2020); Intel Corp. v. VLSI Tech. LLC, TIPR2020-00142,
Paper 19 (PTAB. Aug. 17, 2020).

C. The ’187 Patent

The ’187 patent, titled “Method and Apparatus for En-
abling a Stand Alone Integrated Circuit,” originally is-
sued on October 14, 2003, from an application filed No-
vember 20, 2000. Ex. 1201, code (22), (45), (54). A
Reexamination Certificate confirming the patentability
of claims 1-5, 12, 13, and 15-18 issued on November 2,
2010. Id., Inter Partes Reexamination Certificate
(0202nd), at (45).

The ’187 patent explains that, to ensure that the digital
circuitry on an integrated circuit (IC) functions appro-
priately, “it is important to delay activation of the digi-
tal circuit until the power supply [to the integrated cir-
cuit] is producing a stable supply voltage and the clock
is operating properly.” Id. at 1:27-30. Then, “[o]nce
these operating parameters are ensured, the digital cir-
cuitry may be activated.” Id. at 1:31-32. Figure 1 illus-
trates a schematic block diagram of stand-alone IC, and
is reproduced below.
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Figure 1 illustrates a schematic block diagram of a
stand-alone integrated circuit in accordance with the
invention of the 187 patent. See Ex. 1201, 1:45-47.

As shown in Figure 1, stand-alone integrated circuit 10
includes reset circuit 16, on-chip power converter 18,
functional circuitry 22, and supply lock circuit 20. Id. at
2:17-20. Reset circuit 16 includes reset module 24,
clock module 26, and clock generator 28, which can pro-
duce clock signal 32. Id. at 2:29-33.

A logic diagram of a method for enabling a stand-alone
integrated circuit is set forth in Figure 3. Id. at 3:51-
52. The process begins by establishing an “idle state”
that holds at least a portion of the stand-alone IC in a
reset condition when a power source is operably cou-
pled to the stand-alone IC. Id. at 3:52-56, Fig. 3. In re-
sponse to a “power enable signal” (step 62), an on-chip
power converter of the stand-alone IC is enabled to
generate at least one supply, e.g., a voltage supply, or a
current supply for powering functional circuitry from
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the power source. Id. at 3:58-63, Fig. 3 (step 64). Dur-
ing step 64, a clock signal is generated when the clock
has substantially reached a steady state condition,
power converter regulation signals are generated
based on the clock signal, and then a band-gap refer-
ence is enabled. Id. at 4:4-12) Fig. 3 (Steps 64-1
through 66-3). The band gap reference is used to gen-
erate the power converter regulation signals. Id. at
4:12-14. The functional circuitry of the stand-alone cir-
cuit is enabled when at least one supply has substantial-
ly reached a steady state condition. Id. at 3:66—4:3.

D. Ilustrative Claims

Petitioner challenges dependent claims 2-8 and 11 of
the "187 patent in IPR2020-00526 and dependent claims
14-16, 19, and 20 of the '187 patent in IPR2020-00527.
Claim 2, and claim 1 from which it depends, are repre-
sentative and are reproduced below.

1. A method for enabling a stand-alone integrated
circuit (IC), the method comprises the steps of:

a) establishing an idle state that holds at least
a portion of the stand-alone IC in a reset
condition when a power source is operably
coupled to the stand-alone IC;

b) receiving a power enable signal;

¢) enabling, in response to the power enable
signal, an on-chip power converter of the
stand-alone IC to generate at least one
supply from the power source,

wherein the enabling includes:
generating a clock signal,

generating power converter regulation
signals based on the clock signal,
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enabling a band-gap reference that is used
in generating the power converter regula-
tion signals; and

d) when the at least one supply has substan-
tially reached a steady state condition, en-
abling functionality of the stand-alone IC.

2. The method of claim 1, wherein the establishing
the idle state further comprises enabling a re-
set signal for the at least a portion of the stand-
alone IC.

E. Prior Art and Asserted Grounds of Unpatentability

Petitioner challenges the patentability of claims 2-8
and 11 of the ’187 patent in IPR2020-00526 on the fol-
lowing grounds (Pet. 4-5):

Claim(s) 35 U.S.C. § References/Basis
Challenged

2-5,7,8 1033 Page,* Stratakos,’ Bu-
janos,® LeWalter’

3 The Leahy-Smith America Invents Act, Pub. L. No. 112-29,
125 Stat. 284 (2011) (“AIA”), amended 35 U.S.C. § 103. Because
the 187 patent has a filing date of November 20, 2000, which is
prior to the effective date of the applicable AIA amendments, we
refer to the pre-AIA version of § 103. See Ex. 1201, code (22).

4 Us 6,980,037 B1, filed Sept. 16, 1998, issued Dec. 27, 2005
(Ex. 1206, “Page”).

> Anthony John Stratakos, High-Efficiency Low-Voltage DC-
DC Conversion for Portable Applications, Ph.D. Thesis 1998 (Ex.
1208, “Stratakos”).

bus 5,949,227, issued Sept. 7, 1999 (Ex. 1215, “Bujanos”).
TUs 5,739,708, issued Sept. 19. 1996 (Ex. 1216, “LeWalter”).
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8 103 Page, Stratakos, Bu-
janos, LeWalter, Ya-
suda®
11 103 Page, LeWalter
11 103 Page, Stratakos,
LeWalter
11 103 Page, Yasuda, LeWal-
ter
11 103 Page, Stratakos, Ya-
suda, LeWalter
6 103 Page, Stratakos, Bu-
janos, Goder’
10 103 Page, Goder
10 103 Page, Yasuda, Goder
10 103 Page, Stratakos, Ya-

suda, Goder

Petitioner challenges the patentability of claims 14-16,
19, and 20 of the ’187 patent on the following grounds
(IPR2020-00527, Pet. 4):

Claim(s) 35 U.S.C. § References/Basis
Challenged
15,16, 19 103 Page, Yamamoto!'?,
LeWalter

8us 5,936,443, issued Aug. 10, 1999 (Ex. 1207, “Yasuda”).
Us 5,617,015, issued Apr. 1, 1997 (Ex. 1217, “Goder”).
108 5,778,237, issued July 7, 1998 (Ex. 1313, “Yamamoto”).
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15, 16, 19 103 Yamamoto,
Stratakos, LeWalter
20 103 Page, Yamamoto,
LeWalter
20 103 Page, Yamamoto,
Yasuda, LeWalter
20 103 Page, Yamamoto,
Stratakos, LeWalter
20 103 Page, Yamamoto,
Stratakos, Yasuda,
LeWalter
14 103 Page, Yamamoto,
Goder
14 103 Page, Yamamoto,

Stratakos, Goder

ITI. ANALYSIS-35U.S.C. §314(a)

Under 35 U.S.C. § 314(a), the Director has discretion to
deny institution. In determining whether to exercise
that discretion on behalf of the Director, we are guided
by the Board’s precedential decision in NHK Spring
Co. v. Intri-Plex Technologies, Inc., IPR2018-00752,
Paper 8 (PTAB Sept. 12, 2018).

In NHK, the Board found that the “advanced state of
the district court proceeding” was a “factor that weighs
in favor of denying” the petition under § 314(a). NHK,
Paper 8 at 20. The Board determined that “[i]nstitution
of an wnter partes review under these circumstances
would not be consistent with ‘an objective of the AIA ...
to provide an effective and efficient alternative to dis-
trict court litigation.”” Id. (citing Gen. Plastic, Paper
19 at 16-17 (precedential in relevant part)).
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“[TThe Board’s cases addressing earlier trial dates as a
basis for denial under NHK have sought to balance
considerations such as system efficiency, fairness, and
patent quality.” Apple Inc. v. Fintiv Inc., IPR2020-
00019, Paper 11 at 5 (PTAB Mar. 20, 2020) (preceden-
tial) (collecting cases). Fintiv sets forth six non-
exclusive factors for determining “whether efficiency,
fairness, and the merits support the exercise of authori-
ty to deny institution in view of an earlier trial date in
the parallel proceeding.” Id. at 6. These factors con-
sider:

1. whether the court granted a stay or evidence
exists that one may be granted if a proceeding
is instituted;

2. proximity of the court’s trial date to the
Board’s projected statutory deadline for a final
written decision;

3. investment in the parallel proceeding by the
court and the parties;

4. overlap between issues raised in the petition
and in the parallel proceeding;

5. whether the petitioner and the defendant in the
parallel proceeding are the same party; and

6. other circumstances that impact the Board’s
exercise of discretion, including the merits.

We discuss the parties’ arguments in the context of
considering the above factors. In evaluating the fac-
tors, we take a holistic view of whether efficiency and
integrity of the system are best served by denying or
instituting review. Fintiv at 6.
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1. whether the court granted a stay or evidence ex-
ists that one may be granted if a proceeding is in-
stituted

On the present record, neither party has produced evi-
dence that a stay has been requested or argues that a
stay may be requested. See generally Pet.; Pet. Prelim.
Reply; see also Prelim. Resp. 8 (noting that Petitioner
does not say it will move for a stay and that Patent
Owner will not agree to a stay). As such, this factor
does not weigh in favor of or against exercising our dis-
cretion to deny institution pursuant to § 314(a).

2. proximity of the court’s trial date to the Board’s
projected statutory deadline for a final written
decision

According to the most recent scheduling order in the
record, trial in the Western District of Texas involving
the ’187 patent currently is scheduled to start on No-
vember 26, 2020. See Prelim. Resp. 11 (citing Ex. 2042
(Second Amended Agreed Scheduling Order), 3); Pet.
Prelim. Reply 6; PO Prelim. Sur-reply 10. If a proceed-
ing were instituted, a final written decision in this mat-
ter likely would not issue until August 2021, approxi-
mately nine months after the scheduled trial date.

Patent Owner states that it requested the trial involv-
ing the 187 patent to begin later, on December 14,
2020. See Prelim. Resp. 13-14 (citing Ex. 2031 (Pro-
posed Scheduling Order), 4); see also Pet. 6-7 (stating
that the three infringement actions were not consoli-
dated for purposes of trial and that is unclear which of
the three trials would proceed first). Even if Patent
Owner’s request were granted, a final written decision
would still not likely issue until approximately eight
months after the scheduled trial date.
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Accordingly, on the record before us, this factor weighs
in favor of exercising our discretion to deny institution
pursuant to § 314(a).

3. investment in the parallel proceeding by the
court and the parties

Patent Owner contends there has been “immense” in-
vestment in the parallel proceeding. See PO Prelim.
Sur-Reply 17. The Western District of Texas issued a
claim construction order on January 3, 2020, over seven
months ago, although the court did not construe any
claim terms from the ’187 patent. See PO Prelim. Sur-
reply 17-18 (noting Petitioner stated no terms of the
187 patent required construction). Additionally, the
parties’ final infringement and invalidity contentions
were served in January 2020. PO Prelim. Sur-reply 7
(citing Ex. 2036 (First Amended Scheduling Order)).

Petitioner does not directly address this factor. See
generally Pet.; Pet. Prelim. Reply.

In light of the present posture of the district court ac-
tion, we find that the parties’ investment in that action
weighs in favor of exercising our discretion to deny in-
stitution pursuant to § 314(a).

4. overlap between issues raised in the petition
and in the parallel proceeding

Patent Owner contends that there is a “complete” over-
lap between the issues raised in the Petition and those
in the Western District of Texas litigation as Petitioner
relies upon the same combination of references. See
Prelim. Resp. 18.

Petitioner does not dispute that the present Petition
relies on the same references, in the same combina-
tions, for the same disclosures. See generally Pet. Pre-
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lim. Reply. Rather, Petitioner argues that Patent
Owner “will ultimately be required to drop claims in
district court.” Pet Prelim. Rep. 10; see also id. at 9-10
(stating Patent Owner has asserted “133 claims of eight
patents against Intel products across three cases” and
that there “is no to reason to believe that [Patent Own-
er] will advance each of the challenged claims at trial”).

Petitioner, however, has not provided sufficient eviden-
tiary support that any of the claims asserted in the pre-
sent proceeding will not be at issue in the upcoming tri-
al. Therefore, based on the present record, we agree
with Patent Owner that there is a substantial overlap
between the issues raised in the Petition and in the
Western District of Texas litigation.

Accordingly, this factor weighs in favor of exercising
our discretion to deny institution pursuant to § 314(a).

5. whether the petitioner and the defendant in the
parallel proceeding are the same party

Petitioner and Patent Owner are the defendant and
plaintiff, respectively, in the Western District of Texas
litigation. See Pet. Prelim. Reply 10 n.7; PO Prelim.
Sur-reply 22 (stating Petitioner is both the defendant in
the District Court Action and the petitioner here).
Therefore, we find that this factor weighs in favor of
exercising our discretion to deny institution pursuant
to § 314(a).

6. other circumstances that impact the Board’s ex-
ercise of discretion

Petitioner argues the Board should not apply the
NHK/Finitv framework in the present proceeding be-
cause the framework is inconsistent with the AIA’s
purpose, is inconsistent with Congress’ decision to al-
low petitioners up to one year to challenge a patent af-
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ter receiving a complaint, encourages gamesmanship,
will allow unpatentable claims to survive in greater
numbers, and creates significant practical problems.
See Pet. Prelim. Reply 4-5. Although, Petitioner’s ar-
guments may be appropriate for review in another fo-
rum, we are constrained to follow the guidance provid-
ed in NHK Spring and the Fintiv Order.

Petitioner also contends Patent Owner’s litigation con-
duct involving the patent at issue, and other patents
asserted against Petitioner, supports the Board declin-
ing to exercise its discretion to deny institution. See
Pet. Prelim. Reply 8-9. Petitioner contends Patent
Owner is a non-practicing entity whose business model
is centered around filing an unreasonably large number
of patent suits against Intel in a fast-moving jurisdic-
tion, with numerous asserted claims—all to encourage a
quick settlement or long-shot jury verdict and avoid
IPR review. Id. at 9.

Even if Petitioner’s contentions are true, Petitioner has
not shown these contentions will avoid adjudication of
Intel’s invalidity defenses. The validity of the 187 pa-
tent is at issue in the co-pending litigation, which is
currently scheduled to go to trial well before the dead-
line for a final written decision in this proceeding. Ac-
cordingly, this argument does not weigh against exer-
cising our discretion to deny institution pursuant to
§ 314(a).

Petitioner also asserts that if Patent Owner drops some
its claims before trial, and the Board denies institution,
the unasserted claims will be insulated from further
challenge, as Intel will be barred from challenging
those claims in future petitions. Id. (citing 35 U.S.C.
§ 315(b)). Petitioner asserts that those claims, which
the petitions show to be unpatentable, will instead sur-
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vive for assertion against Intel or another defendant.
Id. This argument is too speculative as there is insuffi-
cient evidence in the record to show that the claims
challenged in the present petitions will not be adjudi-
cated at trial.

Patent Owner also argues that the fact Petitioner has
brought four petitions against the ’187 patent favors
discretionary denial. Prelim. Resp. 22. We are not per-
suaded by this argument. When Petitioner filed its two
earlier petitions challenging certain claims of the ’187
patent (i.e., TPR2020-00141, TPR2020-00142), Patent
Owner had not yet asserted infringement of the claims
challenged in the present proceedings. See Paper 2
(Explanation for Multiple Petitions), 1. We agree with
Petitioner that the staggered assertion of claims in the
district court proceeding is a reason for the staggered
filing of Petitions. See id. at 1 (Petitioner asserting that
it was only after Patent Owner asserted additional
claims in the copending litigation and Petitioner sought
ter partes review of those claims). Thus, the stag-
gered filing of the second set of petitions does not
weigh in favor of exercising our discretion to deny in-
stitution of at least one of the petitions of that second
set.!!

1" Given our decision to exercise our discretion and deny in-
stitution under § 314(a), we do not reach the issue of whether two
petitions are necessary to challenge all of the claims that are as-
serted in IPR2020-00526 and IPR2020-00527. We do note, howev-
er, that Petitioner does not provide any argument as to why a sin-
gle petition challenging all of the claims filed in IPR2020-00526 and
TPR2020-00527 could not have been filed. See Paper 2, 3—4 (stating
different claims and references are asserted in each proceeding but
not presenting an argument as to why these differences support
the filing of two separate petitions).
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For the above reasons, the circumstances identified by
the parties do not weigh in favor of or against exercis-
ing our discretion to deny institution pursuant to
§ 314(a).

7. Weighing the factors

There is no dispute that the related district court litiga-
tion involves the same parties and issues as this pro-
ceeding. At this juncture, the related litigation is fairly
advanced and trial is scheduled for November. The dis-
trict court will likely resolve the issues in this proceed-
ing before the Board does, and instituting an inter
partes review would likely duplicate the district court’s
efforts, as well as create the potential for inconsistent
results, both of which undercut the efficiency and in-
tegrity of the patent system. After weighing all of the
factors and taking a holistic view of the relevant cir-
cumstances of this proceeding, we determine institut-
ing an inter partes review would be an inefficient use of
the Board’s resources, and we exercise discretion to
deny institution under 35 U.S.C. § 314(a).

IV. CONCLUSION

For the foregoing reasons, we exercise our discretion
pursuant to 35 U.S.C. § 314(a) to deny institution of in-
ter partes review.

V. ORDER
In consideration of the foregoing, it is hereby:

ORDERED that the Petition in IPR2020-00526 and the
Petition in TPR2020-00527 are denied as to all chal-
lenged claims of the "187 patent; and

FURTHER ORDERED that no inter partes review is
instituted.
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APPENDIX E

PATENT TRIAL AND APPEAL BOARD

IPR2020-000498
Patent 7,725,759 B2

INTEL CORPORATION,
Petitioner,
V.

VLSI TECHNOLOGY LLC,
Patent Owner.

Entered: August 19, 2020

Before
THU A. DANG, BART A. GERSTENBLITH,
and KIMBERLY McGRAW,
Administrative Patent Judges.

DECISION

Denying Institution of Inter Partes Review
35 U.S.C. § 314
GERSTENBLITH, Administrative Patent Judge.

I. INTRODUCTION

Intel Corporation (“Petitioner”) filed a Petition re-
questing an inter partes review of claims 12, 18-22, 24,
26, and 27 (the “challenged claims”) of U.S. Patent No.
7,725,759 B2 (Ex. 1101, “the '759 patent”). Paper 4
(“Pet.”). VLSI Technology LLC (“Patent Owner”) filed
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a Preliminary Response. Paper 10 (“Prelim. Resp.”).
Pursuant to our authorization (Paper 12), Petitioner
filed a Reply to Patent Owner’s Preliminary Response
(Paper 13 (“Pet. Prelim. Reply”)) and Patent Owner
filed a Sur-reply (Paper 15, “PO Prelim. Sur-reply”),
each directed to whether we should exercise our discre-
tion to deny institution pursuant to 35 U.S.C. § 314(a).

An wnter partes review may not be instituted “unless ...
the information presented in the petition ... shows that
there is a reasonable likelihood that the petitioner
would prevail with respect to at least 1 of the claims
challenged in the petition.” 35 U.S.C. § 314(a) (2018).
The Board, however, has discretion to deny a petition
even when a petitioner meets that threshold. Id.; see,
e.g., Cuozzo Speed Techs., LLC v. Lee, 136 S. Ct. 2131,
2140 (2016) (“[T]he agency’s decision to deny a petition
is a matter committed to the Patent Office’s discre-
tion.”); see also Patent Trial and Appeal Board Consoli-
dated Trial Practice Guide (Nov. 2019) (“Consolidated
TPG”), 556-63, available at https://www.uspto.gov/sites/
default/files/documents/tpgnov.pdf (identifying consid-
erations that may warrant exercise of this discretion).
In particular, 35 U.S.C. § 314(a) permits the Board to
deny institution under certain circumstances. See Gen.
Plastic Indus. Co. v. Canon Kabushiki Kaisha,
IPR2016-01357, Paper 19 (PTAB Sept. 6, 2017) (prece-
dential as to § 11.B.4.i); NHK Spring Co. v. Intri-Plex
Techs., Inc., IPR2018-00752, Paper 8 (PTAB Sept. 12,
2018) (precedential).

Having considered the parties’ submissions, we deter-
mine that it is appropriate in this case to exercise our
discretion to deny institution of inter partes review
pursuant to 35 U.S.C. § 314(a).
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II. BACKGROUND
A. Real Parties in Interest

Petitioner identifies “Intel Corporation” as the real
party in interest. Pet. 1. Patent Owner identifies
“VLSI Technology LLC and CF VLSI Holdings LLC”
as the real parties in interest. Paper 6 (Patent Owner’s
Mandatory Notices), 1.

B. Related Matters

The parties identify the 759 patent as the subject of
VLSI Tech. LLC v. Intel Corp., No. 6-19-cv-00254
(“Western District of Texas litigation”). Pet. 4-5; Pa-
per 6, 1. Petitioner explains that the "759 patent is one
of several patents asserted by Patent Owner in three
venues: Nos. 19-¢v-00254, -00255, -00256 (W.D. Tex.),
18-966-CFC (D. Del.); and 5-17-cv-05671 (N.D. Cal.).
Pet. 4-5. Petitioner also explains that cases -00254, -
00255, and -00256 are consolidated until trial as 1-19-cv-
00977. Id. at b.

Petitioner also challenges claims of the 759 patent in
[PR2020-00106. In that case, we exercised our discre-
tion to deny institution of inter partes review pursuant
to 35 U.S.C. § 314(a) for similar reasons. Intel Corp. v.
VLSI Tech. LLC, IPR2020-00106, Paper 17 (PTAB May
5, 2020). Petitioner filed a request for rehearing (Paper
18) and a request for Precedential Opinion Panel re-
view (Paper 19), which are both pending.

C. Asserted Grounds of Unpatentability

Petitioner challenges the patentability of claims 12, 18—
22, 24, 26, and 27 of the 759 patent on the following
grounds (Pet. 4):
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Claim(s) Chal- 35 U.S.C. § References
lenged
12 103! Chen,? Terrell,?
Rusu*
18, 20-22, 24, 27 103 Chen, Terrell, Kir-
iake’
19, 26 103 Chen, Terrell, Kir-
iake, Rusu
12 103 Shaffer,® Lint,” Rusu
18, 20-22, 24, 27 103 Shaffer, Lint, Kiriake
19, 26 103 Shaffer, Lint, Kir-
iake, Rusu

Petitioner relies on the Declaration of Dr. Bruce Jacob
(Ex. 1102) in support of its unpatentability contentions.

' The Leahy-Smith America Invents Act, Pub. L. No. 112-29,
125 Stat. 284 (2011) (“ATA”), amended 35 U.S.C. § 103. Because the
759 patent has a filing date of August 30, 2006, which is prior to
the effective date of the applicable ATA amendments, we refer to
the pre-AIA version of § 103. See Ex. 1101, code (22).

2 U.S. Patent No. 5,835,995, issued Nov. 17, 1998 (Ex. 1103,
“Chen”).

3 U.S. Patent Application Publication No. 2004/0098631 Al,
pub. May 20, 2004 (Ex. 1104, “Terrell”).

4 U.S. Patent Application Publication No. 2003/0065960 Al,
pub. Apr. 3, 2003 (Ex. 1127, “Rusu”).

> U.S. Patent Application Publication No. 2003/0159080 Al,
pub. Aug. 21, 2003 (Ex. 1128, “Kiriake”).

6 U.S. Patent No. 6,298,448 B1, Oct. 2, 2001 (Ex. 1005, “Shaf-
fer”).

7 U.S. Patent No. 7,360,103 B2, Apr. 15, 2008 (Ex. 1106,
“Lint”).
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ITI. ANALYSIS-35U.S.C. § 314(a)

Under 35 U.S.C. § 314(a), the Director has discretion to
deny institution. In determining whether to exercise
that discretion on behalf of the Director, we are guided
by the Board’s precedential decision in NHK.

In NHK, the Board found that the “advanced state of
the district court proceeding” was a “factor that weighs
in favor of denying” the petition under § 314(a). NHK,
Paper 8 at 20. The Board determined that “[i]nstitution
of an inter partes review under these circumstances
would not be consistent with ‘an objective of the AIA
... to provide an effective and efficient alternative to
district court litigation.”” Id. (citing Gen. Plastic, Pa-
per 19 at 16-17 (precedential in relevant part)).

“[TThe Board’s cases addressing earlier trial dates as a
basis for denial under NHK have sought to balance
considerations such as system efficiency, fairness, and
patent quality.” Apple Inc. v. Fintiv Inc., IPR2020-
00019, Paper 11 at 5 (PTAB Mar. 20, 2020) (preceden-
tial) (collecting cases). Fintiv sets forth six non-
exclusive factors for determining “whether efficiency,
fairness, and the merits support the exercise of authori-
ty to deny institution in view of an earlier trial date in
the parallel proceeding.” Id. at 6. These factors con-
sider:

1. whether the court granted a stay or evi-
dence exists that one may be granted if a
proceeding is instituted;

2. proximity of the court’s trial date to the
Board’s projected statutory deadline for a
final written decision;

3. investment in the parallel proceeding by
the court and the parties;
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4. overlap between issues raised in the peti-
tion and in the parallel proceeding;

5. whether the petitioner and the defendant
in the parallel proceeding are the same par-
ty; and

6. other circumstances that impact the
Board’s exercise of discretion, including the
merits.

We discuss the parties’ arguments in the context of
considering the above factors. In evaluating the fac-
tors, we take a holistic view of whether efficiency and
integrity of the system are best served by denying or
instituting review. Fintiv at 6.

1. whether the court granted a stay or evidence ex-
ists that one may be granted if a proceeding is in-
stituted

On the present record, neither party has produced evi-
dence that a stay has been requested or that the West-
ern District of Texas has considered a stay in this case.
See Pet. Prelim. Reply 6; PO Prelim. Sur-reply 1-2 (ci-
tations omitted). Thus, this factor does not weigh in
favor of or against exercising our discretion to deny in-
stitution pursuant to § 314(a).

2. proximity of the court’s trial date to the Board’s
projected statutory deadline for a final written
decision

According to the most recent scheduling order in the
record, trial in the Western District of Texas involving
the 759 patent currently is scheduled to start on No-
vember 26, 2020. See Prelim. Resp. 11 (citing Ex. 2042
(Second Amended Agreed Scheduling Order), 3). If a
proceeding were instituted, a final written decision in
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this matter likely would not issue until August 2021,
approximately nine months after the scheduled trial
date.

Accordingly, on the record before us, this factor weighs
in favor of exercising our discretion to deny institution
pursuant to § 314(a).

3. investment in the parallel proceeding by the
court and the parties

Patent Owner contends there has been “immense” in-
vestment in the parallel proceeding. See PO Prelim.
Resp. 16. The Western District of Texas issued a claim
construction order on January 3, 2020, over seven
months ago, although the court did not construe any
claim terms from the "759 patent. See id. at 16-17 (not-
ing Petitioner proposed no claim terms from the ’759
patent for construction). Additionally, the parties’ final
infringement and invalidity contentions were served in
January 2020. Id. at 16.

Petitioner does not directly address this factor. See
Pet. 4-6; see generally Pet. Prelim. Reply

In light of the present posture of the district court ac-
tion, we find that the parties’ investment in that action
weighs in favor of exercising our discretion to deny in-
stitution pursuant to § 314(a).

4. overlap between issues raised in the petition
and in the parallel proceeding

Patent Owner contends that there is a “complete” over-
lap between the issues raised in the Petition and those
in the Western District of Texas litigation. PO Prelim.
Resp. 17-20 (contending that Petitioner relies upon the
same references, in the same combinations). Patent
Owner points to Petitioner’s final invalidity contentions
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challenging the claims as obvious over Chen, Terrell,
Kiriake, and Rusu and as obvious over Shaffer, Lint,
Kiriake, and Rusu. Id. at 18-19 (comparing the Petition
to Petitioner’s Final Invalidity Contentions (Ex. 2013)).

Petitioner does not dispute Patent Owner’s argument,
but contends that “the scope of trial is uncertain due to
VLSI’s consistent refusal to discuss claim narrowing.”
Pet. Prelim. Reply 10.

As noted above, Petitioner raises six grounds of obvi-
ousness pursuant to 35 U.S.C. § 103(a), three based on
Chen and Terrell and three based on Shaffer and Lint,
with each also including Kiriake and/or Rusu. In com-
parison, Petitioner’s Final Invalidity Contentions as-
sert that claims 14, 7, 8, 12, 14, 15, 17-21, 24, and 26 are
obvious, inter alia, over the combination of (1) Chen,
Terrell, Kiriake, and/or Rusu, and (2) Shaffer, Lint, Kir-
iake, and/or Rusu. Ex. 2013, 33. Accordingly, we find
that the issues raised in the Petition largely overlap
with those currently raised in the Western District of
Texas litigation. Although Petitioner’s Final Invalidity
Contentions include other combinations of references
challenging overlapping claims, see id., that difference
alone does not negate that the same combinations of
references asserted in the Petition also are asserted in
Petitioner’s Final Invalidity Contentions.

Additionally, on the record before us, each of the claims
challenged via petition also is included in Petitioner’s
Final Invalidity Contentions, with the exception of de-
pendent claims 22 and 27. Compare Pet. 1, with Ex.
2013, 33. Petitioner, however, does not raise this dif-
ference in its papers let alone argue that the difference
is a reason not to exercise our § 314(a) discretion to de-
ny institution. Thus, on the present record, we agree
with Patent Owner that there is a substantial overlap
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between the issues raised in the Petition and in the
Western District of Texas litigation.

Accordingly, this factor weighs in favor of exercising
our discretion to deny institution pursuant to § 314(a).

5. whether the petitioner and the defendant in the
parallel proceeding are the same party

Petitioner and Patent Owner are the defendant and
plaintiff, respectively, in the Western District of Texas
litigation. PO Prelim. Resp. 20. Therefore, we find that
this factor weighs in favor of exercising our discretion
to deny institution pursuant to § 314(a).

6. other circumstances that impact the Board’s ex-
ercise of discretion, including the merits

Petitioner raises three primary arguments regarding
other circumstances that it asserts impact our exercise
of discretion. First, Petitioner contends that discre-
tionary denial would reward Patent Owner’s tactics to
evade review of its patents. Pet. Prelim. Reply 2—4.
Petitioner asserts that Patent Owner’s “scheme is evi-
dent: to file serial lawsuits against Intel in multiple
venues asserting numerous patents and claims, to re-
sist narrowing the number of asserted claims, and to
delay adjudication of the validity of its claims.” Id. at 3.
Petitioner contends that, as part of Patent Owner’s pat-
tern of conduct, Patent Owner has refused to narrow
the claims asserted in the Western District of Texas
litigation because there is no deadline for claim narrow-
ing in the schedule. Id. at 4 (citing Ex. 1145, 2).

Although related, Petitioner discusses the following
under its “third” reason. In particular, Petitioner reit-
erates that other factors should weigh more heavily
toward not exercising discretion to decline institution;
e.g., the Patent Owner’s identity and behavior, and the
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number and identity of claims ultimately asserted in
each jurisdiction. Id. at 8-10. Petitioner contends Pa-
tent Owner is a non-practicing entity whose business
model is centered on filing an unreasonably large num-
ber of patent suits against Intel in a fast-moving juris-
diction, with numerous asserted claims—all to encour-
age a quick settlement or long-shot jury verdict and
avoid IPR review. Id. at 8-9.

Even if Petitioner’s contentions are true, Petitioner has
not shown these contentions will avoid adjudication of
Intel’s invalidity defenses. The validity of the 759 pa-
tent is at issue in the co-pending litigation, which is
currently scheduled to go to trial well before the dead-
line for a final written decision in this proceeding. Ad-
ditionally, Petitioner’s argument as to whether and
when Patent Owner will narrow its claims in the West-
ern District of Texas litigation is too speculative as
there is insufficient evidence in the record to show
which claims, if any, challenged in the present petition
and presently in Texas will not be adjudicated at trial.
Accordingly, this argument does not weigh against ex-
ercising our discretion to deny institution pursuant to §
314(a).

Second, Petitioner argues the Board should not apply
the NHK/Fintiv framework in the present proceeding
because the framework is inconsistent with the AIA’s
purpose, is inconsistent with Congress’ decision to al-
low petitioners up to one year to challenge a patent af-
ter receiving a complaint, encourages gamesmanship,
will allow unpatentable claims to survive in greater
numbers, and creates significant practical problems.
See Pet. Prelim. Reply 4-8. Although, Petitioner’s ar-
guments may be appropriate for review in another fo-
rum, we are bound to follow the precedential
NHK/Fintiv framework.
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For the above reasons, the circumstances identified by
the parties do not weigh in favor of or against exercis-
ing our discretion to deny institution pursuant to §
314(a).

7. Weighing the factors

There is no dispute that the related district court litiga-
tion involves the same parties and issues as this pro-
ceeding. At this juncture, the related litigation is fairly
advanced and trial is scheduled for November. The dis-
trict court will likely resolve the issues in this proceed-
ing before we would reach a final written decision, and
instituting an inter partes review would likely duplicate
the district court’s efforts and could lead to inconsistent
results, undercutting the efficiency and integrity of the
patent system. After weighing all of the factors and
taking a holistic view of the relevant circumstances of
this proceeding, we determine instituting an inter
partes review would be an inefficient use of the Board’s
and parties’ resources, and we exercise discretion to
deny institution under 35 U.S.C. § 314(a).

IV. CONCLUSION

For the foregoing reasons, we exercise our discretion
pursuant to 35 U.S.C. § 314(a) to deny institution of in-
ter partes review.

V. ORDER

In consideration of the foregoing, it is hereby:

ORDERED that the Petition (Paper 4) is denied as to
the challenged claims of the 759 patent; and

FURTHER ORDERED that no inter partes review is
instituted.






59a
APPENDIX F

PATENT TRIAL AND APPEAL BOARD

IPR2020-00142
Patent US 6,633,187 C1

INTEL CORPORATION,
Petitioner,
V.

VLSI TECHNOLOGY LLC,
Patent Owner.

Entered: June 4, 2020

Before
THU A. DANG, BART A. GERSTENBLITH,
and KIMBERLY McGRAW,
Administrative Patent Judges.

DECISION
Denying Institution of Inter Partes Review

35 US.C. § 314
McGRAW, Administrative Patent Judge.

I. INTRODUCTION

Intel Corporation (“Petitioner”) filed a Petition for in-
ter partes review of claims 13, 17, and 18 of U.S. Patent
No. 6,633,187 C1 (Ex. 1101, “the ’187 patent”). Paper 4
(“Pet.”). VLSI Technology LLC (“Patent Owner”) filed
a Preliminary Response. Paper 8 (“Prelim. Resp.”).
Pursuant to our authorization (Paper 10), Petitioner



60a

filed a Reply to Patent Owner’s Preliminary Response
(Paper 11 (“Pet. Prelim. Reply”)) and Patent Owner
filed a Sur-reply (Paper 13, “PO Prelim. Sur-reply”),
each directed to whether we should exercise our discre-
tion to deny institution pursuant to 35 U.S.C. § 314(a).

An inter partes review may not be instituted “unless ...
the information presented in the petition ... shows that
there is a reasonable likelihood that the petitioner
would prevail with respect to at least 1 of the claims
challenged in the petition.” 35 U.S.C. § 314(a) (2018).
The Board, however, has discretion to deny a petition
even when a petitioner meets that threshold. Id.; see,
e.g., Cuozzo Speed Techs., LLC v. Lee, 136 S. Ct. 2131,
2140 (2016) (“['TThe agency’s decision to deny a petition
is a matter committed to the Patent Office’s discre-
tion.”); Gen. Plastic Indus. Co. v. Canon Kabushiki
Kaisha, IPR2016-01357, Paper 19 (PTAB Sept. 6, 2017)
(precedential as to § II.B.4.i) (recognizing the same);
NHK Spring Co. v. Intri-Plex Technologies, Inc.,
IPR2018-00752, Paper 8 (PTAB Sept. 12, 2018) (prece-
dential) (same); see also Patent Trial and Appeal Board
Consolidated Trial Practice Guide (Nov. 2019) (“Consol-
idated TPG”), 55-63, available at https://www.uspto
.gov/sites/default/files/documents/tpgnov.pdf (identify-
ing considerations that may warrant exercise of this
discretion).

Having considered the parties’ submissions, we deter-
mine that it is appropriate in this case to exercise our
discretion to deny institution of inter partes review
pursuant to 35 U.S.C. § 314(a).
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II. BACKGROUND
A. Real Parties in Interest

Petitioner identifies Intel Corporation as the real party
in interest. Pet. 1. Patent Owner identifies “VLSI
Technology LLC and CF VLSI Holdings LLC” as the
real parties in interest. Paper 7 (Patent Owner’s Man-
datory Notices), 1.

B. Related Matters

The parties identify the following pending matter re-
lated to the *187 patent: VLSI Tech. LLC v. Intel Corp.,
No. 6:19-¢v-00255 (W.D. Tex.) (“Western District of
Texas litigation”). Pet. 1; Paper 7, 1. According to Pe-
titioner, the "187 patent is one of the patents asserted
by Patent Owner in VLSI Tech. LLC v. Intel Corp., No.
6:19-cv-00255 (W.D. Tex.).

Petitioner also challenges claims 1 and 12 of the 187
patent in IPR2020-00141. See Pet. 1; Paper 7, 1.

C. The ’187 Patent

The ’187 patent, titled “Method and Apparatus for En-
abling a Stand Alone Integrated Circuit,” originally is-
sued on October 14, 2003, from an application filed No-
vember 20, 2000. Ex. 1001, code (22), (45), (54). A
Reexamination Certificate confirming the patentability
of inter alia, claims 1 and 12 issued on November 2,
2010. Id., Inter Partes Reexamination Certificate
(0202nd), at (45).

The ’187 patent explains that, to ensure that the digital
circuitry on an integrated circuit (IC) functions appro-
priately, “it is important to delay activation of the digi-
tal circuit until the power supply [to the integrated cir-
cuit] is producing a stable supply voltage and the clock
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is operating properly.” Id. at 1:27-30. Then, “[o]nce
these operating parameters are ensured, the digital cir-
cuitry may be activated.” Id. at 1:31-32. Figure 1 illus-
trates a schematic block diagram of stand-alone IC, and
is reproduced below..
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FIG. 1

Figure 1 illustrates a schematic block diagram of a
stand-alone integrated circuit in accordance with
the invention of the 187 patent. See Ex. 1201,
1:45-47.

As shown in Figure 1, stand-alone integrated circuit 10
includes reset circuit 16, on-chip power converter 18,
functional circuitry 22, and supply lock circuit 20. Id. at
2:17-20. Reset circuit 16 includes reset module 24,
clock module 26, and clock generator 28, which can pro-
duce clock signal 32. Id. at 2:29-33.

A logic diagram of a method for enabling a stand-alone
integrated circuit is set forth in Figure 3. Id. at 3:51-
52. The process begins by establishing an “idle state”
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that holds at least a portion of the stand-alone IC in a
reset condition when a power source is operably cou-
pled to the stand-alone IC. Id. at 3:52-56, Fig. 3. In re-
sponse to a “power enable signal” (step 62), an on-chip
power converter of the stand-alone IC is enabled to
generate at least one supply, e.g., a voltage supply, or a
current supply for powering functional circuitry from
the power source. Id. at 3:58-63, Fig. 3 (step 64). Dur-
ing step 64, a clock signal is generated when the clock
has substantially reached a steady state condition,
power converter regulation signals are generated
based on the clock signal, and then a band-gap refer-
ence is enabled. Id. at 4:4-12) Fig. 3 (Steps 64-1
through 66-3). The band gap reference is used to gen-
erate the power converter regulation signals. Id. at
4:12-14. The functional circuitry of the stand-alone cir-
cuit is enabled when at least one supply has substantial-
ly reached a steady state condition. Id. at 3:66—4:3.

D. INustrative Claims

Claim 1, the only independent claim challenged in this
proceeding, is reproduced below.

1. A method for enabling a stand-alone integrated
circuit (IC), the method comprises the steps of:

a) establishing an idle state that holds at least
a portion of the stand-alone IC in a reset
condition when a power source is operably
coupled to the stand-alone IC;

b) receiving a power enable signal;

c) enabling, in response to the power enable
signal, an on-chip power converter of the
stand-alone IC to generate at least one
supply from the power source,

wherein the enabling includes:
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generating a clock signal,

generating power converter regulation
signals based on the clock signal,

enabling a band-gap reference that is used
in generating the power converter regula-
tion signals; and

d) when the at least one supply has substan-
tially reached a steady state condition, en-
abling functionality of the stand-alone IC.

E. Prior Art and Asserted Grounds of Unpatentability

Relying on the Declaration of David Choi, Ph.D. (Ex.
1002), Petitioner challenges the patentability of claims
13, 17, and 18 of the ’187 patent on the following
grounds (Pet. 4-5):

Claim(s) 35 U.S.C. § References
Challenged
13,17 103! Page,” Yamamoto®
Stratakos,*

! The Leahy-Smith America Invents Act, Pub. L. No. 112-29,
125 Stat. 284 (2011) (“AIA”), amended 35 U.S.C. § 103. Because
the 187 patent has a filing date of November 20, 2000, which is
prior to the effective date of the applicable AIA amendments, we
refer to the pre-ATA version of § 103. See Ex. 1201, code (22).

2 Us 6,980,037 B1, filed Sept. 16, 1998, issued Dec. 27, 2005
(Ex. 1106, “Page”).

3 Us 5,778,237, filed Dec. 14, 1995, issued July 7, 1998 (Ex.
1113, “Yamamoto”).

4 Anthony John Stratakos, High-Efficiency Low-Voltage DC-
DC Conversion for Portable Applications, Ph.D. Thesis 1998 (Ex.
1208, “Stratakos”).
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18 103 Page, Yamamoto,
Stratakos, Bujanos,’

13 103 Yasuda®, Page, and
Yamamoto

17 103 Yasuda, Page, Yama-
moto and Stratakos

18 103 Yasuda, Page, Yama-
moto, Stratakos and
Bujanos

III. ANALYSIS - 35 U.S.C. § 314(a)

Petitioner asserts that we should not exercise our dis-
cretion to deny institution pursuant to §314(a) “be-
cause inter partes review would be a more effective and
efficient alternative to litigation under the present cir-
cumstances, because Petitioner has been diligent in
pursuing this relief, and in light of the substantive
grounds” challenging the ’187 patent. See Pet. 5-6. Pa-
tent Owner responds we should exercise our discretion
to deny this proceeding because the facts presented
here are the same as those presented in NHK Spring
Co. v. Intri-Plex Technologies, Inc., IPR2018-00752,
Paper 8 (PTAB Sept. 12, 2018) (precedential), where
the Board denied institution pursuant to 35 U.S.C.
§ 314(a). See Prelim. Resp. 34.

In determining whether to exercise our discretion, we
are guided by the Board’s precedential decision in

> US 5,949,227, issued Sept. 7, 1999 (Ex. 1115, “Bujanos”).

© US 5,936,443, filed July 3, 1996, issued Aug. 10, 1999 (Ex.
1107, “Yasuda”).
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NHK. There, the Board found that the “advanced state
of the district court proceeding,” in which the “same
prior art and arguments” were presented by Petitioner,
expert discovery was scheduled to end in less than two
months, and a jury trial was scheduled to begin in six
months, was a “factor that weighs in favor of denying”
the petition under § 314(a). NHK, IPR2018-00752, Pa-
per 8 at 20. The Board determined that “[i]nstitution of
an inter partes review under these circumstances
would not be consistent with ‘an objective of the AIA ...
to provide an effective and efficient alternative to dis-
trict court litigation.”” Id. (citing Gen. Plastic,
IPR2016-01357, Paper 19 at 16-17 (PTAB Sept. 6, 2017)
(precedential in relevant part)).

“[TThe Board’s cases addressing earlier trial dates as a
basis for denial under NHK have sought to balance
considerations such as system efficiency, fairness, and
patent quality.” Apple Inc. v. Finti, Inc., IPR2020-
00019, Paper 11 at 5 (PTAB Mar. 20, 2020) (designated
precedential). When applying NHK, the Board has
balanced the following non-exclusive factors (“Fintiv
factors”):

1. whether the court granted a stay or evidence
exists that one may be granted if a proceeding
is instituted,

2. proximity of the court’s trial date to the
Board’s projected statutory deadline for a final
written decision;

3. investment in the parallel proceeding by the
court and the parties;

4. overlap between issues raised in the petition
and in the parallel proceeding;
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5. whether the petitioner and the defendant in the
parallel proceeding are the same party; and

6. other circumstances that impact the Board’s
exercise of discretion, including the merits.

Id. at 5-6. We discuss the parties’ arguments in the
context of considering the above factors.

1. whether the court granted a stay or evidence ex-
ists that one may be granted if a proceeding is in-
stituted

Petitioner contends that “[a]lthough the district court
has not entered a stay, the parties could stipulate to a
stay, so as not to use the court’s resources to litigate
validity issues—just as the parties did in the California
litigation.”” Pet. Prelim. Reply 6. Patent Owner re-
sponds by noting that neither party has requested a
stay in the Western District of Texas litigation, which
is where the ’187 patent currently is asserted, and Pa-
tent Owner will not stipulate to a stay. PO Prelim. Sur-
reply 1-2. Additionally, Patent Owner argues that the
Western District of Texas rarely grants stays pending
outcomes of inter partes review proceedings. Id. at 2
(citations omitted).

On the present record, neither party has produced evi-
dence that a stay has been requested or that the West-
ern District of Texas has considered a stay in this case.
A judge determines whether to grant a stay based on
the facts of each specific case as presented in the briefs
by the parties. We decline to infer, based on actions
taken in different cases with different facts, how the
District Court would rule should a stay be requested by

7 See Pet. Prelim. Reply 3 (referring to VLSI Tech. LLC v. In-
tel Corp., No. 5:17-cv-05671 (N.D. Cal.)).
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the parties in the copending litigation. Thus, this factor
does not weigh for or against discretionary denial in
this case.

2. proximity of the court’s trial date to the Board’s
projected statutory deadline for a final written
decision

The parties agree that the trial in the Western District
of Texas currently is scheduled to start in approximate-
ly five months, on October 5, 2020. See Prelim. Resp. 6
(citing Ex. 2003 (Agreed Scheduling Order)), 3); Pet.
Prelim. Reply 6; PO Prelim. Sur-reply 4. Papers sub-
mitted in related proceeding IPR2020-00498, however,
indicate that the trial date for the Western District of
Texas litigation is now set for November 16, 2020. See
Intel Corp. v. VLSI Tech. LLC, TPR2020-00498, Ex.
2042 (“Second Amended Agreed Scheduling Order”), 3.
If a proceeding were instituted, a final written decision
in this matter likely would not issue until early June
2021, approximately seven months after the scheduled
trial date.

The parties also agree that there is some uncertainty as
to whether trial actually will occur on the scheduled
trial date. See Pet. Prelim. Reply 6-7; PO Prelim. Sur-
reply 4-6. In particular, there are two variables con-
tributing to that uncertainty. First, as the parties
agree, there are three actions between the parties
pending in the Western District of Texas, each sched-
uled for trial on the same date, yet the three actions are
scheduled for separate trials.® Pet. Prelim. Reply 6-7;
PO Prelim. Sur-reply 4-5; see also Ex. 2030 (January

8 In addition to the action involving the ’187 patent (i.e., 6:19-
cv-00255), the other two cases pending in the Western District of
Texas are Nos. 6:19-cv-00254 and -00256.
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15, 2020 Telephonic Discovery Hearing in VLSI Tech.
LLC v. Intel Corp., AU-19-c¢v-977 (W.D. Tex.)), 4:18-21
(noting that cases 6:19-cv-00254, -255, and -256 are con-
solidated except for trial). Thus, as of today, the evi-
dence supports a finding that at least two of the trials
likely will not occur on November 16, 2020, including
the action involving the "187 patent.’

Patent Owner explains that Patent Owner’s proposed
trial schedule requested that the case involving the "187
patent be tried second. See PO Sur-reply 5 (citing Ex.
2031 (Proposed Scheduling Order), 4). Patent Owner
further explains that while Petitioner sought a single
trial date for all three actions (id. at 4-5 (citing Ex.
2030, 10:11-15)), Patent Owner proposed December 14,
2020 for the case involving the "187 patent, two months
after the first trial originally scheduled for October 5,
2020 (Ex. 2031, 4). PO Sur-reply 4-5. Should trial occur
December 2020 in the action involving the ’187 patent,
it likely would still be almost six months before any
written decision would likely issue in this proceeding,
were we to institute.

Second, there is uncertainty about what effect the
coronavirus disease 2019 (“COVID-19”) pandemic will
have with respect to the trial date. See Pet. Prelim.
Reply 8; PO Prelim. Sur-reply 5-6. The situation is
evolving daily. Although trials currently are suspend-
ed in the Western District of Texas through June 30,
2020 (see Ex. 3001 (Western District of Texas Supple-
mental Order Regarding Court Operations Under the
Exigent Circumstances Created by the COVID-19

? It is possible that the parties may agree to hold one trial ad-
dressing all three actions. At this point, however, that is not the
plan. See Pet. Prelim. Reply 6-7; PO Prelim. Sur-reply 4-5; Ex.
2030, 4:18-21.
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Pandemic, filed May 8, 2020)), it is unclear what impact
that suspension or any further suspension would have
on trial dates scheduled later this year and early next
year. Given the substantial gap between the currently
scheduled November 16, 2020 trial date (and the even
later trial dates proposed by Patent Owner) and June
2021 (the likely deadline for any final written decision
in this proceeding, if trial were instituted) it is unclear,
even if the trial date were moved back, whether that
date would be after a final written decision in this pro-
ceeding.

Accordingly, on the record before us, this factor weighs
in favor of exercising our discretion to deny institution
pursuant to § 314(a).

3. investment in the parallel proceeding by the
court and the parties

Patent Owner contends there has been “immense” in-
vestment in the parallel proceeding. See PO Prelim.
Sur-Reply 6-7. The Western District of Texas issued a
claim construction order on January 3, 2020, over four
months ago, although the court did not construe any
claim terms from the '187 patent. See PO Prelim. Sur-
Reply 7 (noting Petitioner stated no terms of the ’187
patent required construction); Pet. Prelim. Reply 8; see
Ex. 2010 (Claim Construction Order). Additionally, the
parties’ final infringement and invalidity contentions
were served in January 2020. PO Prelim. Sur-reply 7
(citing Ex. 2036 (First Amended Scheduling Order)).

In Fintiv, the Board explained that potential delay by a
Petitioner “may impose unfair costs to a patent owner
if the petitioner, faced with the prospect of a looming
trial date, waits until the district court trial has pro-
gressed significantly before filing a petition at the Of-
fice.” Fintiv, IPR2020-00019, Paper 11 at 11. Here, Pe-
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titioner contends that Patent Owner first asserted the
challenged claims in its July 22, 2019 Preliminary In-
fringement Contentions and Petitioner promptly filed
the Petition three months later. Pet. Prelim. Reply 5.

Although we do not find that Petitioner unreasonably
delayed filing the Petition, we do find that the parties
have invested significantly in the Western District of
Texas litigation. As noted above, the district court
claim construction order issued in January 2020, final
infringement and invalidity contentions were served in
January 2020. See PO Prelim. Sur-reply 7 (citing Ex.
2036). In light of the present posture of the district
court action, we find that the parties’ investment in
that action weighs in favor of exercising our discretion
to deny institution pursuant to § 314(a).

4. overlap between issues raised in the petition
and in the parallel proceeding

Patent Owner contends that there is a “complete” over-
lap between the issues raised in the Petition and those
in the Western District of Texas litigation. PO Prelim.
Sur-reply 7; see Prelim. Resp. 7-10 (contending that
Petitioner relies upon the same references, in the same
combinations, and for the same disclosures). Patent
Owner contends “Petitioner even relies on the same
disclosures in the prior art references in both its peti-
tions and in court, as tabulated in Tables 1-3 in Exhibit
2012.” Prelim. Resp. 8 (citing Ex. 2012).

Petitioner does not dispute that the present Petitioner
relies on the same references, in the same combina-
tions, for the same disclosures, contending instead that
“[t]he [Pletition advances only a few grounds in Intel’s
contentions” and that the limited duration of trial will
inhibit Petitioner from presenting each invalidity
ground to the jury. See Pet. Prelim. Reply 9 (citing Ex.
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2005 (Defendant Intel Corporation’s Final Invalidity
Contentions (U.S. Patent No. 6,633,187)), 24, 9-10).
Accordingly, we find that the issues raised in the Peti-
tion largely overlap with those currently raised in the
Western District of Texas litigation. Although Peti-
tioner’s Final Invalidity Contentions include numerous
other combinations of references challenging overlap-
ping claims (see id. at 11-60), that difference alone does
not negate that the same combinations of references
asserted in the Petition are also asserted in Petitioner’s
Final Invalidity Contentions. Thus, on the present rec-
ord, we agree with Patent Owner that there is a sub-
stantial overlap between the issues raised in the Peti-
tion and in the Western District of Texas litigation.

Accordingly, this factor weighs in favor of exercising
our discretion to deny institution pursuant to § 314(a).

5. whether the petitioner and the defendant in the
parallel proceeding are the same party

Petitioner and Patent Owner are the defendant and
plaintiff, respectively, in the Western District of Texas
litigation. Pet. Prelim. Reply 10 n.7; PO Prelim. Sur-
reply 8 (citing Pet. Prelim. Reply 10 n.7). Therefore,
we find that this factor weighs in favor of exercising
our discretion to deny institution pursuant to § 314(a).

6. other circumstances that impact the Board’s ex-
ercise of discretion

Petitioner spends nearly half of its Preliminary Reply
explaining what it refers to as Patent Owner’s tactics to
“evade” review of its patents. See Pet. Prelim. Reply
2-5 (asserting Patent Owner’s request for discretionary
denial is “part of a series of carefully orchestrated tac-
tics aimed at avoiding adjudication of [Petitioner’s] in-
validity defenses”). Petitioner’s contentions include
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that: (a) Patent Owner is a holding company created by
Fortress Investment Group (“Fortress”) to acquire and
assert patents against Petitioner for the purpose of in-
vestment returns (id. at 2); (b) affiliates of Fortress
have filed over 150 patent lawsuits supported by “a
$400M patent assertion fund” (id. (citing Ex. 1016; Ex.
1017)); (c¢) Patent Owner has asserted twenty-one pa-
tents with over 430 claims against Petitioner in three
different U.S. jurisdictions and two different jurisdic-
tions in China (id. at 2 & n.4); and (d) Patent Owner’s
filing of lawsuits in combination with voluntary dismis-
sals and refiling of other suits reflects a pattern to
evade effective judicial review of its patents (id. at 2-5).

Patent Owner responds that Petitioner’s arguments
are irrelevant and an improper attempt to re-litigate
positions that Petitioner already raised in an antitrust
suit against, inter alia, Patent Owner in the Northern
District of California. See PO Prelim. Sur-reply 10 (cit-
ing, e.g., Ex. 2037 (Defendants’ Joint Notice of Motion
and Motion to Dismiss and to Strike Plaintiffs’ Com-
plaint)).

Even if Petitioner’s contentions are true, Petitioner has
not shown these contentions will “avoid[ ] adjudication
of Intel’s invalidity defenses.” See Pet. Prelim. Reply 2.
The validity of the ’187 patent is at issue in the co-
pending litigation, which is currently scheduled to go to
trial well before the deadline for a final written decision
in this proceeding. Accordingly, Petitioner’s argu-
ments do not weigh against exercising our discretion to
deny institution pursuant to § 314(a).

Thus, the balance of the Fintiv factors discussed above
weighs in favor of exercising our discretion to deny in-
stitution under § 314(a).
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Petitioner also asserts the “strength of the merits” of
the Petition weigh in favor of institution (see Pet. Pre-
lim. Reply 9 n.6), while Patent Owner asserts the mer-
its of the Petition weigh in favor of denying institution
(see PO Prelim. Sur-reply 9). We have reviewed the
Petition and the Patent Owner Preliminary Response
and determine that the merits of the Petition do not
outweigh the other Fintiv factors. On balance, based
on the facts presented, particularly the advanced stage
of the Western District of Texas litigation, a currently
scheduled trial date approximately seven months be-
fore the would-be deadline for a final written decision,
and the overlap between the issues presented there
and in the Petition, we find that it would be an ineffi-
cient use of Board, party, and judicial resources to in-
stitute the present proceeding. See NHK, TPR2018-
00752, Paper 8 at 20; Consolidated TPG 58 (discussing
balancing the relevant circumstances). Accordingly, we
exercise our discretion pursuant to § 314(a) to deny in-
stitution.

IV. CONCLUSION

For the foregoing reasons, we exercise our discretion
pursuant to 35 U.S.C. § 314(a) to deny institution of in-
ter partes review.

V. ORDER

In consideration of the foregoing, it is hereby:

ORDERED that the Petition (Paper 4) is denied as to
the challenged claims of the "187 patent; and

FURTHER ORDERED that no inter partes review is
instituted.
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APPENDIX G

PATENT TRIAL AND APPEAL BOARD

TPR2020-00141
Patent 6,633,187 C1

INTEL CORPORATION,
Petitioner,
V.

VLSI TECHNOLOGY LLC,
Patent Owner.

Entered: June 4, 2020

Before
THU A. DANG, BART A. GERSTENBLITH,
and KIMBERLY McGRAW,
Administrative Patent Judges.

DECISION

Denying Institution of Inter Partes Review
35 US.C. § 314
McGRAW, Administrative Patent Judge.

I. INTRODUCTION

Intel Corporation (“Petitioner”) filed a Petition for in-
ter partes review of claims 1 and 12 of U.S. Patent No.
6,633,187 C1 (Ex. 1001, “the ’187 patent”). Paper 4
(“Pet.”). VLSI Technology LLC (“Patent Owner”) filed
a Preliminary Response. Paper 8 (“Prelim. Resp.”).



76a

Pursuant to our authorization (Paper 10), Petitioner
filed a Reply to Patent Owner’s Preliminary Response
(Paper 11 (“Pet. Prelim. Reply”)) and Patent Owner
filed a Sur-reply (Paper 13, “PO Prelim. Sur-reply”),
each directed to whether we should exercise our discre-
tion to deny institution pursuant to 35 U.S.C. § 314(a).

An wnter partes review may not be instituted “unless ...
the information presented in the petition ... shows that
there is a reasonable likelihood that the petitioner
would prevail with respect to at least 1 of the claims
challenged in the petition.” 35 U.S.C. § 314(a) (2018).
The Board, however, has discretion to deny a petition
even when a petitioner meets that threshold. Id.; see,
e.g., Cuozzo Speed Techs., LLC v. Lee, 136 S. Ct. 2131,
2140 (2016) (“['TThe agency’s decision to deny a petition
is a matter committed to the Patent Office’s discre-
tion.”); Gen. Plastic Indus. Co. v. Canon Kabushiki
Kaisha, IPR2016-01357, Paper 19 (PTAB Sept. 6, 2017)
(precedential as to § I1.B.4.i) (recognizing the same);
NHK Spring Co. v. Intri-Plex Technologies, Inc.,
IPR2018-00752, Paper 8 (PTAB Sept. 12, 2018) (prece-
dential) (same); see also Patent Trial and Appeal Board
Consolidated Trial Practice Guide (Nov. 2019) (“Consol-
idated TPG”), 55-63, available at https://www.uspto
.gov/sites/default/files/documents/tpgnov.pdf (identify-
ing considerations that may warrant exercise of this
discretion).

Having considered the parties’ submissions, we deter-
mine that it is appropriate in this case to exercise our
discretion to deny institution of inter partes review
pursuant to 35 U.S.C. § 314(a).
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II. BACKGROUND
A. Real Parties in Interest

Petitioner identifies Intel Corporation as the real party
in interest. Pet. 1. Patent Owner identifies “VLSI
Technology LLC and CF VLSI Holdings LLC” as the
real parties in interest. Paper 7 (Patent Owner’s Man-
datory Notices), 1.

B. Related Matters

The parties identify the following pending matter re-
lated to the '187 patent: VLSI Tech. LLC v. Intel Corp.,
No. 6:19-¢v-00255 (W.D. Tex.) (“Western District of
Texas litigation”). Pet. 1; Paper 7, 1. According to Pe-
titioner, the "187 patent is one of the patents asserted
by Patent Owner in VLSI Tech. LLC v. Intel Corp., No.
6:19-cv-00255 (W.D. Tex.)

Petitioner also challenges claims 13, 17, and 18 of the
"187 patent in IPR2020-00142. See Pet. 1; Paper 7, 1.

C. The ’187 Patent

The ’187 patent, titled “Method and Apparatus for En-
abling a Stand Alone Integrated Circuit,” originally is-
sued on October 14, 2003, from an application filed No-
vember 20, 2000. Ex. 1001, code (22), (45), (54). A
Reexamination Certificate confirming the patentability
of, inter alia, claims 1 and 12 issued on November 2,
2010. Id., Inter Partes Reexamination Certificate
(0202™), at (45).

The ’187 patent explains that, to ensure that the digital
circuitry on an integrated circuit (IC) functions appro-
priately, “it is important to delay activation of the digi-
tal circuit until the power supply [to the integrated cir-
cuit] is producing a stable supply voltage and the clock
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is operating properly.” Id. at 1:27-30. Then, “[o]nce
these operating parameters are ensured, the digital cir-
cuitry may be activated.” Id. at 1:31-32. Figure 1 illus-
trates a schematic block diagram of stand-alone IC, and
is reproduced below.
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l supply lock signal 44 supply lock |
| circuit 20 l
" I_ — — — — — | — — — — - — —
T |l | | |
signal 30 | band: witch
e e == = i
Lo T || |
| | signal 34 |
k lation
|| e L] [|opmeemcsmie| mosites 1 |
| | Ton-chip ’ |
| | Lpiwarconvorretls N |
| | — e -
ol - | |
crystal 14 (3 I gen;;a!or proer i R— I
I | signal 32 circuitry 22
i — reset circuit 16 I I
1_ stand-alone IC 10 |

Figure 1 illustrates a schematic block diagram of a
stand-alone integrated circuit in accordance with the
invention of the '187 patent. See Ex. 1001, 1:45-47

As shown in Figure 1, stand-alone integrated circuit 10
includes reset circuit 16, on-chip power converter 18,
functional circuitry 22, and supply lock circuit 20. Id. at
2:17-20. Reset circuit 16 includes reset module 24,
clock module 26, and clock generator 28, which can pro-
duce clock signal 32. Id. at 2:29-33.

A logic diagram of a method for enabling a stand-alone
integrated circuit is set forth in Figure 3. Id. at 3:51-
52. The process begins by establishing an “idle state”
that holds at least a portion of the stand-alone IC in a
reset condition when a power source is operably cou-
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pled to the stand-alone IC. Id. at 3:52-56, Fig. 3. In re-
sponse to a “power enable signal” (step 62), an on-chip
power converter of the stand-alone IC is enabled to
generate at least one supply, e.g., a voltage supply, or a
current supply for powering functional circuitry from
the power source. Id. at 3:58-63, Fig. 3 (step 64). Dur-
ing step 64, a clock signal is generated when the clock
has substantially reached a steady state condition,
power converter regulation signals are generated
based on the clock signal, and then a band-gap refer-
ence is enabled. Id. at 4:4-12) Fig. 3 (Steps 64-1
through 66-3). The band gap reference is used to gen-
erate the power converter regulation signals. Id. at
4:12-14. The functional circuitry of the stand-alone cir-
cuit is enabled when at least one supply has substantial-
ly reached a steady state condition. Id. at 3:66—4:3.

D. Ilustrative Claim

Claim 1, the only independent claim challenged in this
proceeding, is reproduced below.

1. A method for enabling a stand-alone integrated
circuit (IC), the method comprises the steps of:

a) establishing an idle state that holds at least
a portion of the stand-alone IC in a reset
condition when a power source is operably
coupled to the stand-alone IC;

b) receiving a power enable signal;

¢) enabling, in response to the power enable
signal, an on-chip power converter of the
stand-alone IC to generate at least one
supply from the power source,

wherein the enabling includes:

generating a clock signal,



&80a

generating power converter regulation
signals based on the clock signal;

enabling a band-gap reference that is used
in generating the power converter regula-
tion signals; and

d) when the at least one supply has substan-
tially reached a steady state condition, en-
abling functionality of the stand-alone IC.

E. Prior Art and Asserted Grounds of
Unpatentability

Relying on the Declaration of David Choi, Ph.D. (Ex.
1002), Petitioner challenges the patentability of claims
1 and 12 of the ’187 patent on the following ground (Pet.
4):

Claims 35 U.S.C. § References
Challenged
1,12 103! Page,? Stratakos,’
Bujanos*

! The Leahy-Smith America Invents Act, Pub. L. No. 112-29,
125 Stat. 284 (2011) (“AIA”), amended 35 U.S.C. § 103. Because
the 187 patent has a filing date of November 20, 2000, which is
prior to the effective date of the applicable AIA amendments, we
refer to the pre-ATA version of § 103. See Ex. 1001, code (22).

2 Us 6,980,037 B1, filed Sept. 16, 1998, issued Dec. 27, 2005
(Ex. 1006, “Page”).

3 Anthony John Stratakos, High-Efficiency Low-Voltage DC-
DC Conversion for Portable Applications, Ph.D. Thesis 1998 (Ex.
1008, “Stratakos”).

4us 5,949,227, filed Dec. 22, 1997, issued Sept. 7, 1999 (Ex.
1015, “Bujanos”).
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III. ANALYSIS-35U.S.C. §314(a)

Petitioner asserts that we should not exercise our dis-
cretion to deny institution pursuant to § 314(a) “be-
cause inter partes review would be a more effective and
efficient alternative to litigation under the present cir-
cumstances, because Petitioner has been diligent in
pursuing this relief, and in light of the substantive
grounds” challenging the *187 patent. See Pet. 5-6. Pa-
tent Owner responds we should exercise our discretion
to deny this proceeding because the facts presented
here are the same as those presented in NHK Spring
Co. v. Intri-Plex Technologies, Inc., IPR2018-00752,
Paper 8 (PTAB Sept. 12, 2018) (precedential), where
the Board denied institution pursuant to 35 U.S.C. §
314(a). See Prelim. Resp. 3—4.

In determining whether to exercise our discretion, we
are guided by the Board’s precedential decision in
NHK. There, the Board found that the “advanced state
of the district court proceeding,” in which the “same
prior art and arguments” were presented by Petitioner,
expert discovery was scheduled to end in less than two
months, and a jury trial was scheduled to begin in six
months, was a “factor that weighs in favor of denying”
the petition under § 314(a). NHK, IPR2018-00752, Pa-
per 8 at 20. The Board determined that “[i]nstitution of
an inter partes review under these circumstances
would not be consistent with ‘an objective of the AIA
... to provide an effective and efficient alternative to
district court litigation.”” Id. (citing Gen. Plastic,
IPR2016-01357, Paper 19 at 16-17).

“[TThe Board’s cases addressing earlier trial dates as a
basis for denial under NHK have sought to balance
considerations such as system efficiency, fairness, and
patent quality.” Apple Inc. v. Fintiv, Inc., IPR2020-
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00019, Paper 11 at 5 (PTAB Mar. 20, 2020) (designated
precedential). When applying NHK, the Board has
balanced the following non-exclusive factors (“Fintiwv
factors”):

1. whether the court granted a stay or evidence
exists that one may be granted if a proceeding
is instituted;

2. proximity of the court’s trial date to the
Board’s projected statutory deadline for a final
written decision;

3. investment in the parallel proceeding by the
court and the parties;

4. overlap between issues raised in the petition
and in the parallel proceeding;

5. whether the petitioner and the defendant in the
parallel proceeding are the same party; and

6. other circumstances that impact the Board’s
exercise of discretion, including the merits.

Id. at 5-6. We discuss the parties’ arguments in the
context of considering the above factors.

1. whether the court granted a stay or evidence ex-
ists that one may be granted if a proceeding is in-
stituted

Petitioner contends that “[a]lthough the district court
has not entered a stay, the parties could stipulate to a
stay, so as not to use the court’s resources to litigate
validity issues—just as the parties did in the California
litigation.”> Pet. Prelim. Reply 6. Patent Owner re-
sponds by noting that neither party has requested a

3 See Pet. Prelim. Reply 3 (referring to VLSI Tech. LLC v. In-
tel Corp., No. 5:17-cv-05671 (N.D. Cal.)).
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stay in the Western District of Texas litigation, which
is where the ’187 patent currently is asserted, and Pa-
tent Owner will not stipulate to a stay. PO Prelim. Sur-
reply 1-2. Additionally, Patent Owner argues that the
Western District of Texas rarely grants stays pending
outcomes of inter partes review proceedings. Id. at 2
(citations omitted).

On the present record, neither party has produced evi-
dence that a stay has been requested or that the West-
ern District of Texas has considered a stay in this case.
A judge determines whether to grant a stay based on
the facts of each specific case as presented in the briefs
by the parties. We decline to infer, based on actions
taken in different cases with different facts, how the
District Court would rule should a stay be requested by
the parties in the copending litigation. Thus, this factor
does not weigh for or against discretionary denial in
this case.

2. proximity of the court’s trial date to the Board’s
projected statutory deadline for a final written
decision

The parties agree that the trial in the Western District
of Texas currently is scheduled to start in approximate-
ly five months, on October 5, 2020. See Prelim. Resp. 6
(citing Ex. 2003 (Agreed Scheduling Order)), 3; Pet.
Prelim. Reply 6; PO Prelim. Sur-reply 4. Papers sub-
mitted in related proceeding IPR2020-00498, however,
indicate that the trial date for the Western District of
Texas litigation is now set for November 16, 2020. See
Intel Corp. v. VLSI Tech. LLC, TPR2020-00498, Ex.
2042 (“Second Amended Agreed Scheduling Order”), 3.
If a proceeding were instituted, a final written decision
in this matter likely would not issue until early June
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2021, approximately seven months after the scheduled
trial date.

The parties also agree that there is some uncertainty as
to whether trial actually will occur on the scheduled
trial date. See Pet. Prelim. Reply 6-7; PO Prelim. Sur-
reply 4-6. In particular, there are two variables con-
tributing to that uncertainty. First, as the parties
agree, there are three actions between the parties
pending in the Western District of Texas, each sched-
uled for trial on the same date, yet the three actions are
scheduled for separate trials.® Pet. Prelim. Reply 6-7;
PO Prelim. Sur-reply 4-5; see also Ex. 2030 (January
15, 2020 Telephonic Discovery Hearing in VLSI Tech.
LLC v. Intel Corp., AU-19-c¢v-977 (W.D. Tex.)), 4:18-21
(noting that cases 6:19-cv-00254, -255, and -256 are con-
solidated except for trial). Thus, as of today, the evi-
dence supports a finding that at least two of the trials
likely will not occur on November 16, 2020, including
the action involving the "187 patent.’

Patent Owner explains that Patent Owner’s proposed
trial schedule requested that the case involving the "187
patent be tried second. See PO Sur-reply 5 (citing Ex.
2031 (Proposed Scheduling Order), 4). Patent Owner
further explains that while Petitioner sought a single
trial date for all three actions (id. at 4-5 (citing Ex. 2030
10:11-15)), Patent Owner proposed December 14, 2020,
for the case involving the "187 patent, two months after

® In addition to the action involving the ’187 patent (i.e., 6:19-
cv-00255), the other two cases pending in the Western District of
Texas are Nos. 6:19-¢v-00254 and -00256.

7 It is possible that the parties may agree to hold one trial ad-
dressing all three actions. At this point, however, that is not the
plan. See Pet. Prelim. Reply 6-7; PO Prelim. Sur-reply 4-5; Ex.
2030, 4:18-21.
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the first trial originally scheduled for October 5, 2020
(Ex. 2031, 4). PO Sur-reply 4-5. Should trial occur De-
cember 2020 in the action involving the ’187 patent, it
likely would still be almost six months before any writ-
ten decision would likely issue in this proceeding, were
we to institute.

Second, there is uncertainty about what effect the
coronavirus disease 2019 (“COVID-19”) pandemic will
have with respect to the trial date. See Pet. Prelim.
Reply 8; PO Prelim. Sur-reply 5-6. The situation is
evolving daily. Although trials currently are suspend-
ed in the Western District of Texas through June 30,
2020 (see Ex. 3001 (Western District of Texas Supple-
mental Order Regarding Court Operations Under the
Exigent Circumstances Created by the COVID-19
Pandemic, filed May 8, 2020)), it is unclear what impact
that suspension or any further suspension would have
on trial dates scheduled later this year and early next
year. Given the substantial gap between the currently
scheduled November 16, 2020 trial date (and the even
later trial dates proposed by Patent Owner) and June
2021 (the likely deadline for any final written decision
in this proceeding, if trial were instituted) it is unclear,
even if the trial date were moved back, whether that
date would be after a final written decision in this pro-
ceeding.

Accordingly, on the record before us, this factor weighs
in favor of exercising our discretion to deny institution
pursuant to § 314(a).

3. investment in the parallel proceeding by the
court and the parties

Patent Owner contends there has been “immense” in-
vestment in the parallel proceeding. See PO Prelim.
Sur-Reply 6-7. The Western District of Texas issued a
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claim construction order on January 3, 2020, over four
months ago, although the court did not construe any
claim terms from the ’187 patent. See PO Prelim. Sur-
Reply 7 (noting Petitioner stated no terms of the '187
patent required construction); Pet. Prelim. Reply 8; see
Ex. 2010 (Claim Construction Order). Additionally, the
parties’ final infringement and invalidity contentions
were served in January 2020. PO Prelim. Sur-reply 7
(citing Ex. 2036 (First Amended Scheduling Order)).

In Fintiv, the Board explained that potential delay by a
Petitioner “may impose unfair costs to a patent owner
if the petitioner, faced with the prospect of a looming
trial date, waits until the district court trial has pro-
gressed significantly before filing a petition at the Of-
fice.” Fintiv, IPR2020-00019, Paper 11 at 11. Here, Pe-
titioner contends that Patent Owner first asserted the
challenged claims in its July 22, 2019 Preliminary In-
fringement Contentions and Petitioner promptly filed
the Petition three months later. Pet. Prelim. Reply 5.

Although we do not find that Petitioner unreasonably
delayed filing the Petition, we do find that the parties
have invested significantly in the Western District of
Texas litigation. As noted above, the district court
claim construction order issued in January 2020, final
infringement and invalidity contentions were served in
January 2020. See PO Prelim. Sur-reply 7 (citing Ex.
2036). In light of the present posture of the district
court action, we find that the parties’ investment in
that action weighs in favor of exercising our discretion
to deny institution pursuant to § 314(a).

4. overlap between issues raised in the petition
and in the parallel proceeding

Patent Owner contends that there is a “complete” over-
lap between the issues raised in the Petition and those
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in the Western District of Texas litigation. PO Prelim.
Sur-reply 7; see Prelim. Resp. 7-10 (contending that
Petitioner relies upon the same references, in the same
combinations, and for the same disclosures). Patent
Owner contends “Petitioner even relies on the same
disclosures in the prior art references in both its peti-
tions and in court, as tabulated in Tables 1-3 in Exhibit
2012.” Prelim. Resp. 8 (citing Ex. 2012).

Petitioner does not dispute that the present Petitioner
relies on the same references, in the same combina-
tions, for the same disclosures, contending instead that
“[t]he [P]etition advances only a few grounds in Intel’s
contentions” and that the limited duration of trial will
inhibit Petitioner from presenting each invalidity
ground to the jury. See Pet. Prelim. Reply 9 (citing Ex.
2005 (Defendant Intel Corporation’s Final Invalidity
Contentions (U.S. Patent No. 6,633,187)), 2—4, 9-10).
Accordingly, we find that the issues raised in the Peti-
tion largely overlap with those currently raised in the
Western District of Texas litigation. Although Peti-
tioner’s Final Invalidity Contentions include numerous
other combinations of references challenging overlap-
ping claims (see id. at 11-60), that difference alone does
not negate that the same combinations of references
asserted in the Petition are also are asserted in Peti-
tioner’s Final Invalidity Contentions. Thus, on the pre-
sent record, we agree with Patent Owner that there is
a substantial overlap between the issues raised in the
Petition and in the Western District of Texas litigation.

Accordingly, this factor weighs in favor of exercising
our discretion to deny institution pursuant to § 314(a).
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5. whether the petitioner and the defendant in the
parallel proceeding are the same party

Petitioner and Patent Owner are the defendant and
plaintiff, respectively, in the Western District of Texas
litigation. Pet. Prelim. Reply 10 n.7; PO Prelim. Sur-
reply 8 (citing Pet. Prelim. Reply 10 n.7). Therefore,
we find that this factor weighs in favor of exercising
our discretion to deny institution pursuant to § 314(a).

6. other circumstances that impact the Board’s ex-
ercise of discretion, including the merits

Petitioner spends nearly half of its Preliminary Reply
explaining what it refers to as Patent Owner’s tactics to
“evade” review of its patents. See Pet. Prelim. Reply
2-5 (asserting Patent Owner’s request for discretionary
denial is “part of a series of carefully orchestrated tac-
tics aimed at avoiding adjudication of [Petitioner’s] in-
validity defenses”). Petitioner’s contentions include
that: (a) Patent Owner is a holding company created by
Fortress Investment Group (“Fortress”) to acquire and
assert patents against Petitioner for the purpose of in-
vestment returns (id. at 2); (b) affiliates of Fortress
have filed over 150 patent lawsuits supported by “a
$400M patent assertion fund” (id. (citing Ex. 1016; Ex.
1017)); (c) Patent Owner has asserted twenty-one pa-
tents with over 430 claims against Petitioner in three
different U.S. jurisdictions and two different jurisdic-
tions in China (id. at 2 & n.4); and (d) Patent Owner’s
filing of lawsuits in combination with voluntary dismis-
sals and refiling of other suits reflects a pattern to
evade effective judicial review of its patents (id. at 2-5).

Patent Owner responds that Petitioner’s arguments
are irrelevant and an improper attempt to re-litigate
positions that Petitioner already raised in an antitrust
suit against, inter alia, Patent Owner in the Northern
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District of California. See PO Prelim. Sur-reply 10 (cit-
ing, e.g., Ex. 2037 (Defendants’ Joint Notice of Motion
and Motion to Dismiss and to Strike Plaintiffs’ Com-
plaint)).

Even if Petitioner’s contentions are true, Petitioner has
not shown these contentions will “avoid[ ] adjudication
of Intel’s invalidity defenses.” See Pet. Prelim. Reply 2.
The validity of the ’187 patent is at issue in the co-
pending litigation, which is currently scheduled to go to
trial well before the deadline for a final written decision
in this proceeding. Accordingly, Petitioner’s argu-
ments do not weigh against exercising our discretion to
deny institution pursuant to § 314(a).

Thus, the balance of the Fintiv factors discussed above
weighs in favor of exercising our discretion to deny in-
stitution under § 314(a).

Petitioner also asserts the “strength of the merits” of
the Petition weigh in favor of institution (see Pet. Pre-
lim. Reply 9 n.6), while Patent Owner asserts the mer-
its of the Petition weigh in favor of denying institution
(see PO Prelim. Sur-reply 9). We have reviewed the
Petition and the Patent Owner Preliminary Response
and determine that the merits of the Petition do not
outweigh the other Fintiv factors. On balance, based
on the facts presented, particularly the advanced stage
of the Western District of Texas litigation, a currently
scheduled trial date approximately seven months be-
fore the would-be deadline for a final written decision,
and the overlap between the issues presented there
and in the Petition, we find that it would be an ineffi-
cient use of Board, party, and judicial resources to in-
stitute the present proceeding. See NHK, IPR2018-
00752, Paper 8 at 20; Consolidated TPG 58 (discussing
balancing the relevant circumstances). Accordingly, we
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exercise our discretion pursuant to § 314(a) to deny in-
stitution.

IV. CONCLUSION

For the foregoing reasons, we exercise our discretion
pursuant to 35 U.S.C. § 314(a) to deny institution of in-
ter partes review.

V. ORDER

In consideration of the foregoing, it is hereby:

ORDERED that the Petition (Paper 4) is denied as to
the challenged claims of the ’187 patent; and

FURTHER ORDERED that no inter partes review is
instituted.
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PATENT TRIAL AND APPEAL BOARD

IPR2020-00158
Patent 7,523,373 B2

INTEL CORPORATION,
Petitioner,
V.

VLSI TECHNOLOGY LLC,
Patent Owner.

Date: May 20, 2020

Before
THU A. DANG, BART A. GERSTENBLITH,
and KIMBERLY McGRAW,
Administrative Patent Judges.

DECISION
Denying Institution of Inter Partes Review

35 US.C. § 314
GERSTENBLITH, Administrative Patent Judge.

I. INTRODUCTION

Intel Corporation (“Petitioner”) filed a Petition re-
questing an inter partes review of claims 1-13, 15, and
16, (the “challenged claims”) of U.S. Patent No.
7,623,373 B2 (Ex. 1001, “the ’373 patent”). Paper 3
(“Pet.”). VLSI Technology LLC (“Patent Owner”) filed
a Preliminary Response. Paper 8 (“Prelim. Resp.”).
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Pursuant to our authorization (Paper 12), Petitioner
filed a Reply to Patent Owner’s Preliminary Response
(Paper 13 (“Pet. Prelim. Reply”)) and Patent Owner
filed a Sur-reply (Paper 15, “PO Prelim. Sur-reply”),
each directed to whether we should exercise our discre-
tion to deny institution pursuant to 35 U.S.C. § 314(a).

An wnter partes review may not be instituted “unless ...
the information presented in the petition ... shows that
there is a reasonable likelihood that the petitioner
would prevail with respect to at least 1 of the claims
challenged in the petition.” 35 U.S.C. § 314(a) (2018).
The Board, however, has discretion to deny a petition
even when a petitioner meets that threshold. Id.; see,
e.g., Cuozzo Speed Techs., LLC v. Lee, 136 S. Ct. 2131,
2140 (2016) (“['T]he agency’s decision to deny a petition
is a matter committed to the Patent Office’s discre-
tion.”); see also Patent Trial and Appeal Board Consoli-
dated Trial Practice Guide (Nov. 2019) (“Consolidated
TPG”), 55-63, available at https://www.uspto.gov/
sites/default/files/documents/tpgnov.pdf  (identifying
considerations that may warrant exercise of this discre-
tion). In particular, 35 U.S.C. §314(a) permits the
Board to deny institution under certain circumstances.
See Gen. Plastic Indus. Co. v. Canon Kabushiki Kai-
sha, TPR2016-01357, Paper 19 (PTAB Sept. 6, 2017)
(precedential as to § I1.B.4.1).

Having considered the parties’ submissions, we deter-
mine that it is appropriate in this case to exercise our
discretion to deny institution of inter partes review
pursuant to 35 U.S.C. § 314(a). NHK Spring Co. v. In-
tri-Plex Techs., Inc., IPR2018-00752, Paper 8 (PTAB
Sept. 12, 2018) (precedential).
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II. BACKGROUND
A. Real Parties in Interest

Petitioner identifies Intel Corporation as the real party
in interest. Pet. 1. Patent Owner identifies VLSI
Technology LLC and CF VLSI Holdings LLC as the
real parties in interest. Paper 6 (Patent Owner’s Man-
datory Notices), 1.

B. Related Matters

The parties identify the ’373 patent as the subject of
VLSI Tech. LLC v. Intel Corp., No. 6-19-cv-00254
(“Western District of Texas litigation”). Pet. 1, 4; Pa-
per 6, 1. Petitioner explains that the ’373 patent is one
of several patents asserted by Patent Owner in three
venues: Nos. 19-c¢v-00254, -00255, -00256 (W.D. Tex.),
18-966-CFC (D. Del.); and 5-17-cv-05671 (N.D. Cal.).
Pet. 4. Petitioner also explains that cases -00254, -
00255, and -00256 are consolidated until trial as 1-19-cv-
00977. Id.

C. Asserted Grounds of Unpatentability

Petitioner challenges the patentability of claims 1-13,
15, and 16, of the ’373 patent on the following grounds
(Pet. 4):
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Claim(s) 35 U.S.C. § References
Challenged
1-7,9-11, 13, 15, 16 103! Abadeer,” Zhang?
2,11, 12 103 Abadeer, Zhang,
Cornwell*
8 103 Abadeer, Zhang,
Bilak®

Petitioner relies on the Declaration of Adit Singh,
Ph.D. (Ex. 1002) in support of its unpatentability con-
tentions.

ITI. ANALYSIS-35U.S.C. § 314(a)

Patent Owner contends inter partes reviews are “in-
tended as a ‘complete substitute’ for and an ‘alterna-
tive’ to district court litigation for assessing §§ 102/103
validity disputes over prior art patents and printed
publications.” Prelim. Resp. 4 (citing WesternGeco LLC
v. ION Geophysical Corp., 889 F.3d 1308, 1317 (Fed.

' The Leahy-Smith America Invents Act, Pub. L. No. 112-29,
125 Stat. 284 (2011) (“AIA”), amended 35 U.S.C. § 103. Because
the ’373 patent has a filing date of August 30, 2006, which is prior
to the effective date of the applicable ATA amendments, we refer
to the pre-AIA version of § 103. See Ex. 1001, code (22).

2 U.S. Patent Application Publication No. 2006/0259840 Al,
published November 16, 2006 (Ex. 1004, “Abadeer”).

3 U.S. Patent Application Publication No. 2003/0122429 Al,
published July 3, 2003 (Ex. 1005, “Zhang”).

4 U.S. Patent No. 7,702,935 B2, issued April 20, 2010 (Ex.
1006, “Cornwell”).

3 U.S. Patent Application Publication No. 2005/0188230 Al
(Ex. 1007, “Bilak”).
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Cir. 2018) (citing H. Rep. No. 112-98 at 48 (2011) (“The
proposed administrative review procedures, including
[inter partes review], were intended to provide ‘quick
and cost-effective alternatives to litigation.”); S. Rep.
No. 110-259 at 66-67 (2008) (“If second window pro-
ceedings are to be permitted, they should generally
serve as a complete substitute for at least some
phase of the litigation.”)). According to Patent Own-
er, “[t]he District Court Action is already far along”
with any possible Board final written decision “seven-
and-a-half months later” than the scheduled trial. Id. at
4. Patent Owner asserts there is no significant differ-
ence in Petitioner’s validity defenses in the inter partes
and District Court forums, since “Petitioner raises the
same art and arguments in both.” Id. at 5. Patent
Owner contends that Petitioner “does not identify any
distinction between the present matter and the District
Court Action in terms of the art or arguments raised.”
Id. at 6. Patent Owner argues that the circumstances
presented here are the same as those in NHK, where
the Board denied institution pursuant to 35 U.S.C.
§ 314(a). Id. at 5.

Petitioner asserts that we should not exercise our dis-
cretion to deny institution pursuant to § 314(a) because
ter partes review is a more efficient and expedient
forum in which to adjudicate validity. Pet. 4. In par-
ticular, Petitioner contends that (1) the ’373 patent in-
volves technical subject matter “well-suited to the ex-
pertise of the specialized patent judges at the PTAB”,
(2) “a jury trial is necessarily a more difficult forum for
presenting a detailed obviousness case” compared to
the PTAB; (3) each of cases -00254, -00255, and -00256
currently are scheduled for separate trials and “it is un-
clear” if the trial for the ’373 patent will proceed on Oc-
tober 5, 2020; (4) “the time required for briefing and
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resolution of post-trial motions could easily result in a
Final Written Decision before the district court’s final
appealable judgment is docketed”; and (5) “Petitioner
was diligent in timely filing [the] Petition.” Id.

In determining whether to exercise our discretion, we
are guided by the Board’s precedential decision in
NHK. There, the Board found that the “advanced state
of the district court proceeding,” in which the “same
prior art and arguments” were presented by Petitioner,
expert discovery was scheduled to end in less than two
months, and a jury trial was scheduled to begin in six
months, was a “factor that weighs in favor of denying”
the petition under § 314(a). NHK, IPR2018-00752, Pa-
per 8 at 20. The Board determined that “[i]nstitution of
an inter partes review under these circumstances
would not be consistent with ‘an objective of the AIA ...
to provide an effective and efficient alternative to dis-
trict court litigation.”” Id. (citing Gen. Plastic Indus.,
IPR2016-01357, Paper 19 at 16-17).

“[T]he Board’s cases addressing earlier trial dates as a
basis for denial under NHK have sought to balance
considerations such as system efficiency, fairness, and
patent quality.” Apple Inc. v. Fintiv, Inc., IPR2020-
00019, Paper 11 at 5 (PTAB Mar. 20, 2020) (preceden-
tial). When applying NHK, the Board has balanced the
following non-exclusive factors (herein “Fintiv fac-
tors”):

1. whether the court granted a stay or evidence
exists that one may be granted if a proceeding
is instituted,;

2. proximity of the court’s trial date to the
Board’s projected statutory deadline for a final
written decision;
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3. investment in the parallel proceeding by the
court and the parties;

4. overlap between issues raised in the petition
and in the parallel proceeding;

5. whether the petitioner and the defendant in the
parallel proceeding are the same party; and

6. other circumstances that impact the Board’s
exercise of discretion, including the merits.

Id. at 5-6. We discuss the parties’ arguments in the
context of considering the above factors.

1. whether the court granted a stay or evidence ex-
ists that one may be granted if a proceeding is in-
stituted

Petitioner contends that “[a]lthough the district court
has not entered a stay, the parties could stipulate to a
stay, so as not to use the court’s resources to litigate
validity issues—just as the parties did in the California
litigation.”® Pet. Prelim. Reply 6. Patent Owner re-
sponds that it will not stipulate to a stay, and contends
that the Western District of Texas rarely grants stays
pending the outcome of inter partes review proceed-
ings. PO Prelim. Sur-reply 1-2 (citations omitted).

On the present record, neither party has produced evi-
dence that a stay has been requested or that the West-
ern District of Texas has considered a stay in this case.
A judge determines whether to grant a stay based on
the facts of each specific case as presented in the briefs
by the parties. We decline to infer, based on actions
taken in different cases with different facts, how the
District Court would rule should a stay be requested by

6 See Pet. Prelim. Reply 3 (referring to VLSI Tech. LLC v.
Intel Corp., No. 5:17-cv-05671 (N.D. Cal.)).
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the parties in the parallel case here. Thus, this factor
does not weigh for or against discretionary denial in
this case.

2. proximity of the court’s trial date to the Board’s
projected statutory deadline for a final written
decision

The parties agree that the trial in the Western District
of Texas currently is scheduled to start in less than six
months, on October 5, 2020. See Prelim. Resp. 4 (citing
Ex. 2008 (Agreed Scheduling Order)), 3; Pet. Prelim.
Reply 6; see also PO Prelim. Sur-reply 4. A final writ-
ten decision in this matter would not issue until approx-
imately May 2021, seven months after trial.

The parties also agree that there is some uncertainty as
to whether trial actually will occur on October 5th. See
Pet. Prelim. Reply 6-7; PO Prelim. Sur-reply 4-6. In
particular, there are two variables contributing to that
uncertainty. First, as noted above, there are three ac-
tions between the parties pending in the Western Dis-
trict of Texas (-00254, -00255, and -00256), each of which
is scheduled for trial on October 5th, yet the three ac-
tions currently are scheduled for separate trials. Pet.
Prelim. Reply 6-7; PO Prelim. Sur-reply 4-5. Thus, as
of today, the evidence supports a finding that at least
two of the trials will not occur on October 5th.’

Patent Owner explains, however, that the -00254 action
involving the 373 patent was the first-filed case of the
three actions and that Patent Owner’s proposed trial
schedule requests that -00254 be tried first. PO Prelim.
Sur-reply 5 (citing Ex. 2031 (APPENDIX A—Proposed

TTtis possible that the parties may agree to hold one trial ad-
dressing all three actions. At this point, however, that is not the
plan. Pet. Prelim. Reply 6-7; PO Prelim. Sur-reply 4-5.
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Scheduling Order), 4%). Patent Owner further explains
that Petitioner appears to seek a single trial date for all
three actions (id. (citing Ex. 2030 (Telephonic Discov-
ery Hearing) 10:11-15)), whereas Patent Owner pro-
posed December 14, 2020, and January 25, 2021, as trial
dates for the other two actions (Ex. 2031, 4). See PO
Prelim. Sur-reply 4-5. Should trial occur in either De-
cember 2020 or January 2021 in the action involving the
’373 patent, those dates are still five and four months,
respectively, before any final written decision likely
would issue in this proceeding.

Second, there is uncertainty about what effect the
coronavirus disease 2019 (“COVID-19”) pandemic will
have with respect to the trial date. See Pet. Prelim.
Reply 7-8; PO Prelim. Sur-reply 5-6. The situation is
evolving daily. Although trials currently are suspend-
ed in the Western District of Texas through June 30,
2020 (see Ex. 3001 (Western District of Texas Supple-
mental Order Regarding Court Operations Under the
Exigent Circumstances Created by the COVID-19
Pandemic, filed May 8, 2020)), it is unclear what impact
that suspension or any further suspension would have
on trial dates scheduled later this year and early next
year. Given the substantial gap of approximately seven
months between the October 5, 2020, trial date and the
expected May 2021 deadline for any final written deci-
sion in this proceeding, it is unclear, based on the pre-
sent record, that the trial date would be delayed to a
date after a final written decision in this proceeding as
aresult of COVID-19.

8 Patent Owner cites to page 4 of Exhibit 2031, but the actual
page indicating the October 5th trial date is page 3.
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Accordingly, on the record before us, this factor weighs
in favor of exercising our discretion to deny institution
pursuant to § 314(a).

3. investment in the parallel proceeding by the
court and the parties

The Western District of Texas issued a claim construc-
tion order on January 3, 2020, over four months ago, in
which it construed one claim term from the ’373 patent.
See Prelim. Resp. 4; Pet. Prelim. Reply 8 (citing Ex.
2009 (Claim Construction Order)). Additionally, final
infringement and invalidity contentions were served in
January 2020, and fact discovery currently is scheduled
to close on May 22, 2020. PO Prelim. Sur-reply 7 (citing
Ex. 2036 (First Amended Scheduling Order)).

In Fintiv, the Board explained that potential delay by a
Petitioner “may impose unfair costs to a patent owner
if the petitioner, faced with the prospect of a looming
trial date, waits until the district court trial has pro-
gressed significantly before filing a petition at the Of-
fice.” Fintiv, IPR2020-00019, Paper 11 at 11. Here, Pe-
titioner contends that it was diligent in timely filing the
Petition three months before the statutory bar date.
Pet. 5.

Although we do not find that Petitioner unreasonably
delayed filing the Petition, we do find that the parties
already have invested significantly in the Western Dis-
trict of Texas litigation. As noted above, the district
court claim construction order issued in January 2020,
final infringement and invalidity contentions were
served in January 2020, and fact discovery currently is
scheduled to close on May 22, 2020. See PO Prelim.
Sur-reply 7 (citing Ex. 2036). In light of the present
posture of the district court action, we find that this
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factor weighs in favor of exercising our discretion to
deny institution pursuant to § 314(a).

4. overlap between issues raised in the petition
and in the parallel proceeding

Patent Owner contends that there is a “complete” over-
lap between the issues raised in the Petition and those
in the Western District of Texas litigation. PO Prelim.
Sur-reply 7-9; see Prelim. Resp. 8-10 (contending that
Petitioner relies upon essentially the same references,’
in the same combinations, and for the same disclo-
sures). Patent Owner asserts that Petitioner relies up-
on the art “in the same way.” Prelim. Resp. 10. Specifi-
cally, Patent Owner contends that in Petitioner’s inva-
lidity contentions and the Petition, “Petitioner relies on
Harris’s VDD and Vstby as the alleged two supply
voltages, and Zhang ['079]’s voltage regulators to sup-
ply an alleged ‘regulated voltage’” as well as

® Patent Owner explains that the sole difference in references
asserted between the Petition and Petitioner's invalidity conten-
tions relates to Zhang. Prelim. Resp. 9 & n.4. In the Petition, Peti-
tioner relies upon Zhang. See Pet. 3-4 (referring to U.S. Patent
Application Publication No. 2003/0122429, published July 3, 2003,
as “Zhang”); see also Prelim. Resp. 9 n.4 (noting the same). Patent
Owner explains that Petitioner's invalidity contentions rely upon a
patent related to Zhang (i.e., U.S. Patent No. 6,948,079 B2, issued
Sept. 20, 2005 (Ex. 2010, “Zhang ’079”)) with “materially the same
disclosures.” Prelim. Resp. 9 n.4. Specifically, Patent Owner con-
tends that “Zhang 079 includes the same Figure 2C, as well as the
voltage regulators 251-254, that Petitioner relies upon in Zhang.”
Id. (citing Pet. 21, 37, 44, 57; Ex. 2010, Fig. 2C). Petitioner does not
content otherwise. See, e.g., Pet. Prelim. Reply 9-10 (discussing
Fintiv factor 4). We agree with Patent Owner that the relevant
disclosures from Zhang, upon which Petitioner relies, also appear
to be disclosed in Zhang ’079. Accordingly, the issues raised re-
garding Zhang in the Petition and Zhang 079 in Petitioner's inva-
lidity contentions appear to overlap.
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“Abadeer’s method of determining a minimum operat-
ing voltage.” Id. (citing Ex. 2007, 14, 219-26).'°

Petitioner does not disagree with Patent Owner’s ar-
gument, contending instead that “[t]he [P]etition ad-
vances only a few of the grounds in Intel’s contentions.”
Pet. Prelim. Reply 9 (citing Ex. 2007, 5-7, 17-18).

As noted above, Petitioner raises three grounds of ob-
viousness pursuant to 356 U.S.C. § 103(a). In its first
ground, Petitioner relies upon Harris, Abadeer, and
Zhang in challenging claims 1-7, 9-11, 13, 15, and 16.
Pet. 4. Petitioner adds Cornwell to that combination in
challenging claims 2, 11, and 12 in its second ground,
and adds Bilak to the combination of Harris, Abadeer,
and Zhang in challenging claim 8 in its third ground.
Id.

In comparison, Petitioner’s Final Invalidity Conten-
tions assert that claims 1-6, 9, 11-14, and 16 are obvious
over Harris alone or in combination with any one or
more of Abadeer, Bilak, Cornwell, and/or Patel, further
in view of Zhang. Ex. 2007, 222. Accordingly, we find
that the issues raised in the Petition largely overlap
with those currently raised in the Western District of
Texas litigation. Although Petitioner’s Final Invalidity
Contentions include other combinations of references
challenging overlapping claims, see id., that difference
alone does not negate that the same combinations of
references asserted in the Petition also are asserted in
Petitioner’s Final Invalidity Contentions.

19 Patent Owner’s citations to specific pages in Exhibit 2007
appear to be slightly off. The listing of “Obviousness Combina-
tions” appears on page 17 and the discussion of the combination
relying on essentially the same prior art as asserted in the Petition
appears at pages 222 through 229 of Exhibit 2007.
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Additionally, on the record before us, each of the claims
challenged via petition also is included in Petitioner’s
Final Invalidity Contentions, with the exception of de-
pendent claims 7, 10, and 15. Compare Pet. 4, with Ex.
2007, 4. Petitioner, however, does not raise this differ-
ence in its papers let alone argue that the difference is a
reason not to exercise our § 314(a) discretion to deny
institution. Thus, on the present record, we agree with
Patent Owner that there is a substantial overlap be-
tween the issues raised in the Petition and in the West-
ern District of Texas litigation.

Accordingly, this factor weighs in favor of exercising
our discretion to deny institution pursuant to § 314(a).

5. whether the petitioner and the defendant in the
parallel proceeding are the same party

Petitioner and Patent Owner are the defendant and
plaintiff, respectively, in the Western District of Texas
litigation. Pet. Prelim. Reply 10 n.7; PO Prelim. Sur-
reply 9 (citing Pet. Prelim. Reply 10 n.7). Therefore,
we find that this factor weighs in favor of exercising
our discretion to deny institution pursuant to § 314(a).

6. other circumstances that impact the Board’s ex-
ercise of discretion, including the merits

Petitioner spends nearly half of its Preliminary Reply
explaining what it refers to as Patent Owner’s tactics to
“evade” review of its patents. See Pet. Prelim. Reply
2-6 (asserting Patent Owner’s “request[ ] for discre-
tionary denial [is] part of a series of carefully orches-
trated tactics aimed at avoiding adjudication of [Peti-
tioner’s] invalidity defenses”). Petitioner’s contentions
include that: (a) Patent Owner is a holding company
created by Fortress Investment Group (“Fortress”) to
acquire and assert patents against Petitioner for the
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purpose of investment returns (id. at 2); (b) affiliates of
Fortress have filed over 150 patent lawsuits supported
by “a $400M patent-assertion fund” (id. (citing Exs.
1028, 1029)); (c) Patent Owner has asserted twenty-one
patents with over 430 claims against Petitioner in three
different U.S. jurisdictions and two different jurisdic-
tions in China (id. at 2 & n.4); and (d) Patent Owner’s
filing of lawsuits in combination with voluntary dismis-
sals and refiling of other suits reflects a pattern to
evade effective judicial review of its patents (id. at 2-5).

Patent Owner responds, contending that Petitioner’s
arguments are irrelevant and an improper attempt to
re-litigate positions that Petitioner already raised in an
antitrust suit against, inter alia, Patent Owner in the
Northern District of California. PO Prelim. Sur-reply
10 (citing, e.g., Ex. 2037 (Defendants’ Joint Notice of
Motion and Motion to Dismiss and to Strike Plaintiffs’
Complaint)).

Even if Petitioner’s contentions are true, Petitioner has
not shown these contentions will “avoid[ ] adjudication
of Intel’s invalidity defenses.” See Pet. Prelim. Reply 2.
The validity of the ’373 patent is at issue in the co-
pending litigation, which is currently scheduled to go to
trial well before the deadline for a final written decision
in this proceeding. Accordingly, Petitioner’s argu-
ments do not weigh against exercising our discretion to
deny institution pursuant to § 314(a).

Thus, the balance of the Fintiv factors discussed above
weigh in favor of exercising our discretion to deny in-
stitution under § 314(a).

Petitioner also asserts the “strength of the merits” of
the Petition weigh in favor of institution (see Pet. Pre-
lim. Reply 9 n.6), while Patent Owner asserts the mer-
its of the Petition weigh in favor of denying institution
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(see PO Prelim. Sur-reply 9-10). We have reviewed the
Petition and the Patent Owner Preliminary Response
and determine that the merits of the Petition do not
outweigh the other Fintiv factors. On balance, based
on the facts presented, particularly the advanced stage
of the Western District of Texas litigation, a currently
scheduled trial date approximately seven months be-
fore the would-be deadline for a final written decision,
and the overlap between the issues presented there
and in the Petition, we find that it would be an ineffi-
cient use of Board, party, and judicial resources to in-
stitute the present proceeding. See NHK, IPR2018-
00752, Paper 8 at 20; Consolidated TPG 58 (discussing
balancing the relevant circumstances). Accordingly, we
exercise our discretion pursuant to § 314(a) to deny in-
stitution.

IV. CONCLUSION

For the foregoing reasons, we exercise our discretion
pursuant to 35 U.S.C. § 314(a) to deny institution of in-
ter partes review.

V. ORDER

In consideration of the foregoing, it is hereby:

ORDERED that the Petition (Paper 3) is denied as to
the challenged claims of the ’373 patent; and

FURTHER ORDERED that no inter partes review is
instituted.
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APPENDIX I

PATENT TRIAL AND APPEAL BOARD

IPR2020-00114
Patent 6,366,522 B1

INTEL CORPORATION,
Petitioner,
V.

VLSI TECHNOLOGY LLC,
Patent Owner.

Date: May 19, 2020

Before
THU A. DANG, BART A. GERSTENBLITH,
and KIMBERLY McGRAW,
Administrative Patent Judges.

DECISION
Denying Institution of Inter Partes Review

35 US.C. § 314
DANG, Administrative Patent Judge.

I. INTRODUCTION
A. Background

Intel Corporation (“Petitioner”) filed a Petition re-
questing an inter partes review of claims 16-18, 20-22,
and 36-38 (the “challenged claims”) of U.S. Patent No.
6,366,522 B1 (Ex. 1201, “the ’522 patent”). Paper 4
(“Pet.”). VLSI Technology LLC (“Patent Owner”) filed
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a Preliminary Response. Paper 8 (“Prelim. Resp.”).
Pursuant to our authorization (Paper 9), Petitioner filed
a Reply to Patent Owner’s Preliminary Response (Pa-
per 10 (“Pet. Prelim. Reply”)) and Patent Owner filed a
Sur-reply (Paper 12, “PO Prelim. Sur-reply”), each di-
rected to whether we should exercise our discretion to
deny institution pursuant to 35 U.S.C. § 314(a).

Under 37 C.F.R. §42.4(a), the Board has authority to
determine whether to institute an inter partes review.
We may institute an inter partes review if the infor-
mation presented in the petition filed under 35 U.S.C.
§ 311, and any response filed under § 313, shows that
there is a reasonable likelihood that Petitioner would
prevail with respect to at least one of the claims chal-
lenged in the petition. The Board, however, has discre-
tion to deny a petition even when a petitioner meets
that threshold. Id.; see, e.g., Cuozzo Speed Techs., LLC
v. Lee, 136 S. Ct. 2131, 2140 (2016) (“[TThe agency’s de-
cision to deny a petition is a matter committed to the
Patent Office’s discretion.”); see also Patent Trial and
Appeal Board Consolidated Trial Practice Guide (Nov.
2019) (“Consolidated TPG”), 55-63, available at
https://www.uspto.gov/sites/default/files/documents/tpg
nov.pdf (identifying considerations that may warrant
exercise of this discretion). In particular, 35 U.S.C.
§ 314(a) permits the Board to deny institution under
certain circumstances. See Gen. Plastic Indus. Co. v.
Canon Kabushiki Kaisha, IPR2016-01357, Paper 19
(PTAB Sept. 6, 2017) (precedential as to § I1.B.4.1).

Having considered the parties’ submissions, we deter-
mine that it is appropriate in this case to exercise our
discretion to deny institution of inter partes review
pursuant to 35 U.S.C. § 314(a). NHK Spring Co. v. In-
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tri-Plex Techs., Inc., IPR2018-00752, Paper 8 (PTAB
Sept. 12, 2018) (precedential).

B. Related Matters

Petitioner identifies the ’522 patent as the subject of
VLSI Tech. LLC v. Intel Corp., No. 19-cv-00977-ADA
(W.D. Tex.) (“Western District of Texas litigation”).
Pet. 1. According to Petitioner, the 522 patent is one of
the patents asserted by Patent Owner in VLSI Tech.
LLC v. Intel Corp., Nos. 6:19-c¢v-00254, -255, -256 (W.D.
Tex.), 18-966-CFC (D. Del.), and 5-17-cv-05671 (N.D.
Cal.), wherein the ’522 patent is asserted in 19-c¢v-0255,
“one of three parallel cases consolidated until trial in
the Western District of Texas (1:19-cv-977-ADA).”
Pet. 6. Petitioner also challenges claims of the '522 pa-
tent in IPR2020-00112 and TPR2020-00113.

C. The ’522 Patent

The ’522 patent, titled “Method and Apparatus for Con-
trolling Power Consumption of an Integrated Circuit,”

issued on April 2, 2002, from an application filed No-
vember 20, 2000. Ex. 1201, code (54), (45), (22).

According to the ’5622 patent, a need exists for a method
and apparatus that “adjust the system clock and/or the
supply voltage based on the processing capabilities of
an integrated circuit and the application being per-
formed to conserve power.” Id. at 1:45-48. According-
ly, the ’522 patent relates to “controlling power con-
sumption of an integrated circuit,” which includes “pro-
cessing that begins by producing a system clock from a
reference clock based on a system clock control signal.”
Id. at 2:7-10. The processing further includes “produc-
ing the system clock control signal and the power sup-
ply control signal based on a processing transfer char-
acteristic of a computational engine and processing re-
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quirements.” Id. at 2:16-22. The processing transfer
characteristics of the computational engine include
“propagation delays through logic circuits, slew rates of
transistors within memory, logic circuits, read/write
processing speed,” and the like. Id. at 3:50-57.

D. Ilustrative Claim

Of the challenged claims, claim 16 is the independent
claim. Claims 17, 18, 20-22, and 36-38 depend from
claim 16. Claim 16 is illustrative.

16. An apparatus for controlling power consump-
tion of an integrated circuit, the apparatus com-
prises:

a processing module; and

a memory operably coupled to the processing mod-
ule, wherein the memory includes operational in-
structions that cause the processing module to:

produce a system clock from a reference clock
based on a system clock control signal,

regulate at least one supply from at least one
of: a linear regulator and a power source and an
inductance based on a power supply control
signal;

produce the system clock control signal and the
power supply control signal based on a pro-
cessing transfer characteristic of a computation
engine and processing requirements associated
with processing at least a portion of an applica-
tion by the computation engine.

Ex. 1201, 8:36-53.
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E. Asserted Grounds of Unpatentability

Petitioner challenges the patentability of claims 16-18,
20-22, and 36-38 of the ’522 patent on the following
grounds (Pet. 5):

Claim(s) 35 U.S.C. § Reference(s)/
Challenged Basis
16-18, 20, 21, 37, 103! Borkar,” Bland,’?
38 Wilcox,* Acker-
mann’
18 103 Borkar, Bland,

Wilcox, Acker-
mann, Horden®

36 103 Borkar, Bland,
Wilcox, Acker-
mann, Jones’

! The Leahy-Smith America Invents Act, Pub. L. No. 112-29,
125 Stat. 284 (2011) (“AIA”), amended 35 U.S.C. § 103. Because
the ’522 patent has an effective filing date of November 20, 2000,
which is prior to the effective date of the applicable ATA amend-
ments, we refer to the pre-AIA version of § 103. See Ex. 1201,
code (22).

2 U.S. Patent No. 6,484,265, issued November 19, 2002, filed
December 30, 1998 (Ex. 1206, “Borkar”).

3 U.S. Patent No. 5,614,869, issued March 25, 1997, filed De-
cember 20, 1995 (Ex. 1207, “Bland”).

4 U.S. Patent No. 5,481,178, issued January 2, 1996, filed
March 23, 1993 (Ex. 1208, “Wilcox”).

> U.S. Patent No. 6,137,280, issued October 24, 2000, filed
January 22, 1999 (Ex. 1217, “Ackermann”).

® U.S. Patent No. 5,812,860, issued September 22, 1998, filed
February 12, 1996 (“Ex. 1209, “Horden”).

7U.S. Patent No. 5,764,007, issued June 9, 1998, filed April 20,
1995 (Ex. 1210, “Jones”).
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22 103 Borkar, Bland,
Wilcox, Acker-
mann, Haning-

ton®

Petitioner relies on the Declaration of Dr. David Choi
(Ex. 1202) and the Declaration of Dr. James L. Mullins
(Ex. 1203) in support of its unpatentability contentions.

II. ANALYSIS-35U.S.C. § 314(a)

Patent Owner contends inter partes reviews are “in-
tended as a ‘complete substitute’ for and an ‘alterna-
tive’ to district court litigation for assessing §§ 102/103
validity disputes over prior art patents and printed
publications.” Prelim. Resp. 4-5 (citing Western Geco
LLC v. ION Geophysical Corp., 889 F.3d 1308, 1317
(Fed. Cir. 2018) (citing H. Rep. No. 112-98 at 48 (2011),
S. Rep. No. 110-259 at 66-67 (2008) (“If second window
proceedings are to be permitted, they should generally
serve as a complete substitute for at least some phase
of the litigation.”)). However, according to Patent
Owner, “[t]he District Court Action is already far
along” with any possible Board final written decision
“seven-and-a-half months later,” but there is no signifi-
cant difference in Petitioner’s validity defenses in the
wnter partes and District Court forums, since “Petition-
er raises the same art and arguments in both.” Id. at 4—
5. In particular, according to Patent Owner, Petitioner
does not “identify any distinction between the present
matter and the District Court Action in terms of the art

8 High-Efficiency Power Amplifier Using Dynamic Power-
Supply Voltage for CDMA Applications, IEEE Transactions on
Microwave Theory and Techniques, Vol. 47, No. 8, at 1471-76, pub-
lished August 1999 (Ex. 1215, “Hanington”).
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or arguments raised,” wherein “the District Court Ac-
tion is scheduled to be tried seven-and-a-half months
before [any possible Final Written Decision].” Id. at 6—
7. Patent Owner contends that the facts presented
here are the same as those presented in NHK, where
the Board denied institution pursuant to 35 U.S.C.
§ 314(a). Id. at 5-6.

Petitioner asserts that we should not exercise our dis-
cretion to deny institution pursuant to § 314(a) because
inter partes review is a more efficient and expedient
forum in which to adjudicate validity. Pet. 6-7. In par-
ticular, Petitioner contends that 1) the ’522 patent in-
volves technical subject matter “well suited to the ex-
pertise of the specialized patent judges at the PTAB”;
2) “a jury trial is necessarily a more difficult forum for
presenting a detailed obviousness case”; 3) since the
multiple trials have not been consolidated, “it is un-
clear” if the trial for the ’522 patent will proceed on Oc-
tober 5, 2020; 4) “the time required for briefing and
resolution of post-trial motions could easily result in a
Final Written Decision before the district court’s final
appealable judgment is docketed”; and 5) “Petitioner
was diligent in timely filing [the] Petition.” Id.

In determining whether to exercise our discretion, we
are guided by the Board’s precedential decision in
NHK. There, the Board found that the “advanced state
of the district court proceeding,” in which the “same
prior art and arguments” were presented by Petitioner,
expert discovery was scheduled to end in less than two
months, and a jury trial was scheduled to begin in six
months, was a “factor that weighs in favor of denying”
the petition under § 314(a). NHK, IPR2018-00752, Pa-
per 8 at 20. The Board determined that “[i]nstitution of
an inter partes review under these circumstances
would not be consistent with ‘an objective of the AIA
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... to provide an effective and efficient alternative to
district court litigation.”” Id. (citing Gen. Plastic In-
dus., IPR2016-01357, Paper 19 at 16-17).

“[T]he Board’s cases addressing earlier trial dates as a
basis for denial under NHK have sought to balance
considerations such as system efficiency, fairness, and
patent quality.” Apple Inc. v. Fintiv, Inc., IPR2020-
00019, Paper 11 at 5 (PTAB Mar. 20, 2020) (preceden-
tial). When applying NHK, the Board has balanced the
following non-exclusive factors (herein “Fintiv fac-
tors”):

1. whether the court granted a stay or evidence
exists that one may be granted if a proceeding
is instituted,;

2. proximity of the court’s trial date to the
Board’s projected statutory deadline for a final
written decision;

3. investment in the parallel proceeding by the
court and the parties;

4. overlap between issues raised in the petition
and in the parallel proceeding;

5. whether the petitioner and the defendant in the
parallel proceeding are the same party; and

6. other circumstances that impact the Board’s
exercise of discretion, including the merits.

Id. at 5-6. We discuss the parties’ arguments in the
context of considering the above factors.



115a

1. whether the court granted a stay or evidence ex-
ists that one may be granted if a proceeding is in-
stituted

Petitioner contends that “[a]lthough the district court
has not entered a stay, the parties could stipulate to a
stay, so as not to use the court’s resources to litigate
validity issues—just as the parties did in the California
litigation.” Pet. Prelim. Reply 6. Patent Owner re-
sponds that Patent Owner will not stipulate to a stay
(PO Prelim. Sur-reply 1), and notes that the Western
District of Texas rarely grants stays pending the out-
come of inter partes review proceedings. Id. at 2 (cita-
tions omitted).

On the present record, neither party has produced evi-
dence that a stay has been requested or that the West-
ern District of Texas has considered a stay in this case.
A judge determines whether to grant a stay based on
the facts of each specific case as presented in the briefs
by the parties. We decline to infer, based on actions
taken in different cases with different facts, how the
District Court would rule should a stay be requested by
the parties in the parallel case here. Thus, this factor
does not weigh for or against discretionary denial in
this case.

2. proximity of the court’s trial date to the Board’s
projected statutory deadline for a final written
decision

The parties agree that the trial in the Western District
of Texas currently is scheduled to start on October 5,
2020. See Pet. 6; Prelim. Resp. 4 (citing Ex. 2006
(Agreed Scheduling Order)). Patent Owner contends

? See Pet. Prelim. Reply 3 (referring to VLSI Tech. LLC v. In-
tel Corp., No. 5:17-cv-05671 (N.D. Cal.)).
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that a final written decision in this matter would be due
May 2021, if instituted, which is “seven-and-a-half
months later.” Prelim. Resp. 4. However, Petitioner
contends that, since three Western District of Texas
actions are currently set for jury trials on October 5,
2020, “it is unclear which of these trials (and patents)
will proceed [on that day],” and that “the time required
for briefing and resolution of post-trial motions could
easily result in a Final Written Decision before the dis-
trict court’s final appealable judgment is docketed.”
Pet. 6-T7.

There are variables contributing to the uncertainty
that the jury trial will occur on October 5, 2020. First,
as the parties agree, there are three actions between
the parties pending in the Western District of Texas,
each scheduled for trial on October 5th, yet the three
actions are scheduled for separate trials and have not
been consolidated.!® Pet. Prelim. Reply 3, 6-7; PO Pre-
lim. Sur-reply 4-5. Thus, as of today, the evidence
supports the finding that at least two of the trials will
not occur on October 5th.!!

Patent Owner explains that its proposed trial schedule
requests that the case involving the ’522 patent be tried
second. PO Prelim. Sur-reply 5 (citing Ex. 2031 (Pro-
posed Scheduling Order), 4). Patent Owner further ex-
plains that Petitioner appears to seek a single trial date
for all three actions (id. (citing Ex. 2030 (Telephonic

10 Tn addition to the action involving the ’522 patent (i.e., 6:19-
cv-00255, consolidated as 1:19-cv-977-ADA), the other two cases
pending in the Western District of Texas are Nos. 6:19-cv-00254
and -00256.

1t is possible that the parties may agree to hold one trial
addressing all three actions. At this point, however, that is not the
plan. Pet. Prelim. Reply 6-7; PO Prelim. Sur-reply 4-5.



117a

Discovery Hearing) 10:11-15)), whereas Patent Owner
proposed December 14, 2020, for the case involving the
’522 patent, two months after the first trial on October
5 (Ex. 2031, 4). PO Prelim. Sur-reply 4-5. Should trial
occur December 2020 in the action involving the ’522
patent, it would still be five months before any final
written decision likely would issue in this proceeding.

Second, there is uncertainty about what effect the
Coronavirus disease 2019 (“COVID-19”) pandemic will
have with respect to the trial date. Pet. Prelim. Reply
8; PO Prelim. Sur-reply 6. The situation is evolving dai-
ly. Although trials currently are suspended in the
Western District of Texas through June 30, 2020 (Ex.
3001 (General May 8 Order)), it is unclear what impact
that suspension or any further suspension would have
on trial dates scheduled later this year and early next
year. Given the substantial gap between the October 5
trial date (and the other potential dates proposed by
Patent Owner) and May 2021 (the likely date for any
final written decision in this proceeding), even if the
trial date were moved back, it is unlikely on the present
record that the date would be after a final written deci-
sion in this proceeding.

Accordingly, on the record before us, this factor weighs
in favor of exercising our discretion to deny institution
pursuant to § 314(a).

3. investment in the parallel proceeding by the
court and the parties

The Western District of Texas issued a claim construc-
tion order on January 3, 2020, over four months ago,
although neither party requested that the court con-
strue claim terms from the 522 patent. See Prelim.
Resp. 7-8; Pet. Prelim. Reply 8 (citing Ex. 2007 (Claim
Construction Order)). Additionally, final infringement
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and invalidity contentions were served in January 2020,
and fact discovery currently is scheduled to close on
May 22, 2020. PO Prelim. Sur-reply 7 (citing Ex. 2036
(First Amended Scheduling Order)).

In Fintiv, the Board explained that potential delay by a
Petitioner “may impose unfair costs to a patent owner
if the petitioner, faced with the prospect of a looming
trial date, waits until the district court trial has pro-
gressed significantly before filing a petition at the Of-
fice.” Fintiv, IPR2020-00019, Paper 11 at 11. Here, Pe-
titioner contends that it was diligent in timely filing the
Petition three months before the statutory bar date.
Pet. 7.

Although we do not find that Petitioner unreasonably
delayed filing the Petition, we do find that the parties
already have invested significantly in the Western Dis-
trict of Texas litigation. As noted above, the district
court claim construction order issued in January 2020,
final infringement and invalidity contentions were
served in January 2020, and fact discovery currently is
scheduled to close on May 22, 2020. See PO Prelim.
Sur-reply 7 (citing Ex. 2036). In light of the present
posture of the district court action, we find that this
factor weighs in favor of exercising our discretion to
deny institution pursuant to § 314(a).

4. overlap between issues raised in the petition
and in the parallel proceeding

Patent Owner contends that there is a “complete” over-
lap between the issues raised in the Petition and those
in the Western District of Texas litigation. PO Prelim.
Sur-reply 7-9; see Prelim. Resp. 8-10 (contending that
Petitioner relies upon the same references, in the same
combinations, and for the same disclosures). Patent
Owner provides “Table 1” which shows a comparison of
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prior art figures relied upon in the Petition versus the
“Final Invalidity Contentions.” Prelim. Resp. 10-12
(citing Exs. 2003, 2005).

Petitioner does not disagree with Patent Owner’s ar-
gument, contending instead that “[t]he [Pletition ad-
vances only a few of the grounds presented in Intel’s
invalidity contentions.” Pet. Prelim. Reply 9 (citing Ex.
2013 (Defendant Intel Corporation’s Final Invalidity
Contentions (U.S. Patent No. 6,366,522)), 2—4, 17).

As noted above, Petitioner raises four grounds of obvi-
ousness pursuant to 35 U.S.C. §103(a). In its first
ground, Petitioner relies upon Borkar, Bland, Wilcox
and Ackermann in challenging claims 16-18, 20, 21, 37,
and 38. Pet. 5. Petitioner adds Horden to the combina-
tion in challenging claim 18 in its second ground, adds
Jones to the combination (of Borkar, Bland, Wilecox, and
Ackermann) in challenging claim 36 in its third ground,
and adds Hanington to the combination (of Borkar,
Bland, Wilcox, and Ackermann) in challenging claim 22
in its fourth ground. Id.

In comparison, Petitioner’s Final Invalidity Conten-
tions assert that claims 1, 3-9, 11-13, 15, 16, 18-23, 25,
28-30, 35, 36, and 38 are obvious over Borkar alone or
in combination with Wilcox, Bland, Horden, Clark ‘775,
Clark ‘086, Erickson, Jones, Stratakos, Buck Refer-
ences, Ackermann, Nicol, and/or Abdesselem. Ex.
2013, 18-52.

Accordingly, we find that the issues raised in the Peti-
tion largely overlap with those currently raised in the
Western District of Texas litigation. Although Peti-
tioner’s Final Invalidity Contentions include other
combinations of references challenging overlapping
claims, see 1id., that difference alone does not negate
that the same combinations of references asserted in
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the Petition are also asserted in Petitioner’s Final Inva-
lidity Contentions.

Additionally, as noted above, Petitioner challenges oth-
er claims of the 522 patent in IPR2020-00112 and
[PR2020-00113, specifically, claims 14, 6-8, 25, and 28
in IPR2020-00112, and claims 9-11, 13-15, 30, 31, and 34
in IPR2020-00113. On the record before us, each of the
independent claims challenged via petition (whether in
this proceeding, IPR2020-00112, or IPR2020-00113) al-
so is included in Petitioner’s Final Invalidity Conten-
tions, along with many of the dependent claims. Com-
pare Paper 3 (Petitioner’s Explanation for Filing Mul-
tiple Petitions for Inter Partes Review of U.S. Patent
No. 6,366,522), 2, with Ex. 2013, 18-52. Petitioner,
however, does not raise the difference between the de-
pendent claims at issue in each proceeding in its brief-
ing let alone argue that the difference is a reason not to
exercise our §314(a) discretion to deny institution.
Thus, on the present record, we agree with Patent
Owner that there is a substantial overlap between the
issues raised in the Petition and in the Western District
of Texas litigation.

Accordingly, this factor weighs in favor of exercising
our discretion to deny institution pursuant to § 314(a).

5. whether the petitioner and the defendant in the
parallel proceeding are the same party

Petitioner and Patent Owner are the defendant and
plaintiff, respectively, in the Western District of Texas
litigation. Pet. Prelim. Reply 10 n.7; PO Prelim. Sur-
reply 9 (citing Pet. Prelim. Reply 10 n.7). Therefore,
we find that this factor weighs in favor of exercising
our discretion to deny institution pursuant to § 314(a).
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6. other circumstances that impact the Board’s ex-
ercise of discretion, including the merits

Petitioner spends nearly half of its Preliminary Reply
explaining what it refers to as Patent Owner’s tactics to
“evade” review of its patents. See Pet. Prelim. Reply
2-5 (asserting Patent Owner’s request for discretionary
denial is “part of a series of carefully orchestrated tac-
tics aimed at avoiding adjudication of [Petitioner’s] in-
validity defenses”). Petitioner’s contentions include
that: (a) Patent Owner is a holding company created by
Fortress Investment Group (“Fortress”) to acquire and
assert patents against Petitioner for the purpose of in-
vestment returns (id. at 2); (b) affiliates of Fortress
have filed over 150 patent lawsuits supported by “a
$400M patent assertion fund” (id. (citing Exs. 1221,
1222)); (c) Patent Owner has asserted twenty-one pa-
tents with over 430 claims against Petitioner in three
different U.S. jurisdictions and two different jurisdic-
tions in China (id. at 2 & n.4); and (d) Patent Owner’s
filing of lawsuits in combination with voluntary dismis-
sals and refiling of other suits reflects a pattern to
evade effective judicial review of its patents (id. at 2-5).

Patent Owner responds, contending that Petitioner’s
arguments are irrelevant and an improper attempt to
re-litigate positions that Petitioner already raised in an
antitrust suit against, inter alia, Patent Owner in the
Northern District of California. PO Prelim. Sur-reply
10 (citing, e.g., Ex. 2037 (Defendants’ Joint Notice of
Motion and Motion to Dismiss and to Strike Plaintiffs’
Complaint)).

Even if Petitioner’s contentions are true, Petitioner has
not shown these contentions will “avoid[ ] adjudication
of Intel’s invalidity defenses.” See Pet. Prelim. Reply 2.
The validity of the ’522 patent is at issue in the co-
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pending litigation, which is currently scheduled to go to
trial well before the deadline for a final written decision
in this proceeding. Accordingly, Petitioner’s argu-
ments do not weigh against exercising our discretion to
deny institution pursuant to § 314(a).

Thus, the balance of the Fintiv factors discussed above
weighs in favor of exercising our discretion to deny in-
stitution under § 314(a).

Petitioner also asserts the “strength of the merits” of
the Petition weigh in favor of institution (see Pet. Pre-
lim. Reply 9 n.6), while Patent Owner asserts the mer-
its of the Petition weigh in favor of denying institution
(see PO Prelim. Sur-reply 9-10). We have reviewed the
Petition and the Patent Owner Preliminary Response
and determine that the merits of the Petition do not
outweigh the other Fintiv factors. On balance, based
on the facts presented, particularly the advanced stage
of the Western District of Texas litigation, a currently
scheduled trial date approximately seven months be-
fore the would-be deadline for a final written decision,
and the overlap between the issues presented there
and in the Petition, we find that it would be an ineffi-
cient use of Board, party, and judicial resources to in-
stitute the present proceeding. See NHK, IPR2018-
00752, Paper 8 at 20; Consolidated TPG 58 (discussing
balancing the relevant circumstances). Accordingly, we
exercise our discretion pursuant to § 314(a) to deny in-
stitution.

III. CONCLUSION

For the foregoing reasons, we exercise our discretion
pursuant to 35 U.S.C. § 314(a) to deny institution of in-
ter partes review.
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IV. ORDER

In consideration of the foregoing, it is hereby:

ORDERED that the Petition (Paper 4) is denied as to
the challenged claims of the ’522 patent; and

FURTHER ORDERED that no inter partes review is
instituted.






125a
APPENDIX J

PATENT TRIAL AND APPEAL BOARD

IPR2020-00113
Patent 6,366,522 B1

INTEL CORPORATION,
Petitioner,
V.

VLSI TECHNOLOGY LLC,
Patent Owner.

Date: May 19, 2020

Before
THU A. DANG, BART A. GERSTENBLITH,
and KIMBERLY McGRAW,
Administrative Patent Judges.

DECISION
Denying Institution of Inter Partes Review

35 US.C. § 314
DANG, Administrative Patent Judge.

I. INTRODUCTION
A. Background

Intel Corporation (“Petitioner”) filed a Petition re-
questing an inter partes review of claims 9-11, 13-15,
30, 31, and 34 (the “challenged claims”) of U.S. Patent
No. 6,366,522 B1 (Ex. 1101, “the ’522 patent”). Paper 4
(“Pet.”). VLSI Technology LLC (“Patent Owner”) filed
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a Preliminary Response. Paper 8 (“Prelim. Resp.”).
Pursuant to our authorization (Paper 9), Petitioner filed
a Reply to Patent Owner’s Preliminary Response (Pa-
per 10 (“Pet. Prelim. Reply”)) and Patent Owner filed a
Sur-reply (Paper 12, “PO Prelim. Sur-reply”), each di-
rected to whether we should exercise our discretion to
deny institution pursuant to 35 U.S.C. § 314(a).

Under 37 C.F.R. §42.4(a), the Board has authority to
determine whether to institute an inter partes review.
We may institute an inter partes review if the infor-
mation presented in the petition filed under 35 U.S.C.
§ 311, and any response filed under § 313, shows that
there is a reasonable likelihood that Petitioner would
prevail with respect to at least one of the claims chal-
lenged in the petition. The Board, however, has discre-
tion to deny a petition even when a petitioner meets
that threshold. Id.; see, e.g., Cuozzo Speed Techs., LLC
v. Lee, 136 S. Ct. 2131, 2140 (2016) (“[TThe agency’s de-
cision to deny a petition is a matter committed to the
Patent Office’s discretion.”); see also Patent Trial and
Appeal Board Consolidated Trial Practice Guide (Nov.
2019) (“Consolidated TPG”), 55-63, available at
https://www.uspto.gov/sites/default/files/documents/tpg
nov.pdf (identifying considerations that may warrant
exercise of this discretion). In particular, 35 U.S.C.
§ 314(a) permits the Board to deny institution under
certain circumstances. See Gen. Plastic Indus. Co. v.
Canon Kabushiki Kaisha, IPR2016-01357, Paper 19
(PTAB Sept. 6, 2017) (precedential as to § I1.B.4.1).

Having considered the parties’ submissions, we deter-
mine that it is appropriate in this case to exercise our
discretion to deny institution of inter partes review
pursuant to 35 U.S.C. § 314(a). NHK Spring Co. v. In-
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tri-Plex Techs., Inc., IPR2018-00752, Paper 8 (PTAB
Sept. 12, 2018) (precedential).

B. Related Matters

Petitioner identifies the ’522 patent as the subject of
VLSI Tech. LLC v. Intel Corp., No. 19-cv-00977-ADA
(W.D. Tex.) (“Western District of Texas litigation”).
Pet. 1. According to Petitioner, the 522 patent is one of
the patents asserted by Patent Owner in VLSI Tech.
LLC v. Intel Corp., Nos. 6:19-c¢v-00254, -255, -256 (W.D.
Tex.), 18-966-CFC (D. Del.), and 5-17-cv-05671 (N.D.
Cal.), wherein the ’522 patent is asserted in 19-c¢v-0255,
“one of three parallel cases consolidated until trial in
the Western District of Texas (1:19-cv-977-ADA).”
Pet. 6. Petitioner also challenges claims of the '522 pa-
tent in IPR2020-00112 and TPR2020-00114.

C. The ’522 Patent

The ’522 patent, titled “Method and Apparatus for Con-
trolling Power Consumption of an Integrated Circuit,”

issued on April 2, 2002, from an application filed No-
vember 20, 2000. Ex. 1101, code (54), (45), (22).

According to the ’5622 patent, a need exists for a method
and apparatus that “adjust the system clock and/or the
supply voltage based on the processing capabilities of
an integrated circuit and the application being per-
formed to conserve power.” Id. at 1:45-48. According-
ly, the ’522 patent relates to “controlling power con-
sumption of an integrated circuit,” which includes “pro-
cessing that begins by producing a system clock from a
reference clock based on a system clock control signal.”
Id. at 2:7-10. The processing further includes “produc-
ing the system clock control signal and the power sup-
ply control signal based on a processing transfer char-
acteristic of a computational engine and processing re-
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quirements.” Id. at 2:16-22. The processing transfer
characteristics of the computational engine include
“propagation delays through logic circuits, slew rates of
transistors within memory, logic circuits, read/write
processing speed,” and the like. Id. at 3:50-57.

D. Ilustrative Claim

Of the challenged claims, claim 9 is the independent
claim. Claims 10, 11, 13-15, 30, 31, and 34 depend from
claim 9. Claim 9 is illustrative.

9. A method for controlling power consumption of
an integrated circuit, the method comprises the
steps of:

producing a system clock from a reference clock
based on a system clock control signal;

regulating at least one supply from at least one of: a
linear regulator and a power source and an induct-
ance based on a power supply control signal,

producing the system clock control signal and the
power supply control signal based on a processing
transfer characteristic of a computation engine and
processing requirements associated with pro-
cessing at least a portion of an application by the
computation engine.

Ex. 1101, 7:53-64.

E. Asserted Grounds of Unpatentability

Petitioner challenges the patentability of claims 9-11,
13-15, 30, 31, and 34 of the ’522 patent on the following
grounds (Pet. 5):
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Claim(s) Chal- 35 U.S.C. § Reference(s)/
lenged Basis
9-11, 13, 14, 34 103! Borkar,” Bland,?

Wilcox,* Acker-
mann’
11 103 Borkar, Bland,

Wilcox, Acker-
mann, Horden®

30, 31 103 Borkar, Bland,
Wilcox, Acker-
mann, Jones’

15 103 Borkar, Bland,
Wilcox, Acker-

! The Leahy-Smith America Invents Act, Pub. L. No. 112-29,
125 Stat. 284 (2011) (“AIA”), amended 35 U.S.C. § 103. Because
the ’522 patent has an effective filing date of November 20, 2000,
which is prior to the effective date of the applicable ATA amend-

ments, we refer to the pre-AIA version of §103. See Ex. 1101, code
(22).

2 U.S. Patent No. 6,484,265, issued November 19, 2002, filed
December 30, 1998 (Ex. 1106, “Borkar”).

3 U.S. Patent No. 5,614,869, issued March 25, 1997, filed De-
cember 20, 1995 (Ex. 1107, “Bland”).

4 U.S. Patent No. 5,481,178, issued January 2, 1996, filed
March 23, 1993 (Ex. 1108, “Wilcox”).

> U.S. Patent No. 6,137,280, issued October 24, 2000, filed
January 22, 1999 (Ex. 1117, “Ackermann”).

® U.S. Patent No. 5,812,860, issued September 22, 1998, filed
February 12, 1996 (“Ex. 1109, “Horden”).

7U.S. Patent No. 5,764,007, issued June 9, 1998, filed April 20,
1995 (Ex. 1110, “Jones”).
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mann, Haning-
ton®

Petitioner relies on the Declaration of Dr. David Choi
(Ex. 1102) and the Declaration of Dr. James L. Mullins
(Ex. 1103) in support of its unpatentability contentions.

II. ANALYSIS-35U.S.C. § 314(a)

Patent Owner contends inter partes reviews are “in-
tended as a ‘complete substitute’ for and an ‘alterna-
tive’ to district court litigation for assessing §§ 102/103
validity disputes over prior art patents and printed
publications.” Prelim. Resp. 4-5 (citing WesternGeco
LLC v. ION GeophysicalCorp., 889 F.3d 1308, 1317
(Fed. Cir. 2018) (citing H. Rep. No. 112-98 at 48 (2011);
S. Rep. No. 110-259 at 66-67 (2008) (“If second window
proceedings are to be permitted, they should generally
serve as a complete substitute for at least some phase
of the litigation.”)). However, according to Patent
Owner, “[t]he District Court Action is already far
along,” but there is no significant difference in Petition-
er’s validity defenses in the inter partes and District
Court forums, since “Petitioner raises the same art and
arguments in both.” Id. at 5. In particular, according
to Patent Owner, Petitioner does not “identify any dis-
tinction between the present matter and the District
Court Action in terms of the art or arguments raised,”
wherein “the District Court Action is scheduled to be
tried seven-and-a-half months before [any possible Fi-
nal Written Decision].” Id. at 6-7. Patent Owner con-

8 High-Efficiency Power Amplifier Using Dynamic Power-
Supply Voltage for CDMA Applications, IEEE Transactions on
Microwave Theory and Techniques, Vol. 47, No. 8, at 1471-76, pub-
lished August 1999 (Ex. 1115, “Hanington”).
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tends that the facts presented here are the same as
those presented in NHK, where the Board denied insti-
tution pursuant to 35 U.S.C. § 314(a). Id. at 5.

Petitioner asserts that we should not exercise our dis-
cretion to deny institution pursuant to § 314(a) because
inter partes review is a more efficient and expedient
forum in which to adjudicate validity. Pet. 6-7. In par-
ticular, Petitioner contends that 1) the ’522 patent in-
volves technical subject matter “well suited to the ex-
pertise of the specialized patent judges at the PTAB”,
2) “a jury trial is necessarily a more difficult forum for
presenting a detailed obviousness case”; 3) since the
multiple trials have not been consolidated, “it is un-
clear” if the trial for the ’522 patent will proceed on Oc-
tober 5, 2020; 4) “the time required for briefing and
resolution of post-trial motions could easily result in a
Final Written Decision before the district court’s final
appealable judgment is docketed”; and 5) “Petitioner
was diligent in timely filing [the] Petition.” Id.

In determining whether to exercise our discretion, we
are guided by the Board’s precedential decision in
NHK. There, the Board found that the “advanced state
of the district court proceeding,” in which the “same
prior art and arguments” were presented by Petitioner,
expert discovery was scheduled to end in less than two
months, and a jury trial was scheduled to begin in six
months, was a “factor that weighs in favor of denying”
the petition under § 314(a). NHK, IPR2018-00752, Pa-
per 8 at 20. The Board determined that “[i]nstitution of
an inter partes review under these circumstances
would not be consistent with ‘an objective of the ATA
... to provide an effective and efficient alternative to
district court litigation.”” Id. (citing Gen. Plastic In-
dus., IPR2016-01357, Paper 19 at 16-17).
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“[TThe Board’s cases addressing earlier trial dates as a
basis for denial under NHK have sought to balance
considerations such as system efficiency, fairness, and
patent quality.” Apple Inc. v. Fintiv, Inc., IPR2020-
00019, Paper 11 at 5 (PTAB Mar. 20, 2020) (preceden-
tial). When applying NHK, the Board has balanced the
following non-exclusive factors (herein “Fintiv fac-
tors”):

1. whether the court granted a stay or evidence
exists that one may be granted if a proceeding
is instituted,

2. proximity of the court’s trial date to the
Board’s projected statutory deadline for a final
written decision;

3. investment in the parallel proceeding by the
court and the parties;

4. overlap between issues raised in the petition
and in the parallel proceeding;

5. whether the petitioner and the defendant in the
parallel proceeding are the same party; and

6. other circumstances that impact the Board’s
exercise of discretion, including the merits.

Id. at 5-6. We discuss the parties’ arguments in the
context of considering the above factors.

1. whether the court granted a stay or evidence ex-
ists that one may be granted if a proceeding is in-
stituted

Petitioner contends that “[a]lthough the district court
has not entered a stay, the parties could stipulate to a
stay, so as not to use the court’s resources to litigate
validity issues—just as the parties did in the California
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litigation.” Pet. Prelim. Reply 6. Patent Owner re-

sponds that Patent Owner will not stipulate to a stay
(PO Prelim. Sur-reply 1), and notes that the Western
District of Texas rarely grants stays pending the out-
come of inter partes review proceedings. Id. at 2 (cita-
tions omitted).

On the present record, neither party has produced evi-
dence that a stay has been requested or that the West-
ern District of Texas has considered a stay in this case.
A judge determines whether to grant a stay based on
the facts of each specific case as presented in the briefs
by the parties. We decline to infer, based on actions
taken in different cases with different facts, how the
District Court would rule should a stay be requested by
the parties in the parallel case here. Thus, this factor
does not weigh for or against discretionary denial in
this case.

2. proximity of the court’s trial date to the Board’s
projected statutory deadline for a final written
decision

The parties agree that the trial in the Western District
of Texas currently is scheduled to start on October 5,
2020. See Pet. 6; Prelim. Resp. 4 (citing Ex. 2006
(Agreed Scheduling Order)). Patent Owner contends
that a final written decision in this matter would be due
May 2021, if instituted, which is “seven-and-a-half
months later.” Prelim. Resp. 4. However, Petitioner
contends that, since three Western District of Texas
actions are currently set for jury trials on October 5,
2020, “it is unclear which of these trials (and patents)
will proceed [on that day],” and that “the time required

? See Pet. Prelim. Reply 3 (referring to VLSI Tech. LLC v. In-
tel Corp., No. 5:17-cv-05671 (N.D. Cal.)).
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for briefing and resolution of post-trial motions could
easily result in a Final Written Decision before the dis-
trict court’s final appealable judgment is docketed.”
Pet. 6-7.

There are variables contributing to the uncertainty
that the jury trial will occur on October 5, 2020. First,
as the parties agree, there are three actions between
the parties pending in the Western District of Texas,
each scheduled for trial on October 5th, yet the three
actions are scheduled for separate trials and have not
been consolidated.' Pet. Prelim. Reply 3, 6-7; PO Pre-
lim. Sur-reply 4-5. Thus, as of today, the evidence sup-
ports the finding that at least two of the trials will not
occur on October 5th."!

Patent Owner explains that its proposed trial schedule
requests that the case involving the ’522 patent be tried
second. PO Prelim. Sur-reply 5 (citing Ex. 2031 (Pro-
posed Scheduling Order), 4). Patent Owner further ex-
plains that Petitioner appears to seek a single trial date
for all three actions (id. (citing Ex. 2030 (Telephonic
Discovery Hearing) 10:11-15)), whereas Patent Owner
proposed December 14, 2020, for the case involving the
’522 patent, two months after the first trial on October
5 (Ex. 2031, 4). PO Prelim. Sur-reply 4-5. Should trial
occur December 2020 in the action involving the ’522
patent, it would still be five months before any final
written decision likely would issue in this proceeding.

10 Tn addition to the action involving the ’522 patent (i.e., 6:19-
cv-00255, consolidated as 1:19-cv-977-ADA), the other two cases
pending in the Western District of Texas are Nos. 6:19-cv-00254
and -00256.

1t is possible that the parties may agree to hold one trial
addressing all three actions. At this point, however, that is not the
plan. Pet. Prelim. Reply 6-7; PO Prelim. Sur-reply 4-5.
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Second, there is uncertainty about what effect the
Coronavirus disease 2019 (“COVID-19”) pandemic will
have with respect to the trial date. Pet. Prelim. Reply
8; PO Prelim. Sur-reply 6. The situation is evolving dai-
ly. Although trials currently are suspended in the
Western District of Texas through June 30, 2020 (Ex.
3001 (General May 8 Order)), it is unclear what impact
that suspension or any further suspension would have
on trial dates scheduled later this year and early next
year. Given the substantial gap between the October 5
trial date (and the other potential dates proposed by
Patent Owner) and May 2021 (the likely date for any
final written decision in this proceeding), even if the
trial date were moved back, it is unlikely on the present
record that the date would be after a final written deci-
sion in this proceeding.

Accordingly, on the record before us, this factor weighs
in favor of exercising our discretion to deny institution
pursuant to § 314(a).

3. investment in the parallel proceeding by the
court and the parties

The Western District of Texas issued a claim construc-
tion order on January 3, 2020, over four months ago,
although neither party requested that the court con-
strue claim terms from the 522 patent. See Prelim.
Resp. 7-8; Pet. Prelim. Reply 8 (citing Ex. 2007 (Claim
Construction Order)). Additionally, final infringement
and invalidity contentions were served in January 2020,
and fact discovery currently is scheduled to close on
May 22, 2020. PO Prelim. Sur-reply 7 (citing Ex. 2036
(First Amended Scheduling Order)).

In Fintiv, the Board explained that potential delay by a
Petitioner “may impose unfair costs to a patent owner
if the petitioner, faced with the prospect of a looming
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trial date, waits until the district court trial has pro-
gressed significantly before filing a petition at the Of-
fice.” Fintiv, IPR2020-00019, Paper 11 at 11. Here, Pe-
titioner contends that it was diligent in timely filing the
Petition three months before the statutory bar date.
Pet. 7.

Although we do not find that Petitioner unreasonably
delayed filing the Petition, we do find that the parties
already have invested significantly in the Western Dis-
trict of Texas litigation. As noted above, the district
court claim construction order issued in January 2020,
final infringement and invalidity contentions were
served in January 2020, and fact discovery currently is
scheduled to close on May 22, 2020. See PO Prelim.
Sur-reply 7 (citing Ex. 2036). In light of the present
posture of the district court action, we find that this
factor weighs in favor of exercising our discretion to
deny institution pursuant to § 314(a).

4. overlap between issues raised in the petition
and in the parallel proceeding

Patent Owner contends that there is a “complete” over-
lap between the issues raised in the Petition and those
in the Western District of Texas litigation. PO Prelim.
Sur-reply 7-9; see Prelim. Resp. 8-10 (contending that
Petitioner relies upon the same references, in the same
combinations, and for the same disclosures). Patent
Owner provides “Table 1” which shows a comparison of
prior art figures relied upon in the Petition versus the
“Final Invalidity Contentions.” Prelim. Resp. 10-12
(citing Exs. 2003, 2005).

Petitioner does not disagree with Patent Owner’s ar-
gument, contending instead that “[t]he [Pletition ad-
vances only a few of the grounds presented in Intel’s
invalidity contentions.” Pet. Prelim. Reply 9 (citing Ex.
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2013 (Defendant Intel Corporation’s Final Invalidity
Contentions (U.S. Patent No. 6,366,522)), 2—4, 17).

As noted above, Petitioner raises four grounds of obvi-
ousness pursuant to 35 U.S.C. §103(a). In its first
ground, Petitioner relies upon Borkar, Bland, Wilcox
and Ackermann in challenging claims 9-11, 13, 14, and
34. Pet. 5. Petitioner adds Horden to the combination
in challenging claim 11 in its second ground, adds Jones
to the combination (of Borkar, Bland, Wilcox, and
Ackermann) in challenging claims 30 and 31 in its third
ground, and adds Hanington to the combination (of
Borkar, Bland, Wilcox, and Ackermann) in challenging
claim 15 in its fourth ground. Id.

In comparison, Petitioner’s Final Invalidity Conten-
tions assert that claims 1, 3-9, 11-13, 15, 16, 18-23, 25,
28-30, 35, 36, and 38 are obvious over Borkar alone or
in combination with Wilcox, Bland, Horden, Clark "775,
Clark ’086, Erickson, Jones, Stratakos, Buck Refer-
ences, Ackermann, Nicol, and/or Abdesselem. Ex.
2013, 18-52.

Accordingly, we find that the issues raised in the Peti-
tion largely overlap with those currently raised in the
Western District of Texas litigation. Although Peti-
tioner’s Final Invalidity Contentions include other
combinations of references challenging overlapping
claims, see 1id., that difference alone does not negate
that the same combinations of references asserted in
the Petition are also asserted in Petitioner’s Final Inva-
lidity Contentions.

Additionally, as noted above, Petitioner challenges oth-
er claims of the ’522 patent in IPR2020-00112 and
I[PR2020-00114, specifically, claims 14, 6-8, 25, and 28
in IPR2020-00112, and claims 16-18, 20-22, and 36-38 in
IPR2020-00114. On the record before us, each of the
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independent claims challenged via petition (whether in
this proceeding, IPR2020-00112, or IPR2020-00114) al-
so is included in Petitioner’s Final Invalidity Conten-
tions, along with many of the dependent claims. Com-
pare Paper 3 (Petitioner’s Explanation for Filing Mul-
tiple Petitions for Inter Partes Review of U.S. Patent
No. 6,366,5622), 2, with Ex. 2013, 18-52. Petitioner,
however, does not raise the difference between the de-
pendent claims at issue in each proceeding in its brief-
ing let alone argue that the difference is a reason not to
exercise our §314(a) discretion to deny institution.
Thus, on the present record, we agree with Patent
Owner that there is a substantial overlap between the
issues raised in the Petition and in the Western District
of Texas litigation.

Accordingly, this factor weighs in favor of exercising
our discretion to deny institution pursuant to § 314(a).

5. whether the petitioner and the defendant in the
parallel proceeding are the same party

Petitioner and Patent Owner are the defendant and
plaintiff, respectively, in the Western District of Texas
litigation. Pet. Prelim. Reply 10 n.7; PO Prelim. Sur-
reply 9 (citing Pet. Prelim. Reply 10 n.7). Therefore,
we find that this factor weighs in favor of exercising
our discretion to deny institution pursuant to § 314(a).

6. other circumstances that impact the Board’s ex-
ercise of discretion, including the merits

Petitioner spends nearly half of its Preliminary Reply
explaining what it refers to as Patent Owner’s tactics to
“evade” review of its patents. See Pet. Prelim. Reply
2-5 (asserting Patent Owner’s request for discretionary
denial is “part of a series of carefully orchestrated tac-
tics aimed at avoiding adjudication of [Petitioner’s] in-
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validity defenses”). Petitioner’s contentions include
that: (a) Patent Owner is a holding company created by
Fortress Investment Group (“Fortress”) to acquire and
assert patents against Petitioner for the purpose of in-
vestment returns (id. at 2); (b) affiliates of Fortress
have filed over 150 patent lawsuits supported by “a
$400M patent assertion fund” (id. (citing Exs. 1121,
1122)); (c) Patent Owner has asserted twenty-one pa-
tents with over 430 claims against Petitioner in three
different U.S. jurisdictions and two different jurisdic-
tions in China (id. at 2 & n.4); and (d) Patent Owner’s
filing of lawsuits in combination with voluntary dismis-
sals and refiling of other suits reflects a pattern to
evade effective judicial review of its patents (id. at 2-5).

Patent Owner responds, contending that Petitioner’s
arguments are irrelevant and an improper attempt to
re-litigate positions that Petitioner already raised in an
antitrust suit against, inter alia, Patent Owner in the
Northern District of California. PO Prelim. Sur-reply
10 (citing, e.g., Ex. 2037 (Defendants’ Joint Notice of
Motion and Motion to Dismiss and to Strike Plaintiffs’
Complaint)).

Even if Petitioner’s contentions are true, Petitioner has
not shown these contentions will “avoid[ ] adjudication
of Intel’s invalidity defenses.” See Pet. Prelim. Reply 2.
The validity of the ’522 patent is at issue in the co-
pending litigation, which is currently scheduled to go to
trial well before the deadline for a final written decision
in this proceeding. Accordingly, Petitioner’s argu-
ments do not weigh against exercising our discretion to
deny institution pursuant to § 314(a).

Thus, the balance of the Fintiv factors discussed above
weighs in favor of exercising our discretion to deny in-
stitution under § 314(a).



140a

Petitioner also asserts the “strength of the merits” of
the Petition weigh in favor of institution (see Pet. Pre-
lim. Reply 9 n.6), while Patent Owner asserts the mer-
its of the Petition weigh in favor of denying institution
(see PO Prelim. Sur-reply 9-10). We have reviewed the
Petition and the Patent Owner Preliminary Response
and determine that the merits of the Petition do not
outweigh the other Fintiv factors. On balance, based
on the facts presented, particularly the advanced stage
of the Western District of Texas litigation, a currently
scheduled trial date approximately seven months be-
fore the would-be deadline for a final written decision,
and the overlap between the issues presented there
and in the Petition, we find that it would be an ineffi-
cient use of Board, party, and judicial resources to in-
stitute the present proceeding. See NHK, TPR2018-
00752, Paper 8 at 20; Consolidated TPG 58 (discussing
balancing the relevant circumstances). Accordingly, we
exercise our discretion pursuant to § 314(a) to deny in-
stitution.

ITII. CONCLUSION

For the foregoing reasons, we exercise our discretion
pursuant to 35 U.S.C. § 314(a) to deny institution of in-
ter partes review.

IV. ORDER

In consideration of the foregoing, it is hereby:

ORDERED that the Petition (Paper 4) is denied as to
the challenged claims of the ’522 patent; and

FURTHER ORDERED that no inter partes review is
instituted.
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APPENDIX K

PATENT TRIAL AND APPEAL BOARD

IPR2020-00112
Patent 6,366,522 B1

INTEL CORPORATION,
Petitioner,
V.

VLSI TECHNOLOGY LLC,
Patent Owner.

Date: May 19, 2020

Before
THU A. DANG, BART A. GERSTENBLITH,
and KIMBERLY McGRAW,
Administrative Patent Judges.

DECISION
Denying Institution of Inter Partes Review

35 US.C. § 314
DANG, Administrative Patent Judge.

I. INTRODUCTION
A. Background

Intel Corporation (“Petitioner”) filed a Petition re-
questing an inter partes review of claims 1-4, 6-8, 25,
and 28 (the “challenged claims”) of U.S. Patent No.
6,366,522 B1 (Ex. 1001, “the ’522 patent”). Paper 4
(“Pet.”). VLSI Technology LLC (“Patent Owner”) filed
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a Preliminary Response. Paper 8 (“Prelim. Resp.”).
Pursuant to our authorization (Paper 9), Petitioner filed
a Reply to Patent Owner’s Preliminary Response (Pa-
per 10 (“Pet. Prelim. Reply”)) and Patent Owner filed a
Sur-reply (Paper 12, “PO Prelim. Sur-reply”), each di-
rected to whether we should exercise our discretion to
deny institution pursuant to 35 U.S.C. § 314(a).

Under 37 C.F.R. § 42.4(a), the Board has authority to
determine whether to institute an inter partes review.
We may institute an inter partes review if the infor-
mation presented in the petition filed under 35 U.S.C. §
311, and any response filed under § 313, shows that
there is a reasonable likelihood that Petitioner would
prevail with respect to at least one of the claims chal-
lenged in the petition. The Board, however, has discre-
tion to deny a petition even when a petitioner meets
that threshold. Id.; see, e.g., Cuozzo Speed Techs., LLC
v. Lee, 136 S. Ct. 2131, 2140 (2016) (“[T]he agency’s de-
cision to deny a petition is a matter committed to the
Patent Office’s discretion.”); see also Patent Trial and
Appeal Board Consolidated Trial Practice Guide (Nov.
2019) (“Consolidated TPG”), 55-63, available at
https://www.uspto.gov/sites/default/files/documents/tpg
nov.pdf (identifying considerations that may warrant
exercise of this discretion). In particular, 35 U.S.C.
§ 314(a) permits the Board to deny institution under
certain circumstances. See Gen. Plastic Indus. Co. v.
Canon Kabushiki Kaisha, TPR2016-01357, Paper 19
(PTAB Sept. 6, 2017) (precedential as to § I1.B.4.1).

Having considered the parties’ submissions, we deter-
mine that it is appropriate in this case to exercise our
discretion to deny institution of inter partes review
pursuant to 35 U.S.C. § 314(a). NHK Spring Co. v. In-
tri-Plex Techs., Inc., IPR2018-00752, Paper 8 (PTAB
Sept. 12, 2018) (precedential).
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B. Related Matters

Petitioner identifies the ’522 patent as the subject of
VLSI Tech. LLC v. Intel Corp., No. 19-cv-00977-ADA
(W.D. Tex.) (“Western District of Texas litigation”).
Pet. 1. According to Petitioner, the 522 patent is one of
the patents asserted by Patent Owner in VLSI Tech.
LLC v. Intel Corp., Nos. 6:19-¢v-00254, -255, -256 (W.D.
Tex.), 18-966-CFC (D. Del.), and 5-17-¢v-05671 (N.D.
Cal.), wherein the ’522 patent is asserted in 19-c¢v-0255,
“one of three parallel cases consolidated until trial in
the Western District of Texas litigation (1:19-c¢v-977-
ADA).” Pet. 6. Petitioner also challenges claims of the
’522 patent in IPR2020-00113 and IPR2020-00114.

C. The ’522 Patent

The ’522 patent, titled “Method and Apparatus for Con-
trolling Power Consumption of an Integrated Circuit,”
issued on April 2, 2002, from an application filed No-
vember 20, 2000. Ex. 1001, code (54), (45), (22).

According to the ’522 patent, a need exists for a method
and apparatus that “adjust the system clock and/or the
supply voltage based on the processing capabilities of
an integrated circuit and the application being per-
formed to conserve power.” Id. at 1:45-48. According-
ly, the ’522 patent relates to “controlling power con-
sumption of an integrated circuit,” which includes “pro-
cessing that begins by producing a system clock from a
reference clock based on a system clock control signal.”
Id. at 2:7-10. The processing further includes “produc-
ing the system clock control signal and the power sup-
ply control signal based on a processing transfer char-
acteristic of a computational engine and processing re-
quirements.” Id. at 2:16-22. The processing transfer
characteristics of the computational engine include
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“propagation delays through logic circuits, slew rates of
transistors within memory, logic circuits, read/write
processing speed,” and the like. Id. at 3:50-57.

D. INlustrative Claim

Of the challenged claims, claim 1 is the independent
claim. Claims 24, 6-8, 25, and 28 depend from claim 1.
Claim 1 is illustrative.

1. A power efficient integrated circuit comprising:

phase lock loop operably coupled to receive a refer-
ence clock and to produce therefrom a system clock
based on a system clock control signal;

on-chip power supply control module operably cou-
pled to regulate at least one supply from a power
source and an inductance based on a power supply
control signal,

memory operably coupled to store at least one ap-
plication; and

computational engine operably coupled to produce
the system clock control signal and the power sup-
ply control signal based on a processing transfer
characteristic of the computation engine and pro-
cessing requirements associated with processing at
least a portion of the at least one application.

Ex. 1001, 6:57-7:4.

E. Asserted Grounds of Unpatentability

Petitioner challenges the patentability of claims 1-4, 6—
8, 25, and 28 of the ’522 patent on the following grounds
(Pet. 5-6):
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Claim(s) 35 U.S.C. § Reference(s)/
Challenged Basis
1-4,6,7, 28 103! Borkar,” Bland,?

Wileox,* Acker-
mann’
3 103 Borkar, Bland,

Wilcox, Acker-
mann, Horden®

25 103 Borkar, Bland,
Wilcox, Acker-
mann, Jones’

8 103 Borkar, Bland,
Wilcox, Acker-

! The Leahy-Smith America Invents Act, Pub. L. No. 112-29,
125 Stat. 284 (2011) (“AIA”), amended 35 U.S.C. § 103. Because
the ’522 patent has an effective filing date of November 20, 2000,
which is prior to the effective date of the applicable ATA amend-
ments, we refer to the pre-AIA version of § 103. See Ex. 1001,
code (22).

2 U.S. Patent No. 6,484,265, issued November 19, 2002, filed
December 30, 1998 (Ex. 1006, “Borkar”).

3 U.S. Patent No. 5,614,869, issued March 25, 1997, filed De-
cember 20, 1995 (Ex. 1007, “Bland”).

4 U.S. Patent No. 5,481,178, issued January 2, 1996, filed
March 23, 1993 (Ex. 1008, “Wilcox”).

> U.S. Patent No. 6,137,280, issued October 24, 2000, filed
January 22, 1999 (Ex. 1017, “Ackermann”).

® U.S. Patent No. 5,812,860, issued September 22, 1998, filed
February 12, 1996 (“Ex. 1009, “Horden”).

7U.S. Patent No. 5,764,007, issued June 9, 1998, filed April 20,
1995 (Ex. 1010, “Jones”).
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mann, Haning-
ton®

Petitioner relies on the Declaration of Dr. David Choi
(Ex. 1002) and the Declaration of Dr. James L. Mullins
(Ex. 1003) in support of its unpatentability contentions.

II. ANALYSIS-35U.S.C. § 314(a)

Patent Owner contends inter partes reviews are “in-
tended as a ‘complete substitute’ for and an ‘alterna-
tive’ to district court litigation for assessing §§ 102/103
validity disputes over prior art patents and printed
publications.” Prelim. Resp. 4-5 (citing WesternGeco
LLC v. ION Geophysical Corp., 889 F.3d 1308, 1317
(Fed. Cir. 2018) (citing H. Rep. No. 112-98 at 48 (2011);
S. Rep. No. 110-259 at 66-67 (2008) (“If second window
proceedings are to be permitted, they should generally
serve as a complete substitute for at least some phase
of the litigation.”)). However, according to Patent
Owner, “[t]he District Court Action is already far
along” with any possible Board final written decision
“seven-and-a-half months later,” but there is no signifi-
cant difference in Petitioner’s validity defenses in the
wnter partes and District Court forums, since “Petition-
er raises the same art and arguments in both.” Id. at 5.
In particular, Patent Owner contends that the facts
presented here are the same as those presented in
NHK, where the Board denied institution pursuant to
35 U.S.C. § 314(a). Id. at 6.

8 High-Efficiency Power Amplifier Using Dynamic Power-
Supply Voltage for CDMA Applications, IEEE Transactions on
Microwave Theory and Techniques, Vol. 47, No. 8, at 1471-76, pub-
lished August 1999 (Ex. 1015, “Hanington”).
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Petitioner asserts that we should not exercise our dis-
cretion to deny institution pursuant to § 314(a) because
mter partes review is a more efficient and expedient
forum in which to adjudicate validity. Pet. 6-7. In par-
ticular, Petitioner contends that 1) the ’522 patent in-
volves technical subject matter “well suited to the ex-
pertise of the specialized patent judges at the PTAB”;
2) “a jury trial is necessarily a more difficult forum for
presenting a detailed obviousness case”; 3) since the
multiple trials have not been consolidated, “it is un-
clear” if the trial for the ’522 patent will proceed on Oc-
tober 5, 2020; 4) “the time required for briefing and
resolution of post-trial motions could easily result in a
Final Written Decision before the district court’s final
appealable judgment is docketed”; and 5) “Petitioner
was diligent in timely filing [the] Petition.” Id.

In determining whether to exercise our discretion, we
are guided by the Board’s precedential decision in
NHK. There, the Board found that the “advanced state
of the district court proceeding,” in which the “same
prior art and arguments” were presented by Petitioner,
expert discovery was scheduled to end in less than two
months, and a jury trial was scheduled to begin in six
months, was a “factor that weighs in favor of denying”
the petition under § 314(a). NHK, IPR2018-00752, Pa-
per 8 at 20. The Board determined that “[i]nstitution of
an inter partes review under these circumstances
would not be consistent with ‘an objective of the ATA
... to provide an effective and efficient alternative to
district court litigation.”” Id. (citing Gen. Plastic In-
dus., IPR2016-01357, Paper 19 at 16-17).

“[T]he Board’s cases addressing earlier trial dates as a
basis for denial under NHK have sought to balance
considerations such as system efficiency, fairness, and
patent quality.” Apple Inc. v. Fintiv, Inc., IPR2020-



148a

00019, Paper 11 at 5 (PTAB Mar. 20, 2020) (preceden-
tial). When applying NHK, the Board has balanced the
following non-exclusive factors (herein “Fintiv fac-
tors”):

1. whether the court granted a stay or evidence
exists that one may be granted if a proceeding
is instituted;

2. proximity of the court’s trial date to the
Board’s projected statutory deadline for a final
written decision;

3. investment in the parallel proceeding by the
court and the parties;

4. overlap between issues raised in the petition
and in the parallel proceeding;

5. whether the petitioner and the defendant in the
parallel proceeding are the same party; and

6. other circumstances that impact the Board’s
exercise of discretion, including the merits.

Id. at 5-6. We discuss the parties’ arguments in the
context of considering the above factors.

1. whether the court granted a stay or evidence ex-
ists that one may be granted if a proceeding is in-
stituted

Petitioner contends that “[a]lthough the district court
has not entered a stay, the parties could stipulate to a
stay, so as not to use the court’s resources to litigate
validity issues—just as the parties did in the California
litigation.” Pet. Prelim. Reply 6. Patent Owner re-
sponds that Patent Owner will not stipulate to a stay

? See Pet. Prelim. Reply 3 (referring to VLSI Tech. LLC v. In-
tel Corp., No. 5:17-cv-05671 (N.D. Cal.)).
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(PO Prelim. Sur-reply 1), and notes that the Western
District of Texas rarely grants stays pending the out-
come of inter partes review proceedings. Id. at 2 (cita-
tions omitted).

On the present record, neither party has produced evi-
dence that a stay has been requested or that the West-
ern District of Texas has considered a stay in this case.
A judge determines whether to grant a stay based on
the facts of each specific case as presented in the briefs
by the parties. We decline to infer, based on actions
taken in different cases with different facts, how the
District Court would rule should a stay be requested by
the parties in the parallel case here. Thus, this factor
does not weigh for or against discretionary denial in
this case.

2. proximity of the court’s trial date to the Board’s
projected statutory deadline for a final written
decision

The parties agree that the trial in the Western District
of Texas currently is scheduled to start on October 5,
2020. See Pet. 7; Prelim. Resp. 5 (citing Ex. 2006
(Agreed Scheduling Order)). Patent Owner contends
that a final written decision in this matter would be due
May 2021, if instituted, which is “seven-and-a-half
months later.” Prelim. Resp. 5. However, Petitioner
contends that, since three Western District of Texas
actions are currently set for jury trials on October 5,
2020, “it is unclear which of these trials (and patents)
will proceed [on that day],” and that “the time required
for briefing and resolution of post-trial motions could
easily result in a Final Written Decision before the dis-
trict court’s final appealable judgment is docketed.”
Pet. 7.
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There are variables contributing to the uncertainty
that the jury trial will occur on October 5, 2020. First,
as the parties agree, there are three actions between
the parties pending in the Western District of Texas,
each scheduled for trial on October 5th, yet the three
actions are scheduled for separate trials and have not
been consolidated.!® Pet. Prelim. Reply 3, 6-7; PO Pre-
lim. Sur-reply 4-5. Thus, as of today, the evidence sup-
ports the finding that at least two of the trials will not
occur on October 5th.!!

Patent Owner explains that its proposed trial schedule
requests that the case involving the ’522 patent be tried
second. PO Prelim. Sur-reply 5 (citing Ex. 2031 (Pro-
posed Scheduling Order), 4). Patent Owner further ex-
plains that Petitioner appears to seek a single trial date
for all three actions (id. (citing Ex. 2030 (Telephonic
Discovery Hearing) 10:11-15)), whereas Patent Owner
proposed December 14, 2020, for the case involving the
’522 patent, two months after the first trial on October
5 (Ex. 2031, 4). PO Prelim. Sur-reply 4-5. Should trial
occur December 2020 in the action involving the ’522
patent, it would still be five months before any final
written decision likely would issue in this proceeding.

Second, there is uncertainty about what effect the
Coronavirus disease 2019 (“COVID-19”) pandemic will
have with respect to the trial date. Pet. Prelim. Reply
8; PO Prelim. Sur-reply 6. The situation is evolving dai-

10 Tn addition to the action involving the ’522 patent (i.e., 6:19-
cv-00255, consolidated as 1:19-cv-977-ADA), the other two cases
pending in the Western District of Texas are Nos. 6:19-cv-00254
and -00256.

1t is possible that the parties may agree to hold one trial
addressing all three actions. At this point, however, that is not the
plan. Pet. Prelim. Reply 6-7; PO Prelim. Sur-reply 4-5.
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ly. Although trials currently are suspended in the
Western District of Texas through June 30, 2020 (Ex.
3001 (General May 8 Order)), it is unclear what impact
that suspension or any further suspension would have
on trial dates scheduled later this year and early next
year. Given the substantial gap between the October
5th trial date (and the other potential dates proposed
by Patent Owner) and May 2021 (the likely date for any
final written decision in this proceeding), even if the
trial date were moved back, it is unlikely on the present
record that the date would be after a final written deci-
sion in this proceeding.

Accordingly, on the record before us, this factor weighs
in favor of exercising our discretion to deny institution
pursuant to § 314(a).

3. investment in the parallel proceeding by the
court and the parties

The Western District of Texas issued a claim construc-
tion order on January 3, 2020, over four months ago,
although neither party requested that the court con-
strue claim terms from the ’522 patent. See Prelim.
Resp. 8; Pet. Prelim. Reply 8 (citing Ex. 2007 (Claim
Construction Order)). Additionally, final infringement
and invalidity contentions were served in January 2020,
and fact discovery currently is scheduled to close on
May 22, 2020. PO Prelim. Sur-reply 7 (citing Ex. 2036
(First Amended Scheduling Order)).

In Fintiv, the Board explained that potential delay by a
Petitioner “may impose unfair costs to a patent owner
if the petitioner, faced with the prospect of a looming
trial date, waits until the district court trial has pro-
gressed significantly before filing a petition at the Of-
fice.” Fintiv, IPR2020-00019, Paper 11 at 11. Here, Pe-
titioner contends that it was diligent in timely filing the
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Petition three months before the statutory bar date.
Pet. 7.

Although we do not find that Petitioner unreasonably
delayed filing the Petition, we do find that the parties
already have invested significantly in the Western Dis-
trict of Texas litigation. As noted above, the district
court claim construction order issued in January 2020,
final infringement and invalidity contentions were
served in January 2020, and fact discovery currently is
scheduled to close on May 22, 2020. See PO Prelim.
Sur-reply 7 (citing Ex. 2036). In light of the present
posture of the district court action, we find that this
factor weighs in favor of exercising our discretion to
deny institution pursuant to § 314(a).

4. overlap between issues raised in the petition
and in the parallel proceeding

Patent Owner contends that there is a “complete” over-
lap between the issues raised in the Petition and those
in the Western District of Texas litigation. PO Prelim.
Sur-reply 7-9; see Prelim. Resp. 8-10 (contending that
Petitioner relies upon the same references, in the same
combinations, and for the same disclosures). Patent
Owner provides “Table 1” which shows a comparison of
prior art figures relied upon in the Petition versus the
“Final Invalidity Contentions.” Prelim. Resp. 11-12
(citing Exs. 2003, 2005).

Petitioner does not disagree with Patent Owner’s ar-
gument, contending instead that “[t]he [Pletition ad-
vances only a few of the grounds presented in Intel’s
invalidity contentions.” Pet. Prelim. Reply 9 (citing Ex.
2013 (Defendant Intel Corporation’s Final Invalidity
Contentions (U.S. Patent No. 6,366,522)), 2—4, 17).
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As noted above, Petitioner raises four grounds of obvi-
ousness pursuant to 35 U.S.C. § 103(a). In its first
ground, Petitioner relies upon Borkar, Bland, Wilcox
and Ackermann in challenging claims 1-4, 6, 7, and 28.
Pet. 5. Petitioner adds Horden to the combination in
challenging claim 3 in its second ground, adds Jones to
the combination (of Borkar, Bland, Wilcox, and Acker-
mann) in challenging claim 25 in its third ground, and
adds Hanington to the combination (of Borkar, Bland,
Wileox, and Ackermann) in challenging claim 8 in its
fourth ground. Id.

In comparison, Petitioner’s Final Invalidity Conten-
tions assert that claims 1, 3-9, 11-13, 15, 16, 18-23, 25,
28-30, 35, 36, and 38 are obvious over Borkar alone or
in combination with Wilcox, Bland, Horden, Clark "775,
Clark ’086, Erickson, Jones, Stratakos, Buck Refer-
ences, Ackermann, Nicol, and/or Abdesselem. Ex.
2013, 18-52.

Accordingly, we find that the issues raised in the Peti-
tion largely overlap with those currently raised in the
Western District of Texas litigation. Although Peti-
tioner’s Final Invalidity Contentions include other
combinations of references challenging overlapping
claims, see 1id., that difference alone does not negate
that the same combinations of references asserted in
the Petition are also asserted in Petitioner’s Final Inva-
lidity Contentions.

Additionally, as noted above, Petitioner challenges oth-
er claims of the 522 patent in IPR2020-00113 and
[PR2020-00114, specifically, claims 9-11, 13-15, 30, 31,
and 34 in IPR2020-00113, and claims 16-18, 20-22, and
36-38 in IPR2020-00114. On the record before us, each
of the independent claims challenged via petition
(whether in this proceeding, IPR2020-00113, or
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IPR2020-00114) also is included in Petitioner’s Final
Invalidity Contentions, along with many of the depend-
ent claims. Compare Paper 3 (Petitioner’s Explanation
for Filing Multiple Petitions for Inter Partes Review of
U.S. Patent No. 6,366,522), 2, with Ex. 2013, 18-52. Pe-
titioner, however, does not raise the difference between
the dependent claims at issue in each proceeding in its
briefing let alone argue that the difference is a reason
not to exercise our § 314(a) discretion to deny institu-
tion. Thus, on the present record, we agree with Pa-
tent Owner that there is a substantial overlap between
the issues raised in the Petition and in the Western
District of Texas litigation.

Accordingly, this factor weighs in favor of exercising
our discretion to deny institution pursuant to § 314(a).

5. whether the petitioner and the defendant in the
parallel proceeding are the same party

Petitioner and Patent Owner are the defendant and
plaintiff, respectively, in the Western District of Texas
litigation. Pet. Prelim. Reply 10 n.7; PO Prelim. Sur-
reply 9 (citing Pet. Prelim. Reply 10 n.7). Therefore,
we find that this factor weighs in favor of exercising
our discretion to deny institution pursuant to § 314(a).

6. other circumstances that impact the Board’s ex-
ercise of discretion, including the merits

Petitioner spends nearly half of its Preliminary Reply
explaining what it refers to as Patent Owner’s tactics to
“evade” review of its patents. See Pet. Prelim. Reply
2-5 (asserting Patent Owner’s request for discretionary
denial is “part of a series of carefully orchestrated tac-
tics aimed at avoiding adjudication of [Petitioner’s] in-
validity defenses”). Petitioner’s contentions include
that: (a) Patent Owner is a holding company created by
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Fortress Investment Group (“Fortress”) to acquire and
assert patents against Petitioner for the purpose of in-
vestment returns (id. at 2); (b) affiliates of Fortress
have filed over 150 patent lawsuits supported by “a
$400M patent assertion fund” (id. (citing Exs. 1021,
1022)); (c) Patent Owner has asserted twenty-one pa-
tents with over 430 claims against Petitioner in three
different U.S. jurisdictions and two different jurisdic-
tions in China (id. at 2 & n.4); and (d) Patent Owner’s
filing of lawsuits in combination with voluntary dismis-
sals and refiling of other suits reflects a pattern to
evade effective judicial review of its patents (id. at 2-5).

Patent Owner responds, contending that Petitioner’s
arguments are irrelevant and an improper attempt to
re-litigate positions that Petitioner already raised in an
antitrust suit against, inter alia, Patent Owner in the
Northern District of California. PO Prelim. Sur-reply
10 (citing, e.g., Ex. 2037 (Defendants’ Joint Notice of
Motion and Motion to Dismiss and to Strike Plaintiffs’
Complaint)).

Even if Petitioner’s contentions are true, Petitioner has
not shown these contentions will “avoid[ ] adjudication
of Intel’s invalidity defenses.” See Pet. Prelim. Reply 2.
The validity of the ’522 patent is at issue in the co-
pending litigation, which is currently scheduled to go to
trial well before the deadline for a final written decision
in this proceeding. Accordingly, Petitioner’s argu-
ments do not weigh against exercising our discretion to
deny institution pursuant to § 314(a).

Thus, the balance of the Fintiv factors discussed above
weighs in favor of exercising our discretion to deny in-
stitution under § 314(a).

Petitioner also asserts the “strength of the merits” of
the Petition weigh in favor of institution (see Pet. Pre-
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lim. Reply 9 n.6), while Patent Owner asserts the mer-
its of the Petition weigh in favor of denying institution
(see PO Prelim. Sur-reply 9-10). We have reviewed the
Petition and the Patent Owner Preliminary Response
and determine that the merits of the Petition do not
outweigh the other Fintiv factors. On balance, based
on the facts presented, particularly the advanced stage
of the Western District of Texas litigation, a currently
scheduled trial date approximately seven months be-
fore the would-be deadline for a final written decision,
and the overlap between the issues presented there
and in the Petition, we find that it would be an ineffi-
cient use of Board, party, and judicial resources to in-
stitute the present proceeding. See NHK, IPR2018-
00752, Paper 8 at 20; Consolidated TPG 58 (discussing
balancing the relevant circumstances). Accordingly, we
exercise our discretion pursuant to § 314(a) to deny in-
stitution.

ITII. CONCLUSION

For the foregoing reasons, we exercise our discretion
pursuant to 35 U.S.C. § 314(a) to deny institution of in-
ter partes review.

IV. ORDER

In consideration of the foregoing, it is hereby:

ORDERED that the Petition (Paper 4) is denied as to
the challenged claims of the ’522 patent; and

FURTHER ORDERED that no inter partes review is
instituted.
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APPENDIX L

PATENT TRIAL AND APPEAL BOARD

IPR2020-00106
Patent 7,725,759 B2

INTEL CORPORATION,
Petitioner,
V.

VLSI TECHNOLOGY LLC,
Patent Owner.

Date: May 5, 2020

Before
THU A. DANG, BART A. GERSTENBLITH,
and KIMBERLY McGRAW,
Administrative Patent Judges.

DECISION
Denying Institution of Inter Partes Review

35 US.C. § 314
GERSTENBLITH, Administrative Patent Judge.

I. INTRODUCTION

Intel Corporation (“Petitioner”) filed a Petition for in-
ter partes review of claims 14, 7, 8, 13-15, and 17 of
U.S. Patent No. 7,725,759 B2 (Ex. 1001, “the 759 pa-
tent”). Paper 3 (“Pet.”). VLSI Technology LLC (“Pa-
tent Owner”) filed a Preliminary Response. Paper 7
(“Prelim. Resp.”). Pursuant to our authorization (Pa-
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per 11), Petitioner filed a Reply to Patent Owner’s Pre-
liminary Response (Paper 12 (“Pet. Prelim. Reply”))
and Patent Owner filed a Sur-reply (Paper 14, “PO Pre-
lim. Sur-reply”), each directed to whether we should
exercise our discretion to deny institution pursuant to
35 U.S.C. § 314(a).

An inter partes review may not be instituted “unless ...
the information presented in the petition ... shows that
there is a reasonable likelihood that the petitioner
would prevail with respect to at least 1 of the claims
challenged in the petition.” 35 U.S.C. § 314(a) (2018).
The Board, however, has discretion to deny a petition
even when a petitioner meets that threshold. Id.; see,
e.g., Cuozzo Speed Techs., LLC v. Lee, 136 S. Ct. 2131,
2140 (2016) (“['TThe agency’s decision to deny a petition
is a matter committed to the Patent Office’s discre-
tion.”); Gen. Plastic Indus. Co. v. Canon Kabushiki
Kaisha, IPR2016-01357, Paper 19 (PTAB Sept. 6, 2017)
(precedential as to § II.B.4.i)) (recognizing the same);
NHK Spring Co. v. Intri-Plex Technologies, Inc.,
IPR2018-00752, Paper 8 (PTAB Sept. 12, 2018) (prece-
dential) (same); see also Patent Trial and Appeal Board
Consolidated Trial Practice Guide (Nov. 2019) (“Consol-
idated TPG”), 55-63, available at https://www.uspto
.gov/sites/default/files/documents/tpgnov.pdf (identify-
ing considerations that may warrant exercise of this
discretion).

Having considered the parties’ submissions, we deter-
mine that it is appropriate in this case to exercise our
discretion to deny institution of inter partes review
pursuant to 35 U.S.C. § 314(a).
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II. BACKGROUND
A. Real Parties in Interest

Petitioner identifies Intel Corporation as the real party
in interest. Pet. 1. Patent Owner identifies “VLSI
Technology LLC and CF VLSI Holdings LLC” as the
real parties in interest. Paper 5 (Patent Owner’s Man-
datory Notices), 1.

B. Related Matters

The parties identify the following pending matter re-
lated to the *759 patent: VLSI Tech. LLC v. Intel Corp.,
No. 19-cv-00254-ADA (W.D. Tex.) (“Western District
of Texas litigation”). Pet. 1; Paper 5, 1. The parties
identify two matters that are no longer pending: VLSI
Tech. LLC v. Intel Corp., No. 6:19-¢v-00254 (W.D. Tex.)
and VLSI Tech. LLC v. Intel Corp., No. 1-19-c¢v-00426
(D. Del.). Pet. 1; Paper 5, 1. Petitioner also challenges
claims of the 759 patent in IPR2020-00498. See Intel
Corp. v. VLSI Tech. LLC, TPR2020-00498, Paper 4
(PTAB Feb. 4, 2020) (petition).

C. Asserted Grounds of Unpatentability

Petitioner challenges the patentability of claims 14, 7,
8, 13-15, and 17 of the 759 patent on the following
grounds (Pet. 4):
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Claim(s) 35 US.C. § References
Challenged
1,2,4,7,8, 13, 103! Shaffer,? Lint?
14, 17
3 103 Shaffer, Lint,
Taketoshi*
1-4,7,8, 13-15, 103 Chen,’ Terrell
17

Petitioner relies on the Declaration of Dr. Bruce Jacob
(Ex. 1002) in support of its unpatentability contentions.

ITI. ANALYSIS-35U.S.C. § 314(a)

Patent Owner contends that the facts presented here
are the same as those presented in NHK Spring Co. v.
Intri-Plex Technologies, Inc., IPR2018-00752, Paper 8
(PTAB Sept. 12, 2018) (precedential), where the Board
denied institution pursuant to 35 U.S.C. § 314(a). See

' The Leahy-Smith America Invents Act, Pub. L. No. 112-29,
125 Stat. 284 (2011) (“AIA”), amended 35 U.S.C. § 103. Because
the 759 patent has an effective filing date prior to the effective
date of the applicable ATA amendments, we refer to the pre-AIA
versions of § 103.

2 U.S. Patent No. 6,298,448 B1, issued Oct. 2, 2001, filed Dec.
21, 1998 (Ex. 1005, “Shaffer”).

3 U.S. Patent No. 7,360,103 B2, issued Apr. 15, 2008, filed May
21,2004 (Ex. 1006, “Lint”).

4U.S. Patent Application Pub. No. 2005/0102560 A1, pub. May
12,2005 (“Ex. 1007, “Taketoshi”).

3 U.S. Patent No. 5,838,995, issued Nov. 17, 1998, filed Dec.
18, 1995 (Ex. 1003, “Chen”).
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Prelim. Resp. 6. Petitioner asserts that we should not
exercise our discretion to deny institution pursuant to §
314(a) because Petitioner will have a limited amount of
time in the Western District of Texas trial to demon-
strate invalidity and the Petition presents “unique is-
sues.” Pet. 4-5.

In determining whether to exercise our discretion, we
are guided by the Board’s precedential decision in
NHK. There, the Board found that the “advanced state
of the district court proceeding,” in which the “same
prior art and arguments” were presented by Petitioner,
expert discovery was scheduled to end in less than two
months, and a jury trial was scheduled to begin in six
months, was a “factor that weighs in favor of denying”
the petition under § 314(a). NHK, IPR2018-00752, Pa-
per 8 at 20. The Board determined that “[i]nstitution of
an inter partes review under these circumstances
would not be consistent with ‘an objective of the AIA ...
to provide an effective and efficient alternative to dis-
trict court litigation.”” Id. (citing Gen. Plastic Indus.
Co. v. Canon Kabushiki Kaisha, IPR2016-01357, Paper
19 at 16-17 (PTAB Sept. 6, 2017) (precedential in rele-
vant part)).

“[TThe Board’s cases addressing earlier trial dates as a
basis for denial under NHK have sought to balance
considerations such as system efficiency, fairness, and
patent quality.” Apple Inc. v. Fintiv, Inc., IPR2020-
00019, Paper 11 at 5 (PTAB Mar. 20, 2020). When ap-
plying NHK, the Board has balanced the following non-
exclusive factors (“Fintiv factors”):

1. whether the court granted a stay or evidence
exists that one may be granted if a proceeding
is instituted;
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2. proximity of the court’s trial date to the
Board’s projected statutory deadline for a final
written decision;

3. investment in the parallel proceeding by the
court and the parties;

4. overlap between issues raised in the petition
and in the parallel proceeding;

5. whether the petitioner and the defendant in the
parallel proceeding are the same party; and

6. other circumstances that impact the Board’s
exercise of discretion, including the merits.

Id. at 5-6. We discuss the parties’ arguments in the
context of considering the above factors.

1. whether the court granted a stay or evidence ex-
ists that one may be granted if a proceeding is in-
stituted

Petitioner contends that “[a]lthough the district court
has not entered a stay, the parties could stipulate to a
stay, so as not to use the court’s resources to litigate
validity issues—just as the parties did in the California
litigation.”® Pet. Prelim. Reply 6. Patent Owner re-
sponds by noting that neither party has requested a
stay in the Western District of Texas litigation, which
is where the "759 patent currently is asserted, and Pa-
tent Owner will not stipulate to a stay. PO Prelim. Sur-
reply 1. Additionally, Patent Owner argues that the
Western District of Texas rarely grants stays pending
outcomes of inter partes review proceedings. Id. at 2
(citations omitted).

6 See Pet. Prelim. Reply 3 (referring to VLSI Tech. LLC v. In-
tel Corp., No. 5:17-cv-05671 (N.D. Cal.)).
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On the present record, we find that the Western Dis-
trict of Texas has not granted a stay and there is no ev-
idence suggesting that a stay might be requested or
granted if an inter partes review were initiated. A
judge determines whether to grant a stay based on the
facts of each specific case as presented in the briefs by
the parties. We decline to infer, based on actions taken
in different cases with different facts, how the District
Court would rule should a stay be requested by the
parties in the parallel case here. Thus, this factor does
not weigh for or against discretionary denial in this
case.

2. proximity of the court’s trial date to the Board’s
projected statutory deadline for a final written
decision

The parties agree that the trial in the Western District
of Texas currently is scheduled to start in less than six
months, on October 5, 2020. See Prelim. Resp. 7 (citing
Ex. 2009 (Agreed Scheduling Order)), 3; Pet. Prelim.
Reply 6; see also PO Prelim. Sur-reply 4. A final writ-
ten decision in this matter would not issue until approx-
imately May 2021, seven months after trial.

The parties also agree that there is some uncertainty as
to whether trial actually will occur on October 5th. See
Pet. Prelim. Reply 6-7; PO Prelim. Sur-reply 4-6. In
particular, there are two variables contributing to that
uncertainty. First, there are three actions between the
parties pending in the Western District of Texas, each
scheduled for trial on October 5th, yet the three actions
are scheduled for separate trials.” Pet. Prelim. Reply
6-7; PO Prelim. Sur-reply 4-5. Thus, as of today, the

7 In addition to the action involving the ’759 patent (i.e., 6:19-
cv-00254), the other two cases pending in the Western District of
Texas are Nos. 6:19-cv-00255 and -00256.
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evidence supports a finding that at least two of the tri-
als will not occur on October 5th.?

Patent Owner explains, however, that the action in-
volving the 759 patent was the first-filed case of the
three actions and that Patent Owner’s proposed trial
schedule requests that this action be tried first. PO
Prelim. Sur-reply 5 (citing Ex. 2031 (APPENDIX A—
Proposed Scheduling Order), 4°). Patent Owner further
explains that Petitioner appears to seek a single trial
date for all three actions (id. (citing Ex. 2030 (Telephon-
ic Discovery Hearing) 10:11-15)), whereas Patent Own-
er proposed December 14, 2020, and January 25, 2021,
as trial dates for the other two actions (Ex. 2031, 4).
See PO Prelim. Sur-reply 4-5. Should trial occur in ei-
ther December 2020 or January 2021 in the action in-
volving the 759 patent, those dates are still five and
four months, respectively, before any final written de-
cision likely would issue in this proceeding.

Second, there is uncertainty about what effect the
coronavirus disease 2019 (“COVID-19”) pandemic will
have with respect to the trial date. See Pet. Prelim.
Reply 7-8; PO Prelim. Sur-reply 5-6. The situation is
evolving daily. Although trials currently are suspend-
ed in the Western District of Texas through May 1,
2020, it is unclear what impact that suspension or any
further suspension would have on trial dates scheduled
later this year and early next year. Given the substan-
tial gap of approximately seven months between the
October 5, 2020, trial date and the expected May 2021

8 Itis possible that the parties may agree to hold one trial ad-
dressing all three actions. At this point, however, that is not the
plan. Pet. Prelim. Reply 6-7; PO Prelim. Sur-reply 4-5.

? Patent Owner cites to page 4 of Exhibit 2031, but the actual
page indicating the October 5th trial date is page 3.
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deadline for any final written decision in this proceed-
ing, it is unclear, based on the present record, that the
trial date would be delayed to a date after a final writ-
ten decision in this proceeding as a result of COVID-19.

Accordingly, on the record before us, this factor weighs
in favor of exercising our discretion to deny institution
pursuant to § 314(a).

3. investment in the parallel proceeding by the
court and the parties

The Western District of Texas issued a claim construc-
tion order on January 3, 2020, over three months ago,
although neither party requested that the court con-
strue claim terms from the 759 patent. See Prelim.
Resp. 5; Pet. Prelim. Reply 8 (citing Ex. 2010 (Claim
Construction Order)). Additionally, final infringement
and invalidity contentions were served in January 2020,
and fact discovery currently is scheduled to close on
May 22, 2020. PO Prelim. Sur-reply 7 (citing Ex. 2036
(First Amended Scheduling Order)).

In Fintiv, the Board explained that potential delay by a
Petitioner “may impose unfair costs to a patent owner
if the petitioner, faced with the prospect of a looming
trial date, waits until the district court trial has pro-
gressed significantly before filing a petition at the Of-
fice.” Fintiv, IPR2020-00019, Paper 11 at 11. Here, Pe-
titioner contends that Patent Owner first asserted the
challenged claims in its July 22, 2019 Preliminary In-
fringement Contentions and Petitioner promptly filed
the Petition three months later. Pet. Prelim. Reply 5.

Although we do not find that Petitioner unreasonably
delayed filing the Petition, we do find that the parties
have invested significantly in the Western District of
Texas litigation. As noted above, the district court
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claim construction order issued in January 2020, final
infringement and invalidity contentions were served in
January 2020, and fact discovery currently is scheduled
to close on May 22, 2020. See PO Prelim. Sur-reply 7
(citing Ex. 2036). In addition to the dates noted above,
expert discovery is scheduled to close in July 2020, fol-
lowed by pretrial submissions before the trial. Ex.
2036, 2-3. In light of the present posture of the district
court action, including past and future deadlines, we
find that the parties’ investment in that action weighs
in favor of exercising our discretion to deny institution
pursuant to § 314(a).

4. overlap between issues raised in the petition
and in the parallel proceeding

Patent Owner contends that there is a “complete” over-
lap between the issues raised in the Petition and those
in the Western District of Texas litigation. PO Prelim.
Sur-reply 7; see Prelim. Resp. 8-10 (contending that
Petitioner relies upon the same references, in the same
combinations, and for the same disclosures). Patent
Owner provides a “tabulation of all of Petitioner’s cita-
tions to each of these references for each limitation of
Claim 1 in both the Final Invalidity Contentions and
the Petition, showing that they are the same.” Prelim.
Resp. 9-10 (citing Ex. 2008).

Petitioner does not disagree with Patent Owner’s ar-
gument, contending instead that “[t]he [Pletition ad-
vances only a few grounds in Intel’s contentions.” Pet.
Prelim. Reply 9 (citing Ex. 2013 (Defendant Intel Cor-
poration’s Final Invalidity Contentions (U.S. Patent
No. 7,725,759)), 6-10, 33-34). Additionally, Petitioner
contends that the Petition “presents unique issues”
(Pet. 5), but does not identify those issues or provide
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any further explanation thereof in either the Petition or
Preliminary Reply.

As noted above, Petitioner raises three grounds of ob-
viousness pursuant to 35 U.S.C. § 103(a). In its first
ground, Petitioner relies upon Shaffer and Lint in chal-
lenging claims 1, 2, 4, 7, 8, 13, 14, and 17 and adds Take-
toshi to that combination in challenging claim 3 in its
second ground. Pet. 4. In comparison, Petitioner’s Fi-
nal Invalidity Contentions assert that “[c]laims 14, 7—
8, 12, 14-15, 17-21, 24, and 26 are obvious over Shaffer
in view of any one or more of Terrell, Mirov, Sheets,
Lint, Taketoshi, Kiriake and/or Velasco, and further in
view of Girson, Grunwald, and/or Rusu.” Ex. 2013, 30.
In its third ground, Petitioner relies upon Chen and
Terrell in challenging claims 14, 7, 8, 13-15, and 17.
Pet. 4. In comparison, Petitioner’s Final Invalidity
Contentions assert that “[c]laims 1-2, 7-8, 14-15, 17-18,
20-21, and 24 are obvious over Chen in view of any one
or more of Terrell, Mirov, Shaffer, Sheets, Lint, Kir-
iake, and/or Velasco.” Ex. 2013, 30. Accordingly, we
find that the issues raised in the Petition largely over-
lap with those currently raised in the Western District
of Texas litigation. Although Petitioner’s Final Invalid-
ity Contentions include numerous other combinations
of references challenging overlapping claims, see id. at
30-31, that difference alone does not negate that the
same combinations of references asserted in the Peti-
tion are also asserted in Petitioner’s Final Invalidity
Contentions.

Additionally, as noted above, Petitioner challenges oth-
er claims of the 759 patent in IPR2020-00498, specifi-
cally, claims 12, 18-22, 24, 26, and 27. On the record be-
fore us, each of the claims challenged via petition
(whether in this proceeding or IPR2020-00498) also is
included in Petitioner’s Final Invalidity Contentions,



168a

with the exception of claim 13. Compare Paper 9 (Peti-
tioner’s Explanation for Filing Two Petitions for Inter
Partes Review of U.S. Patent No. 7,725,759), 2, with
Ex. 2013, 30-31. Petitioner, however, does not raise
this difference in its papers let alone argue that the dif-
ference is a reason not to exercise our § 314(a) discre-
tion to deny institution. Thus, on the present record,
we agree with Patent Owner that there is a substantial
overlap between the issues raised in the Petition and in
the Western District of Texas litigation.

Accordingly, this factor weighs in favor of exercising
our discretion to deny institution pursuant to § 314(a).

5. whether the petitioner and the defendant in the
parallel proceeding are the same party

Petitioner and Patent Owner are the defendant and
plaintiff, respectively, in the Western District of Texas
litigation. Pet. Prelim. Reply 10 n.7; PO Prelim. Sur-
reply 8 (citing Pet. Prelim. Reply 10 n.7). Therefore,
we find that this factor weighs in favor of exercising
our discretion to deny institution pursuant to § 314(a).

6. other circumstances that impact the Board’s ex-
ercise of discretion, including the merits

Petitioner spends nearly half of its Preliminary Reply
explaining what it refers to as Patent Owner’s tactics to
“evade” review of its patents. See Pet. Prelim. Reply
2-5 (asserting Patent Owner’s request for discretionary
denial is “part of a series of carefully orchestrated tac-
tics aimed at avoiding adjudication of [Petitioner’s] in-
validity defenses”). Petitioner’s contentions include
that: (a) Patent Owner is a holding company created by
Fortress Investment Group (“Fortress”) to acquire and
assert patents against Petitioner for the purpose of in-
vestment returns (id. at 2 (citing Ex. 1045)); (b) affili-
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ates of Fortress have filed over 150 patent lawsuits
supported by “a $400M patent assertion fund” (id. (cit-
ing Ex. 1046)); (c) Patent Owner has asserted twenty-
one patents with over 430 claims against Petitioner in
three different U.S. jurisdictions and two different ju-
risdictions in China (id. at 2 & n.4); and (d) Patent
Owner’s filing of lawsuits in combination with volun-
tary dismissals and refiling of other suits reflects a pat-
tern to evade effective judicial review of its patents (id.
at 2-5).

Patent Owner responds, contending that Petitioner’s
arguments are irrelevant and an improper attempt to
re-litigate positions that Petitioner already raised in an
antitrust suit against, mnter alia, Patent Owner in the
Northern District of California. PO Prelim. Sur-reply
10 (citing, e.g., Ex. 2037 (Defendants’ Joint Notice of
Motion and Motion to Dismiss and to Strike Plaintiffs’
Complaint)).

Even if Petitioner’s contentions are true, Petitioner has
not shown these contentions will “avoid[ ] adjudication
of Intel’s invalidity defenses.” See Pet. Prelim. Reply 2.
The validity of the '759 patent is at issue in the co-
pending litigation, which is currently scheduled to go to
trial well before the deadline for a final written decision
in this proceeding. Accordingly, Petitioner’s argu-
ments do not weigh against exercising our discretion to
deny institution pursuant to § 314(a).

Thus, all of the Fintiv factors discussed above either
weigh in favor of, or do not weigh against, exercising
our discretion to deny institution under § 314(a).

Petitioner also asserts the “strength of the merits” of
the Petition weigh in favor of institution (see Pet. Pre-
lim. Reply 9 n.6), while Patent Owner asserts the mer-
its of the Petition weigh in favor of denying institution
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(see PO Prelim. Sur-reply 9). We have reviewed the
Petition and the Patent Owner Preliminary Response
and determine that the merits of the Petition do not
outweigh the other Fintiv factors. On balance, based
on the facts presented, particularly the advanced stage
of the Western District of Texas litigation, a currently
scheduled trial date approximately seven months be-
fore the would-be deadline for a final written decision,
and the overlap between the issues presented there
and in the Petition, we find that it would be an ineffi-
cient use of Board, party, and judicial resources to in-
stitute the present proceeding. See NHK, IPR2018-
00752, Paper 8 at 20; Consolidated TPG 58 (discussing
balancing the relevant circumstances). Accordingly, we
exercise our discretion pursuant to § 314(a) to deny in-
stitution.

IV. CONCLUSION

For the foregoing reasons, we exercise our discretion
pursuant to 35 U.S.C. § 314(a) to deny institution of in-
ter partes review.

V. ORDER

In consideration of the foregoing, it is hereby:

ORDERED that the Petition (Paper 3) is denied as to
the challenged claims of the "759 patent; and

FURTHER ORDERED that no inter partes review is
instituted.
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NOTE: This order is nonprecedential.

UNITED STATES COURT OF APPEALS
FOR THE FEDERAL CIRCUIT

Nos. 2021-1614, 2021-1616, 2021-1617

INTEL CORPORATION,
Appellant,

.

VLSI TECHNOLOGY LLC,
Appellee.

ANDREW HIRSHFELD, Performing the Functions and
Duties of the Under Secretary of Commerce for Intel-
lectual Property and Director of the United States

Patent and Trademark Office,
Intervenor

Appeals from the United States Patent and Trademark
Office, Patent Trial and Appeal Board in Nos. IPR2020-
00106, IPR2020-00158, IPR2020-00498.

Nos. 2021-1673, 2021-1674, 2021-1675

INTEL CORPORATION,
Appellant,

.

VLSI TECHNOLOGY LLC,
Appellee.
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ANDREW HIRSHFELD, Performing the Functions and
Duties of the Under Secretary of Commerce for Intel-
lectual Property and Director of the United States

Patent and Trademark Office,
Intervenor

Appeals from the United States Patent and Trademark
Office, Patent Trial and Appeal Board in Nos. IPR2020-
00112, TPR2020-00113, IPR2020-00114.

Nos. 2021-1676, 2021-1677

INTEL CORPORATION,
Appellant,
V.
VLSI TECHNOLOGY LLC,
Appellee.

ANDREW HIRSHFELD, Performing the Functions and
Duties of the Under Secretary of Commerce for Intel-
lectual Property and Director of the United States

Patent and Trademark Office,
Intervenor

Appeals from the United States Patent and Trademark
Office, Patent Trial and Appeal Board in Nos. IPR2020-
00141, TPR2020-00142.

Nos. 2021-1738, 2021-1739

INTEL CORPORATION,
Appellant,

.

VLSI TECHNOLOGY LLC,
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Appellee.

ANDREW HIRSHFELD, Performing the Functions and
Duties of the Under Secretary of Commerce for Intel-
lectual Property and Director of the United States Pa-

tent and Trademark Office,
Intervenor

Appeals from the United States Patent and Trademark
Office, Patent Trial and Appeal Board in Nos. IPR2020-
00526, IPR2020-00527.

2021-1740, 2021-1741

INTEL CORPORATION,
Appellant,

.

VLSI TECHNOLOGY LLC,
Appellee.

ANDREW HIRSHFELD, Performing the Functions and
Duties of the Under Secretary of Commerce for Intel-
lectual Property and Director of the United States

Patent and Trademark Office,
Intervenor

Appeals from the United States Patent and Trademark
Office, Patent Trial and Appeal Board in Nos. IPR2020-
00582, TPR2020-00583.

Filed August 26, 2021

ON PETITION FOR PANEL REHEARING AND
REHEARING EN BANC
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Before Moore, Chief Judge, Newman, Lourie, Dyk,
Prost, O’'Malley, Reyna, Wallach', Taranto, Chen,
Hughes, and Stoll, Circuit Judges.

PER CURIAM.

ORDER

Intel Corporation filed a combined petition for pan-
el rehearing and rehearing en banc. Responses to the
petition was invited by the court and filed separately
by VLSI Technology LLC and the Director of the
United States Patent and Trademark Office. The peti-
tion was referred to the panel that heard the appeal,
and thereafter the petition for rehearing en banc was
referred to the circuit judges who are in regular active
service.

Upon consideration thereof,
IT IS ORDERED THAT:
The petition for panel rehearing is denied.

The petition rehearing en banc is denied.

FoR THE COURT

August 26, 2021 /s/ Peter R. Marksteiner
Date Peter R. Marksteiner
Clerk of Court

! Circuit Judge Evan J. Wallach participated only in the deci-
sion on the petition for panel rehearing.
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RELEVANT STATUTORY PROVISIONS
28 U.S.C. § 1295

§ 1295. Jurisdiction of the United States Court of
Appeals for the Federal Circuit

(a) The United States Court of Appeals for the Federal
Circuit shall have exclusive jurisdiction—

(1) of an appeal from a final decision of a district
court of the United States, the District Court of
Guam, the District Court of the Virgin Islands, or
the District Court of the Northern Mariana Islands,
in any civil action arising under, or in any civil ac-
tion in which a party has asserted a compulsory
counterclaim arising under, any Act of Congress re-
lating to patents or plant variety protection;

(2) of an appeal from a final decision of a district
court of the United States, the United States Dis-
trict Court for the District of the Canal Zone, the
District Court of Guam, the District Court of the
Virgin Islands, or the District Court for the North-
ern Mariana Islands, if the jurisdiction of that court
was based, in whole or in part, on section 1346 of
this title, except that jurisdiction of an appeal in a
case brought in a district court under section
1346(a)(1), 1346(b), 1346(e), or 1346(f) of this title or
under section 1346(a)(2) when the claim is founded
upon an Act of Congress or a regulation of an exec-
utive department providing for internal revenue
shall be governed by sections 1291, 1292, and 1294
of this title;
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(3) of an appeal from a final decision of the United
States Court of Federal Claims;

(4) of an appeal from a decision of—

(A) the Patent Trial and Appeal Board of the
United States Patent and Trademark Office
with respect to a patent application, derivation
proceeding, reexamination, post-grant review,
or inter partes review under title 35, at the in-
stance of a party who exercised that party's
right to participate in the applicable proceeding
before or appeal to the Board, except that an
applicant or a party to a derivation proceeding
may also have remedy by civil action pursuant
to section 145 or 146 of title 35; an appeal under
this subparagraph of a decision of the Board
with respect to an application or derivation
proceeding shall waive the right of such appli-
cant or party to proceed under section 145 or
146 of title 35;

(B) the Under Secretary of Commerce for In-
tellectual Property and Director of the United
States Patent and Trademark Office or the
Trademark Trial and Appeal Board with re-
spect to applications for registration of marks
and other proceedings as provided in section 21
of the Trademark Act of 1946 (15 U.S.C. 1071);
or

(C) a district court to which a case was directed
pursuant to section 145, 146, or 154(b) of title
35;

(5) of an appeal from a final decision of the United
States Court of International Trade;
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(6) to review the final determinations of the United
States International Trade Commission relating to
unfair practices in import trade, made under sec-
tion 337 of the Tariff Act of 1930 (19 U.S.C. 1337);

(7) to review, by appeal on questions of law only,
findings of the Secretary of Commerce under U.S.
note 6 to subchapter X of chapter 98 of the Harmo-
nized Tariff Schedule of the United States (relating
to importation of instruments or apparatus);

(8) of an appeal under section 71 of the Plant Varie-
ty Protection Act (7 U.S.C. 2461),

(9) of an appeal from a final order or final decision
of the Merit Systems Protection Board, pursuant to
sections 7703(b)(1) and 7703(d) of title 5;

(10) of an appeal from a final decision of an agency
board of contract appeals pursuant to section
7107(a)(1) of title 41;

(11) of an appeal under section 211 of the Economic
Stabilization Act of 1970;

(12) of an appeal under section 5 of the Emergency
Petroleum Allocation Act of 1973;

(13) of an appeal under section 506(c) of the Natural
Gas Policy Act of 1978; and

(14) of an appeal under section 523 of the Energy
Policy and Conservation Act.

(b) The head of any executive department or agency
may, with the approval of the Attorney General, refer
to the Court of Appeals for the Federal Circuit for judi-
cial review any final decision rendered by a board of
contract appeals pursuant to the terms of any contract
with the United States awarded by that department or
agency which the head of such department or agency



178a

has concluded is not entitled to finality pursuant to the
review standards specified in section 7107(b) of title 41.
The head of each executive department or agency shall
make any referral under this section within one hun-
dred and twenty days after the receipt of a copy of the
final appeal decision.

(¢) The Court of Appeals for the Federal Circuit shall
review the matter referred in accordance with the
standards specified in section 7107(b) of title 41. The
court shall proceed with judicial review on the adminis-
trative record made before the board of contract ap-
peals on matters so referred as in other cases pending
in such court, shall determine the issue of finality of the
appeal decision, and shall, if appropriate, render judg-
ment thereon, or remand the matter to any administra-
tive or executive body or official with such direction as
it may deem proper and just.
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35 U.S.C. § 314

§ 314. Institution of inter partes review

(a) THRESHOLD.—The Director may not authorize an
inter partes review to be instituted unless the Director
determines that the information presented in the peti-
tion filed under section 311 and any response filed un-
der section 313 shows that there is a reasonable likeli-
hood that the petitioner would prevail with respect to
at least 1 of the claims challenged in the petition.

(b) TIMING.—The Director shall determine whether to
institute an inter partes review under this chapter pur-
suant to a petition filed under section 311 within 3
months after—

(1) receiving a preliminary response to the pe-
tition under section 313; or

(2) if no such preliminary response is filed, the
last date on which such response may be filed.

(¢) NOTICE.—The Director shall notify the petitioner
and patent owner, in writing, of the Director’s determi-
nation under subsection (a), and shall make such notice
available to the public as soon as is practicable. Such
notice shall include the date on which the review shall
commence.

(d) No APPEAL.—The determination by the Director
whether to institute an inter partes review under this
section shall be final and nonappealable.
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