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INTEREST OF THE AMICUS CURIAE

Amicus curiae Intellectual Property Owners
Association (IPO) is an international trade associa-
tion representing diverse companies and individuals
worldwide in all industries and fields of technology
that own, or are interested in intellectual property
rights.l Founded in 1972, IPO’s membership includes
more than 175 companies and more than 12,000 indi-
viduals involved in the Association either through
their companies, or as inventors, authors, executives,
law firms, or attorney members. IPO’s corporate
members own tens of thousands of trademarks and
rely on the federal trademark system to protect those
valuable assets.

Uniquely, IPO represents the interests of all
owners of intellectual property, and its mission is to
promote high quality and enforceable intellectual
property rights and predictable legal systems for all
industries and technologies. IPO offers a wide array
of services, including supporting member interests re-
lating to legislative and international issues, analyz-
ing current intellectual property issues, providing in-
formation and educational services, and disseminat-
ing information to the public on the importance of in-
tellectual property. IPO advocates for effective, af-
fordable, and balanced intellectual property rights be-
fore both Congress and the United States Patent and
Trademark Office, and has filed amicus curiae briefs
in this Court and other courts on significant issues of

1 No counsel of record for any party authored this brief in
whole or in part, and no person or entity other than amicus curiae
made a monetary contribution to the preparation or submission of
this brief. All parties have consented to the filing of this brief.



intellectual property law. IPO’s Board of Directors
has approved the filing of this brief.2

INTRODUCTION AND SUMMARY
OF THE ARGUMENT

This case presents a question of significant
practical importance to IPO’s members and to all
owners of intellectual property—namely, the extent
to which the Lanham Act can be applied on an extra-
territorial basis.

Beyond the court of appeals’ general descrip-
tion of the record and those found in the parties’
briefs, IPO is not familiar with the details of the par-
ties’ respective trademarks and products, nor with the
evidence on which the district court and the court of
appeals relied. Accordingly, IPO does not take a posi-
tion on the ultimate question of whether the holding
of extraterritoriality in this case is correct. Instead,
one of IPO’s purposes in filing this amicus brief is to
emphasize that the Lanham Act rebuts the general
presumption against extraterritorial applications of
United States law. IPO therefore respectfully disa-
grees with the Solicitor General’s arguments to the
contrary.3

Additionally, consistency among the federal
courts of appeals is important to all trademark own-
ers, especially in the increasingly global economy and

2 TPO procedures require approval of positions in briefs by a
two-thirds majority of directors present and voting; IPO board
members are listed in the attached Appendix.

3 Brief for the United States as Amicus Curiae Supporting
Petitioners, Abitron Austria GmbH v. Hetronic Int’l, Inc., No.
21-1043 (U.S. Sept. 23, 2022).



in considering enforcement issues that arise during
international trademark infringement disputes. IPO
1s concerned about possibly overbroad applications of
the Lanham Act to reach conduct by foreign citizens
occurring exclusively outside of the United States.
IPO respectfully urges the Court to resolve the cur-
rent conflict and adopt a test for extraterritoriality re-
quiring a substantial effect on United States com-
merce. Because IPO also considers the citizenship of
defendants important, i1t favors adoption of the Sec-
ond Circuit’s test in Vanity Fair Mills, Inc. v. T. Eaton
Co., 234 F.2d 633 (2d Cir. 1956), which takes into ac-
count both of these considerations, as well as the issue
of whether an extraterritorial application of the Lan-
ham Act would conflict with foreign trademark law.
See id. at 642.

ARGUMENT

I. The Lanham Act Rebuts the General Pre-
sumption Against Extraterritorial Appli-
cations of United States Law

This Court has long recognized a presumption
against the extraterritorial application of United
States law. See Blackmer v. United States, 284 U.S.
421, 437 (1932); Foley Bros., Inc. v. Filardo, 336 U.S.
281, 285 (1949). Consistent with that presumption,
the Court acknowledged in Steele v. Bulova Watch
Co., 344 U.S. 280 (1952), that “the legislation of Con-
gress will not extend beyond the boundaries of the
United States unless a contrary legislative intent ap-
pears.” Id. at 285.

Nevertheless, the Court also confirmed in
Steele that “the United States is not debarred by any
rule of international law from governing the conduct



of [its] own citizens upon the high seas or even in for-
eign countries,” and that the activities of the defend-
ants in that case “when viewed as a whole, fall within
the jurisdictional scope of the Lanham Act.” Id. The
Court further affirmed an exterritorial application of
the Act based on the following “significant facts” con-
cerning the lead defendant and his commercial activ-
ities: (1) the lead defendant was a United States citi-
zen; (2) that defendant’s use of a federally registered
mark owned by the plaintiff in the United States,
which the lead defendant stamped on watches assem-
bled in Mexico, in part from components purchased in
the United States; (3) the lead defendant sold the
watches to purchasers who transported them into the
United States; (4) the plaintiff’s sales representative
in the United States “received numerous complaints
from retail jewelers in the Mexican border area” about
customers bringing in for repair defective watches
bearing the plaintiff’s mark, “which upon inspection
often turned out not to be products of that company”;
and (5) there was no conflict with the laws of Mexico—
the plaintiff’s litigation in Mexico against the defend-
ants had concluded, and the Supreme Court of Mexico
had affirmed the administrative nullification of the
lead defendant’s trademark registration in that coun-
try. Id. at 284-85.

Accordingly, IPO considers it settled law that
the Lanham Act can be applied on an extraterritorial
basis; and specifically, the Act’s jurisdictional scope
can reach the commercial activity of United States cit-
izens, including in foreign jurisdictions. See also
15 U.S.C. § 1127 (defining commerce for purposes of
the Lanham Act as “all commerce which may lawfully
be regulated by Congress”). IPO also considers it set-
tled law that not all infringement and unfair compe-
tition occurring outside the borders of the United



States 1s actionable under the Act. Consequently, ex-
traterritorial applications of the Act should be the ex-
ception, rather than the rule. Of particular concern to
IPO’s members, an overly expansive approach to ex-
traterritoriality could expose United States citizens
and companies to retaliation by the courts of other
countries.

An overly expansive conception of extraterrito-
riality also could create a snowball effect by producing
financial windfalls for prevailing plaintiffs. Notably,
the estimated $100 million jury award to Respondent
1n this case has received much attention, based on the
apparent fact that only an estimated 3% of the Peti-
tioners’ infringing sales occurred in the United
States. The parties and the Solicitor General alike fre-
quently characterize that recovery as an award of
“damages.” See Pet. App. 8a, 114a; Brief for the
United States as Amicus Curiae, Abitron Austria
GmbH (I), 7, 9, 17, 18, 20, 21. In fact, however, the
primary component of the monetary relief actually en-
tered by the district court was the equitable remedy
of an accounting of the Petitioners’ profits, rather
than the legal remedy of an award of actual damages
as compensation for the Respondent’s actual losses.
Pet. App. 64a, 160a.

The district court’s threshold holding of extra-
territoriality in this case opened the accounting flood-
gates by sweeping in the Petitioners’ profits from
their sales of goods bearing infringing marks only in
Europe, which consisted of an estimated 97% of the
sales, and which IPO considers inappropriate for in-
clusion in such an accounting. The jury’s accounting
apparently also included profits arising from the Pe-
titioners’ sales directly into the United States, which
IPO does consider appropriate.



IPO acknowledges that the multiple goals of
the accounting remedy do not necessitate a direct
nexus between losses suffered by a plaintiff, on the
one hand, and profits enjoyed by a defendant, on the
other. See generally W. E. Bassett Co. v. Revlon, Inc.,
435 F.2d 656, 664 (2d Cir. 1970) (“An accounting
should be granted if the defendant is unjustly en-
riched, if the plaintiff sustained damages from the in-
fringement, or if an accounting is necessary to deter a
willful infringer from doing so again.”). Nevertheless,
much of the accounting in this case appears to have
an attenuated connection to the direct effects of the
Petitioners’ misconduct in the United States. The eq-
uitable nature of the accounting remedy means that
“[1]f the court shall find that the amount of the recov-
ery based on profits is ... excessive the court may in
its discretion enter judgment for such sum as the
court shall find to be just, according to the circum-
stances of the case,” 15 U.S.C. § 1117, and it is possi-
ble equity was not achieved here.

I1. The Court Should Resolve the Conflict
Among the Federal Courts of Appeals and
Adopt the Second Circuit’s Test for Extra-
territoriality in Vanity Fair

Although the Court has considered the extra-
territoriality of other federal legislation over the
years, seven decades have elapsed since it last sub-
stantively considered the proper reach of the Lanham
Act. See Steele, 344 U.S. at 282—85. During that time,
technology has significantly advanced, the world has
become an interconnected global economy, and the
federal circuits have split on the Act’s potential extra-
territoriality. The continued circuit splits have left
IPO members, intellectual property owners, and busi-
nesses confused, lacking certainty, and facing the



noted concerns about retaliation by the courts of other
countries, windfalls to prevailing plaintiffs, and fo-
rum shopping between the circuits. Those circum-
stances are exacerbated by the myriad varied, modi-
fied, and divergent tests now extant in the circuits to
evaluate the Act’s possible extraterritorial reach.

The Second Circuit’s three-factor Vanity Fair
test 1s based on Steele, most closely follows the factors
outlined by the Court in Steele, and is the most widely
adopted test among the circuit courts of appeals. See
Vanity Fair Mills, Inc. v. T. Eaton Co., 234 F.2d 633
(2d Cir. 1956). The three factors of the Vanity Fair
test are whether:

(1) the defendant’s conduct had a sub-
stantial effect on United States com-
merce; (2) the defendant was a United
States citizen and the United States
has a broad power to regulate the con-
duct of its citizens in foreign countries;
and (3) there was no conflict with
trade-mark rights established under
the foreign law ....

Id. at 642. Under this test, “the absence of one of the
above factors might well be determinative,” and the
absence of two factors “is certainly fatal.” Id. at 643.

The Vanity Fair test has been adopted by the
Second, Fourth, Fifth, Eleventh, and Federal Cir-
cuits. However, the Fourth and Fifth circuits both
have modified the first factor of that test. Specifically,
and rather than a “substantial effect,” the Fourth Cir-
cuit requires conduct to have a “significant effect” on
United States commerce. See Nintendo of Am., Inc. v.
Aeropower Co., 34 F.3d 246, 250 (4th Cir. 1994). IPO
considers the substantial effect requirement in the



Vanity Fair test and the Fourth Circuit’s significant
effect requirement to be equivalent.

In contrast, the Fifth Circuit only requires
“some effect” on United States commerce. See Am.
Rice, Inc. v. Arkansas Rice Growers Coop. Ass’n, 701
F.2d 408, 414 n.8 (5th Cir. 1983). The Ninth Circuit
also adopted a “some effect” test in antitrust litiga-
tion, Timberlane Lumber Co. v. Bank of America Na-
tional Trust & Savings Ass’n, 549 F.2d 597, 613 (9th
Cir. 1976), which it has applied to the Lanham Act in
Wells Fargo & Co. v. Wells Fargo Express Co., 556
F.2d 406, 427-28 (9th Cir. 1977), Reebok Int’l, Ltd v.
Marnatech Enters., 970 F.2d 552, 554 (9th Cir 1992),
and Trader Joe’s Co. v. Hallatt, 835 F.3d 960, 969 (9th
Cir. 2016). The Ninth Circuit’s Timberlane multi-fac-
tor test requires showings that: (1) the conduct “cre-
ate some effect on American foreign commerce”;
(2) the effect 1s “sufficiently great to present a cog-
nizable injury to the plaintiff[]” under the Lanham
Act; and (3) “the interests of and links to American
foreign commerce [are] sufficiently strong in relation
to those of other nations to justify an assertion of ex-
traterritorial authority.” Trader Joe’s, 835 F.3d at
969.4

In further contrast, the First Circuit has re-
jected the Vanity Fair and the Timberlane tests in fa-
vor of one articulated in McBee v. Delica Co., 417 F.3d
107 (1st Cir. 2005). That test offers a complex frame-
work and separate factors, requirements, and analy-
sis depending upon whether the defendant is a United
States citizen. Id. The Tenth Circuit also has adopted

4 The third factor of the Timberlane test includes a seven-
part test, which this brief does not enumerate.



the McBee test in many respects. Nevertheless, that
court modified the McBee test in this case by requir-
ing a “substantial effect on U.S. commerce,” as well as
consideration of “whether extraterritorial application
of the Lanham Act would create a conflict with trade-
mark rights established under the relevant foreign
law.” Pet. App. 31a.

In light of these disparate approaches, IPO re-
spectfully urges the Court to clarify the test for extra-
territorial applications of the Lanham Act. IPO sup-
ports a test that gives great weight to the issue of
whether a defendant’s conduct has a substantial ef-
fect on United States commerce. The Second Circuit’s
Vanity Fair test includes this factor. 234 F.2d at 642.
In contrast, tests such as that used by the Fifth Cir-
cuit, require only some effect, Am. Rice, 701 F.2d at
414 n.8, which IPO regards as an inappropriately low
bar.

Additionally, based on the Court’s emphasis in
Steele of the citizenship of the lead defendant in that
case, IPO respectfully urges the Court to adopt the
Vanity Fair test for the additional reason that it re-
quires consideration of defendants’ citizenship.
Therefore, Vanity Fair is more appropriate than the
Ninth Circuit’s Timberlane test, which does not in-
clude the defendant’s citizenship as a factor. 556 F.2d
at 427-28.

IPO further respectfully submits that the Van-
ity Fair test properly considers whether an extrater-
ritorial application of the Act will conflict with foreign
law. In sharp contrast, rather than considering that
1ssue, the First Circuit’s McBee test for extraterritori-
ality holds that “comity considerations are properly
analyzed not as questions of whether there is subject
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matter jurisdiction, but as prudential questions of
whether that jurisdiction should be exercised.” 417
F.3d at 121. TPO acknowledges that the First Circuit’s
approach has some support in Hartford Fire Ins. Co.
v. California, 509 U.S. 764 (1993), but that approach
appears inconsistent with the Court’s later disap-
proval of prudential concerns in Lexmark Interna-
tional, Inc. v. Static Control Components, Inc., 572
U.S. 118, 125-28 (2014).

CONCLUSION

IPO respectfully requests the Court to resolve
the conflict among federal courts of appeals by adopt-
ing the Second Circuit’s test for extraterritoriality in
Vanity Fair Mills, Inc. v. T. Eaton Co., 234 F.2d 633
(2d Cir. 1956), which is the test most widely adopted
among the circuit courts of appeals, and which is also
the test most aligned with Steele, requiring a sub-
stantial effect on United States commerce, considera-
tion of the citizenship of defendants, and whether an
extraterritorial application of the Lanham Act would
conflict with foreign trademark law.



11

Respectfully submitted,

KAREN COCHRAN
President
HENRY HADAD
Chair, Amicus Brief
Committee
SAMANTHA AGUAYO
Deputy Executive
Director & Chief
Policy Counsel
INTELLECTUAL PROP-

ERTY OWNERS ASSOCIA-

TION

1501 M Street N.W.,
Suite 1150
Washington, D.C.
20005

(202) 507-4500

December 27, 2022

THEODORE H. DAVIS JR.
Counsel of Record
KILPATRICK TOWNSEND &
STOCKTON LLP

1100 Peachtree St.

Suite 2800

Atlanta, Georgia 30309
tdavis@kilpatricktown-
send.com

(404) 815-6534

SUSAN A. RUSSELL
CAPSTONE INTELLECTUAL
PROPERTY LAW LL.C

245 N. Highland Ave. NE
Suite 230 #878

Atlanta, Georgia 30307
(404) 754-1001
susan.russell@cap-
stoneiplaw.com

Counsel for Amicus Curiae



APPENDIX



)
TABLE OF APPENDICES

Page

APPENDIX —MEMBERS OF THE BOARD OF
DIRECTORS, INTELLECTUAL PROPERTY
OWNERS ASSOCIATION..................... la



la

APPENDIX — MEMBERS OF THE BOARD OF
DIRECTORS, INTELLECTUAL PROPERTY
OWNERS ASSOCIATION

Steve Akerley
InterDigital Holdings, Inc.

Brett Alten
Hewlett Packard Enterprise

Matthew Anderson
Medtronic, Inc.

Ronald Antush
Nokia of Americas Corp.

Scott Barker
Micron Technology, Inc.

Thomas R. Beall
Corning Incorporated

Tyrome Brown
Dolby Laboratories

John J. Cheek
Tenneco Inc.

Karen Cochran
Shell Oil Company

Tonya Combs
Eli Lilly and Co.

Gwendolyn Dawson
Exxon Mobil Corp.

Buckmaster de Wolf
General Electric Co.

Robert DeBerardine
Johnson & Johnson

Anthony DiBartolomeo
SAP SE

Daniel Enebo

Cargill, Inc.

Matthew Fitzpatrick
Procter & Gamble Co.

Yen Florczak

3M Innovative Properties Co.

Louis Foreman
Enventys



2a

Appendix

Scott M. Frank
AT&T

Darryl P. Frickey
Dow Chemical Co.

Gary C. Ganzi

Evoqua Water Technologies,

LLC

Tanuja Garde
The Boeing Co.

Robert Giles
Qualcomm Inc.

Laura Ginkel
Merck & Co.

Krish Gupta
Dell Technologies

Henry Hadad
Bristol-Myers Squibb Co.

Lori Heinrichs
Boston Scientific Corp.

Thomas R. Kingsbury

Bridgestone Americas, Inc.

Laurie Kowalsky
Koninklijke Philips N.V.

Michael C. Lee
Google Inc.

Elizabeth Lester
Equifax Inc.

Aseem Mehta
Bayer Intellectual Property
GmbH

William Miller
General Mills, Inc.

Kelsey L. Milman
Caterpillar Inc.

Jeffrey Myers
Apple Inc.

Robin Nava
Schlumberger, Ltd.

Christina Petersson
Ericsson

Troy Prince
Raytheon Technologies



KaRan Reed
BP America, Inc.

Paul Saraceni
Nike, Inc.

Matthew Sarboraria
Oracle USA Inc.

Manny Schecter
IBM Corp.

Derek Scott
Roche, Inc.

Jessica Sinnott
DuPont

Thomas Smith

GlaxoSmithKline

Daniel Staudt
Siemens Corp.

Gillian Thackray

3a

Appendix

Stuart L. Watt
Amgen, Inc.

Bryan Zielinski
Pfizer Inc.

Thermo Fisher Scientific Inc.

Phyllis Turner-Brim

HP Inc.



	BRIEF OF AMICUS CURIAE INTELLECTUAL PROPERTY OWNERS ASSOCIATION IN SUPPORT OF NEITHER PARTY
	TABLE OF CONTENTS
	TABLE OF AUTHORITIES
	INTEREST OF THE AMICUS CURIAE
	INTRODUCTION AND SUMMARY OF THE ARGUMENT
	ARGUMENT
	I. The Lanham Act Rebuts the General Presumption Against Extraterritorial Applications of United States Law
	II. The Court Should Resolve the Conflict Among the Federal Courts of Appeals and Adopt the Second Circuit’s Test for Extraterritoriality in Vanity Fair

	CONCLUSION 

	APPENDIX
	APPENDIX — MEMBERS OF THE BOARD OF DIRECTORS, INTELLECTUAL PROPERTY OWNERS ASSOCIATION




