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RULE 29.6 STATEMENT

The corporate disclosure statement included in
the petition for a writ of certiorari remains accurate.
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REPLY BRIEF FOR PETITIONERS

This petition for a writ of certiorari should be held
pending the ultimate disposition of United States v.
Arthrex, Inc., No. 19-1434, and then disposed of ac-
cordingly. In the alternative, the petition should be
granted.

1. The government maintains that the Court’s de-
cision in Arthrex will provide no basis to disturb the
Federal Circuit’s disposition of these cases because
Arthrex “does not present any question of forfeiture.”
Opp. 8, 12, 13. That is incorrect.

Arthrex’s failure to assert a timely constitutional
objection before the Board gave rise not only to the
question whether the court of appeals should have
reached the merits of the constitutional challenge at
all, but also to the question whether Arthrex is enti-
tled to the remedy of a new hearing if its Appoint-
ments Clause challenge is successful. See Smith &
Nephew Resp. Br. 36-39, United States v. Arthrex
Inc.,No. 19-1434 (U.S. filed Jan. 22, 2021). This Court
declined to consider the first question, but the second
question is very much at issue in Arthrex, should the
Court hold that APJs are principal Officers. In that
case, if the Court also holds that the remedy of a new
hearing is appropriate even though Arthrex presented
its Appointments Clause challenge for the first time
on appeal, a remedy of a new hearing before a properly
appointed panel of APJs would be appropriate in these
cases as well.

The government ignores the Federal Circuit’s for-
feiture holding with respect to Arthrex’s individual
remedy. The court of appeals held that vacating and



remanding for a new hearing was an appropriate rem-
edy because Arthrex “timely raised its challenge be-
fore the first body capable of providing it with the re-
lief sought.” Arthrex, Inc. v. Smith & Nephew, Inc.,
941 F.3d 1320, 1339 (Fed. Cir. 2019). Arthrex’s chal-
lenge was timely because it would have been futile for
Arthrex to have brought its challenge before the
Board. Ibid. The Federal Circuit explained that the
Patent Office could not provide the relief Arthrex
sought: to have its case decided by a constitutionally
appointed Board. Ibid. These considerations apply
equally to patent owners and petitioners.

This Court also recently held that petitioners
challenging their adverse Social Security Administra-
tion (“SSA”) benefit determinations were entitled to
new hearings despite not raising their challenges be-
fore the agency. This Court based its decision on,
among other things, petitioners’ purely constitutional
claims about which the SSA ALJ had no special exper-
tise and for which they could provide no relief. Carr
v.Saul, 141 S. Ct. 1352, 1356, 1362 (2021). These fac-
tors apply also to participants in PTAB proceedings.

If patent owners who present an Appointments
Clause challenge on appeal are entitled to a new hear-
ing under Arthrex, petitioners should be as well.

2. In these cases, the Federal Circuit erred in fail-
ing to address Comcast’s constitutional challenge and
in failing to vacate and remand the Board’s decisions
under Arthrex, as it has done for other litigants who,
like Comcast, presented such challenges in their open-
ing briefs.

The Federal Circuit found Comcast’s constitu-
tional challenge “unpersuasive,” Pet. App. 6a; id. at



13a, based only on its previous decision (not cited in
these cases) that the remedy of a new hearing under
Arthrex is available only to patent owners, not IPR pe-
titioners. Ciena Corp. v. Oyster Optics, LLC, 958 F.3d
1157, 1162 (Fed. Cir. 2020). The court of appeals
erred. IPR petitioners have the same constitutional
rights and remedies as patent owners. If the APJs
who decided these cases were not constitutionally ap-
pointed, that structural defect in the tribunal’s com-
position affects Comcast no less than patent owner
Promptu.

The government’s defense of the Federal Circuit’s
decision to categorically forgive all patent owners’ for-
feiture but not that of petitioners fails. Petitioners
should not be treated differently than patent owners
merely because petitioners invoked the Board’s juris-
diction by requesting IPR. Separation of powers con-
cerns may be “diminished” in some instances where
it is the party’s decision to invoke the forum, Opp. 10
(quoting Commodity Futures Trading Comm’n v.
Schor, 478 U.S. 833, 855 (1986)), but, as this Court
has explained, the fact that petitioners “had the elec-
tion to proceed in their forum of choice” does not “nec-
essarily save the scheme from constitutional attack.”
Commodity Futures, 478 U.S. at 855 (emphasis added)
(citing N. Pipeline Const. Co. v. Marathon Pipe Line
Co., 458 U.S. 50 (1982)).

The Federal Circuit’s bright-line rule that patent
owners get case-specific relief, but petitioners do not,
has no basis in the Appointments Clause, the Patent
Act, or principles of equitable remedy. It should be
rejected.

3. These cases provide a suitable vehicle for clar-



ifying whether IPR petitioners are entitled to the rem-
edy of a new hearing. The issue is squarely presented.
And, contrary to the government’s arguments, Opp.
13-14, Comcast’s arguments on forfeiture have been
consistent: If the APJs who decided these cases were
not constitutionally appointed, that structural defect
in the tribunal’s composition affects Comcast no less
than patent owner Promptu. Regardless, this Court’s
decision in Arthrex will be binding on the Federal Cir-
cuit in these cases. The Court should therefore dis-
pose of these cases accordingly following its decision
in Arthrex.

CONCLUSION

The petition for a writ of certiorari should be held
pending disposition of United States v. Arthrex, Inc.,
No. 19-1434, and then disposed of accordingly. In the
alternative, this petition should be granted.

Respectfully submitted.
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