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(889 F.3d 1308]

UNITED STATES COURT OF APPEALS
FOR THE FEDERAL CIRCUIT

WESTERNGECO LLC, Appellant
V.
ION GEOPHYSICAL CORPORATION, ION
INTERNATIONAL S.A.R.L., Appellees

IN RE: WESTERNGECO LLC, Appellant

2016-2099, 2016-2100, 2016-2101,
2016-2332, 2016-2333, 2016-2334

May 7, 2018
Before Wallach, Chen, and Hughes, Circuit Judges.
| OPINION
Chen, Circuit Judge.

WesternGeco LLC (WesternGeco) appeals from the
final written decisions of the Patent Trial and Appeal
Board (Board) in inter partes review (IPR) proceedings
instituted on six petitions filed by Petroleum Geo—
Services, Inc. (PGS)! against three patents owned by
WesternGeco: U.S. Patent Nos. 7,080,607 (the ‘607
Patent), 7,162,967 (the ‘967 Patent), and 7,293,520
(the ‘620 Patent) (collectively, the WesternGeco

1 While WesternGeco’s appeal before this court was
pending, PGS settled with WesternGeco and withdrew from the
appeal. See PGS’s Unopposed Mot. to Withdraw at 2, ECF No.
82; Order at 2, ECF No. 86.
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Patents). PGS filed its IPR petitions in two rounds:
the first three petitions challenged certain claims of
each of the three WesternGeco Patents; and the
second three petitions challenged additional claims of
each of the WesternGeco Patents. After the first round
of IPRs was instituted, ION Geophysical Corp. and
ION International S.A.R.L. (together, ION) moved,
under 35 U.S.C. § 315(c), to join those IPRs. The Board
granted ION’s request but restricted its involvement
to receiving notification of filings and attending,
rather than actively participating in, depositions and
oral hearings.

The Board issued six final written decisions, finding
all of the instituted claims in the six proceedings to be
unpatentable as anticipated or obvious. It also
rejected WesternGeco’'s arguments that the IPR
proceedings were time-barred under 35 U.S.C. §
315(b). We conclude that substantial evidence
supports the Board’s unpatentability determinations,
as well as its conclusion that the proceedings were not
time-barred. We thus affirm the Board’s decisions.

BACKGROUND
1. Technical Background

We have familiarity with the WesternGeco Patents
* through prior appeals. See, e.g., WesternGeco L.L.C. v.
ION Geophysical Corp., 837 F.3d 1358, 1364 (Fed. Cir.
2016).2 The WesternGeco Patents are directed to
technologies for controlling the movement and

2 The prior appeals involved an additional patent owned
by WesternGeco, U.S. Patent No. 6,691,038 (the ‘038 Patent),
- which is not at issue here.
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positioning of a series of streamers towed in an array
behind a ship. These streamers emit acoustic signals
and detect the returning signals that reflect from the
ocean floor. ’967 Patent col. 1, 11. 28—41. The collected
data can be used to create a map of the subsurface
geology, helping oil companies analyze underwater
natural resource formations and explore for oil and
gas beneath the ocean floor.

Conventional marine seismic survey systems use long
streamers that are towed behind ships in open-water
conditions. The streamers, equipped with sensors, can
stretch for a mile or more. Vessel movements,
weather, and other conditions can cause the
streamers to tangle or drift apart. To obtain accurate
survey data, it is necessary to control the positioning
of the streamers, both vertically in the water, as well
as horizontally against ocean currents and forces that
can cause the normally-parallel streamers to bend
and even entangle with each other. Id. at col. 1, 1. 42—
col. 2, 1. 16. The WesternGeco Patents generally relate
to a system for controlling the positioning of the
streamers in relation to each other by mounting on
each streamer a set of “streamer positioning devices”
which can realign the individual streamers into their
desired positions. Id. col. 2, 11. 56—58.

I1. Procedural History

WesternGeco, PGS, and ION are all participants in
the marine seismic survey industry. WesternGeco
launched its commercial steerable streamer system,
the Q—Marine, in 2000. J.A. 4794. Subsequently, PGS
commissioned ION to design and build a competing
commercial streamer system, the DigiFIN, which
launched several years later. Id.
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In 2009, WesternGeco sued ION in the U.S. District
Court for the Southern District of Texas (the District
Court) for infringement of the WesternGeco Patents,
as well as the 038 Patent. To assist in developing its
infringement case against ION, WesternGeco served
PGS with a third-party subpoena, seeking
information relating to PGS’s use and operation of
ION’s DigiFIN product. In response, PGS appeared
(through its own counsel) in the lawsuit as a third
party and produced documents, but did not file
anything in that litigation. In August 2012, a jury
returned a verdict finding ION had infringed all four
patents asserted and that ION had failed to prove that
any of the asserted patents were invalid. On appeal,
this court affirmed all aspects of the District Court’s
judgment except - for willful infringement and
damages.3

After receiving a favorable infringement verdict
against ION, WesternGeco -next sued PGS in the
District Court for allegedly-related infringement of
the same four patents ION had been found to have
infringed. In response, PGS sought to have the patent

3 We vacated the judgment of no willful infringement by
ION and remanded for further consideration of enhanced
damages under § 284. See WesternGeco L.L.C. v. ION
Geophysical Corp., 837 F.3d 1358, 1364 (Fed. Cir. 2016). We also
reversed the District Court’s award of lost profits resulting from
conduct occurring abroad. Id. (reinstating aspects of our
judgment set forth in WesternGeco L.L.C. v. ION Geophysical
Corp., 791 F.3d 1340, 1344 (Fed. Cir. 2015) ). In January 2018,
the Supreme Court agreed to review WesternGeco’s challenge to
our ruling on lost profits. WesternGeco L.L.C. v. ION Geophysical
Corp., — U.S. , 138 S. Ct. 734, 199 L.Ed.2d 601 (2018). It
heard oral argument in April 2018.




ba

claims asserted against it administratively cancelled,
by filing at the Board the two rounds of inter partes
review petitions discussed above. The Board denied
institution of review for the petitions concerning the
’038 Patent but instituted review on all six of PGR’s
IPR petitions concerning the WesternGeco Patents,
finding a reasonable likelihood that PGS would
prevail with respect to the challenged claims.

After the first round of PGS’s petitions had been
instituted, ION moved to join those proceedings. Both
WesternGeco and PGS opposed. WesternGeco argued
that joinder would create delay and complicate the
PGS IPR schedule. PGS, for its part, expressed
concern that WesternGeco would seek to add a
“substantial volume of testimony” from the ION
litigation to the IPR proceeding. PGS added that such
testimony would be highly prejudicial because it did
not have the opportunity to participate in the ION
lawsuit. After considering the arguments, the Board
granted ION’s request to join PGS’s first round of
IPRs, but restricted ION’s role to “spectator” status,
meaning that it had no right “to file papers, engage in
discovery, or participate in any deposition or oral
hearing.” J.A. 13439. ION did not join the second
round of IPRs. :

The Board issued six final written decisions (two
- decisions per patent), finding that various claims were
either anticipated by or would have been obvious over
several prior art references. See generally Petroleum
Geo-Servs., Inc. v. WesternGeco L.L.C. (PGS I), No.
IPR2014-00687, 2015 WL 10378275 (P.T.A.B. Dec. 15,
2015) (J.A. 1-44) (invalidating claims 1 and 15 of the
967 Patent); Petroleum Geo—Servs., Inc. v.
WesternGeco L.L.C. (PGS II ), No. IPR2014-00688,
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2015 WL 10378495 (P.T.A.B. Dec. 15, 2015) (J.A. 45—
99) (invalidating claims 1 and 15 of the ’607 Patent);
Petroleum Geo-Servs., Inc. v. WesternGeco L.L.C.
(PGS III ), No. IPR2014-00689, 2015 WL 10380984
(P.T.A.B. Dec. 15, 2015) (J.A. 100-52) (invalidating
claims 1-2 and 18-19 of the ’520 Patent); Petroleum
" Geo—Servs., Inc. v. WesternGeco L.L.C. (PGS IV), No.
IPR2014-01475, 2016 WL 8944630 (P.T.A.B. Mar. 16,
2016) (J.A. 153-216) (invalidating claim 4 of the '967
Patent); Petroleum Geo-Servs., Inc. v. WesternGeco
L.L.C. (PGS V ), No. IPR2014-01477, 2016 WL
8946031 (P.T.A.B. Mar. 16, 2016) (J.A. 217-95)
(invalidating claims 16-23 of the ’607 Patent);
Petroleum Geo—Servs., Inc. v. WesternGeco L.L.C.
(PGS VI ), No. IPR2014-01478, 2016 WL 8944631
(P.T.A.B. Mar. 16, 2016) (J.A. 296-359) (invalidating
claims 3, 5, 13-17, 20, 22, and 30-34 of the 520
Patent).

WesternGeco appealed the Board’s decisions in PGS
I-VI to this court. The appeals were consolidated,
listing both PGS and ION as Appellees. See Order at
1-2, ECF No. 27. In relevant part, WesternGeco
argued that the Board deprived WesternGeco of due
process and violated the Administrative Procedure
Act by denying WesternGeco the opportunity to be
heard on whether the inter partes reviews were time-
barred pursuant to 35 U.S.C. § 315(b). WesternGeco
also reserved rights to file additional briefing in light
of our then-pending en banc reconsideration of Wi—-Fi
One, LLC v. Broadcom Corp., 837 F.3d 1329 (Fed. Cir.
2016). PGS filed a response brief, and ION “join[ed] in
and adopt[ed] by reference” PGS’s brief rather than
filing its own. ION’s Joinder in the Br. of PGS at 1,
ECF No. 50; see Order at 2, ECF No. 51.
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After briefing was completed in this appeal, PGS
settled with WesternGeco and filed a motion to
withdraw. See PGS’s Unopposed Mot. to Withdraw at
2, ECF No. 82. We granted PGS’s motion, ordered the
USPTO to inform the court whether it intended to
intervene, and ordered WesternGeco and ION to file a
joint status report. See Order at 2, ECF No. 86. The
USPTO declined to intervene. Upon consideration of
the parties’ report, we ordered ION to file a new brief,
addressing only PGS [IIII, and permitted
WesternGeco to file a new reply brief. Order at 2, ECF
No. 92.

Shortly before the date scheduled for oral argument,
we issued our en banc decision in Wi-Fi One v.
Broadcom Corp., 878 F.3d 1364 (Fed. Cir. 2018) (en
banc). Wi—-Fi One held that “time-bar determinations
under [35 U.S.C.] § 315(b) are reviewable by this
court” and overruled our prior contrary precedent. Id.
at 1374. Consequently, WesternGeco requested leave
to file supplemental briefing regarding the proper
legal standard to determine whether a party is a “real
party in interest, or privy of the petitioner” under 35
U.S.C. § 315(b) and whether ION was a “real party in
interest” or a “privy of” of PGS. Notice at 1, ECF No.
107. We granted the request. Order at 2, ECF No. 108.

STANDARDS OF REVIEW

We review Board decisions using the standard set
forth in the Administrative Procedure Act (APA), 5
U.S.C. § 706 et seq. In re Sullivan, 362 F.3d 1324,
1326 (Fed. Cir. 2004) (citing Dickinson v. Zurko, 527
U.S. 150, 154, 119 S. Ct. 1816, 144 L.Ed.2d 143 (1999)
); see Belden Inc. v. Berk-Tek LLC, 805 F.3d 1064,
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1080 (Fed. Cir. 2015). Under the APA, we must “hold
unlawful and set aside agency action ... not in
accordance with law [or] ... without observance of
procedure required by law.” 5 U.S.C. § 706.

We review the Board’s legal conclusions de novo but
review for substantial evidence any underlying
factual determinations. See Nike, Inc. v. Adidas AG,
812 F.3d 1326, 1332 (Fed. Cir. 2016); In re Giannelli,
739 F.3d 1375, 1378-79 (Fed. Cir. 2014). Substantial
evidence is “such relevant evidence as a reasonable
mind might accept as adequate to support a
conclusion.” Consol. Edison Co. v. NLRB, 305 U.S.
197, 229, 59 S.Ct. 206, 83 L.Ed. 126 (1938); In re
Applied Materials, Inc., 692 F.3d 1289, 1294 (Fed. Cir.
2012).

DISCUSSION

WesternGeco contends that the/ Board’s decisions
Iinvalidating claims of the WesternGeco Patents are
wrong on the merits and should be reversed. But
WesternGeco argues we need not reach the merits
because Wi-Fi One has made time-bar decisions
under § 315(b) judicially reviewable, and, as a
threshold matter, we should vacate and dismiss the
petitions as time-barred. In WesternGeco’s view, (1)
ION was served with a patent infringement complaint
well over a year before the IPR petitions were filed
and unquestionably would have been time-barred
from filing any petitions challenging the WesternGeco
Patents had it not been joined with PGS’s petitions;
and (2) PGS’s petitions should be time-barred because
ION was a “real party in interest,” or “privy” of PGS.
Consequently, WesternGeco argues that the Board
never should have instituted the requested IPRs
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because no party timely filed the petitions.4
I. Time Bar Under 35 U.S.C. § 315(b)

A. Legal Standard for Privity

Section 315(b) of the Leahy—Smith America Invents
Act (AIA), Pub. L. No. 112-29, § 3(b)(1), 125 Stat. 284,
287 (2011) provides that the USPTO may not institute
an IPR where the petition “is filed more than 1 year
after the date on which the petitioner, the real party
in interest, or privy of the petitioner is served with a
complaint alleging infringement of the patent.” 35
U.S.C. § 315(b) (emphases added).

For purposes of this appeal, WesternGeco focuses on
privity as the key basis of its time-bar challenge,
reasoning that privity is more expansive in the types
of parties it encompasses compared to real party in
interest. See Appellant’s Supp. Br. 8 n.5 (citing the
USPTO Office Patent Trial Practice Guide, 77 Fed.
Reg. 48,756, 48,759 (Aug. 14, 2012) (hereinafter,
“Trial Practice Guide”) ).

Neither the AIA nor the Patent Act defines the
statutory term “privy.” But “privy” is a well-
established common-law term, and it is a “cardinal
rule of statutory construction” that where Congress
adopts a common-law term without supplying a
definition, courts presume that Congress “knows and

4 WesternGeco did not argue before the Board, nor does it
argue here, that ION is barred from joining the IPRs pursuant
to 35 U.S.C. § 315(c), provided the IPRs were properly instituted.
J.A. 13436; see 35 U.S.C. § 315(b) (“The time limitation set forth
in the preceding sentence shall not apply to a request for joinder
under subsection (c).” (emphasis added) ).
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adopts the cluster of ideas that were attached” to the
term. FAA v. Cooper, 566 U.S. 284, 291-92, 132 S. Ct.
1441, 182 L.Ed.2d 497 (2012); Microsoft Corp. v. i4i
Ltd. P’ship, 564 U.S. 91, 103-04, 131 S. Ct. 2238, 180
L.Ed.2d 131 (2011). Where Congress adopts a term
that is used in common law across multiple legal
subjects, courts “cannot rely on any all-purpose
definition but must consider the particular context in
which the term appears.” Cooper, 566 U.S. at 294, 132
S. Ct. 1441.5

The AIA’s legislative history supports adopting the
common law meaning of privity. The proposed
administrative review procedures, including IPR,
were intended to provide “quick and cost effective
alternatives to litigation.” H. REP. NO. 112-98, at 48
(2011). Another expressed congressional goal was to
“establish a more efficient and streamlined patent
system that will improve patent quality[.]” Id. at 40.
At the same time, Congress recognized the
importance of protecting patent owners from patent
challengers who could use the new administrative
review procedures as “tools for harassment.” Id.
(“While this amendment is intended to remove

5 Considering that the context here involves an
interpretation of the text of § 315(b), WesternGeco’s reliance on
our assignor estoppel case law is misplaced. Assignor estoppel is
an equitable doctrine that prevents a patentee who has assigned
the rights to a patent (and those in privity with the assignor)
from later contending that the patent assigned is a nullity. Intel
Corp. v. ITC, 946 F.2d 821, 836-38 (Fed. Cir. 1991). In contrast,
privity in the context of the § 315(b) bar refers to whether the
relationship between the party to be estopped and the party in
the prior litigation is sufficient to conclude that the act of one
should be attributed to the other. In other words, assignor
estoppel is about the consequences of a commercial transaction,
rather than the effects of prior litigation.
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current disincentives to current administrative
processes, the changes made by it are not to be used
as tools for harassment or a means to prevent market
entry through repeated litigation and administrative
attacks on the validity of a patent.”).

In particular, Congress observed that the then-
existing inter partes reexamination regime at times
unfairly burdened patent owners in situations where
a set of challengers coordinated reexamination
attacks to tie up a patent in the administrative review
process for an extended period. S. REP. NO. 111-18 at
54-55 (2009) (“It is not uncommon for the competitors
of a patent’s owner or licensee to coordinate their
efforts and bring serial inter partes challenges to a
patent, one after another, each raising a different set
of prior art in its challenge.”).

To address this concern, Congress placed several
restrictions on IPR petitioners. For example, it raised
the substantive threshold standard that governs the
Patent Office’s institution of the agency’s review
process. Instead of requiring for IPRs, as for
reexaminations, that a petitioner raise merely a
“substantial new question of patentability,” the AIA
requires a showing of “a reasonable likelihood that”
the challenger would prevail with respect to at least
one of the claims challenged in the petition. Compare
35 U.S.C. § 312(a) (2006) (repealed 2012), with id. §
314(a) (2012).

The statute imposes other restrictions as well. A party
cannot file an IPR petition against a patent after
having already brought a declaratory judgment action
challenging the validity of a claim of that patent. Id. §
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315(a)(1). IPR is also barred for petitions filed more
than one year after a party is served with a complaint
alleging infringement of the patent. See id. § 315(b).
And following a final written decision in an IPR, the
petitioner is estopped from continuing to challenge
the validity of the patent claims subject to that
decision based on any grounds that the petition
“raised or reasonably could have raised during”’ the
IPR. See id. § 315(e). For § 315(b) and (e), these
restrictions apply with equal force to an IPR
petitioner, any “real party in interest” to that IPR, and
any “privy of the petitioner.”

As one Senator observed, privity, as used in the AIA,
“takes into account the ‘practical situation,’ and
should extend to parties to transactions and other
activities relating to the property in question.” 157
Cong. Rec. S1376 (daily ed. March 8, 2011) (statement
of Sen. Kyl); see also 154 Cong. Rec. S9987 (daily ed.
Sept. 27, 2008) (statement of Sen. Kyl) (“The concept
of privity, of course, is borrowed from the common law
of judgments.”). The legislative history thus lends
" support to the conclusion that “privity” in § 315(b)
should be given its common law meaning.

Historically, common law definitions of privity were
narrow and specific, denoting mutual succession or
relationship to the same rights of property. See 18A
Charles Alan Wright & Arthur R. Miller, Federal
Practice and Procedure § 4449 & n.32 (2d ed. 2017).
Over time, its common law meaning expanded: “The
term ‘privity,” however, has also come to be used more
broadly, as a way to express the conclusion that
nonparty preclusion is appropriate on any ground.”
Taylor v. Sturgell, 553 U.S. 880, 894 n.8, 128 S.Ct.



13a

2161, 171 L.Ed.2d 155 (2008) (citing 18A Wright &
Miller § 4449, at 351-53 & n.33); Cal. Physicians’
Serv. v. Aokt Diabetes Research Inst., 163 Cal. App.
4th 1506, 1521, 78 Cal.Rptr.3d 646 (Cal. App. 2008).
As the Trial Practice Guide observes: “The emphasis
is not on a concept of identity of parties, but on the
practical situation.” 77 Fed. Reg. at 48,759 (quoting
Cal. Physicians’ Serv., 163 Cal. App. 4th at 1521, 78
Cal.Rptr.3d 646).

The Trial Practice Guide further recognizes that
“privity” has no universally-applicable common law
definition. Id. “Privity is essentially a shorthand
statement that collateral estoppel is to be applied in a
given case.” Id. (quoting Cal. Physicians’ Serv., 163
Cal. App. 4th at 1521, 78 Cal.Rptr.3d 646). That is,
the privity analysis seeks to determine “whether the
relationship between the purported ‘privy’ and the
relevant other party is sufficiently close such that
both should be bound by the trial outcome and related
estoppels.” See id. Given that determining whether
two parties may be in privity “is a highly fact-
dependent question,” the Trial Practice Guide states
the Board will engage in a “flexible” analysis on a
“case-by-case basis.” Id. In sum, these descriptions of
the privity analysis in the Trial Practice Guide
accurately reflect the common law considerations for
a privity inquiry.

But, importantly, the reach of privity cannot extend
beyond the limits of due process. In Taylor v. Sturgell,
the Supreme Court observed that a person who was
not a party to a suit generally has not had a “full and
fair opportunity to litigate” the claims and issues
settled in that suit. 553 U.S. at 894, 128 S.Ct. 2161.
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Because nonparty preclusion risks binding those who
have not had a full and fair opportunity to litigate, the
Supreme Court has cautioned that there is a general
rule against nonparty preclusion, subject to certain
exceptions. Id. at 892-93, 128 S.Ct. 2161; see Aspex
Eyewear, Inc. v. Zenni Optical, Inc., 713 F.3d 1377,
1382 (Fed. Cir. 2013) (“A full and fair opportunity to
litigate is the touchstone of any preclusion analysis.”);
see also Cal. Physicians’ Serv., 163 Cal. App. 4th at
1522, 78 Cal.Rptr.3d 646 (“Notions of privity have
been expanded to the limits of due process.”).

As informed by Taylor and other cases, the standards
for the privity inquiry must be grounded in due
process. Turning back to the statute, the preclusive
effect of § 315(b) extends to privies—i.e., beyond those
who were parties to the prior lawsuit. Because the
rationale behind § 315(b)’s preclusion provision is to
prevent successive challenges to a patent by those
who previously have had the opportunity to make
such challenges in prior litigation, the privity inquiry
in this context naturally focuses on the relationship
between the named IPR petitioner and the party in
the prior lawsuit. For example, it is important to
determine whether the petitioner and the prior
litigant’s relationship—as it relates to the lawsuit—is
sufficiently close that it can be fairly said that the
petitioner had a full and fair opportunity to litigate
the validity of the patent in that lawsuit. In other
cases, it may be more relevant to determine whether
the petitioner is simply serving as a proxy to allow
another party to litigate the patent validity question
that the other party raised in an earlier-filed
litigation. See Taylor, 553 U.S. at 895, 128 S.Ct. 2161.
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The Supreme Court in Taylor identified a non-
exhaustive list of considerations where nonparty
preclusion would be justified. Id. at 894-95, 128 S.Ct.
2161. These considerations include: (1) an agreement
to be bound; (2) pre-existing substantive legal
relationships between the person to be bound and a
party to the judgment (e.g., “preceding and succeeding
owners of property”); (3) adequate representation by
someone with the same interests who was a party
(e.g., “class actions” and “suits brought by trustees,
guardians, and other fiduciaries”); (4) assumption of
control over the litigation in which the judgment was
rendered; (5) where the nonparty to an earlier
litigation acts as a proxy for the named party to
relitigate the same issues; and (6) a special statutory
scheme expressly foreclosing successive litigation by
nonlitigants. Id.

With these principles in mind, we turn to
WesternGeco’s challenge to the Board’s time-bar
decision under § 315(b).

B. WesternGeco’s Time—Bar Challenge

As noted, WesternGeco’s time-bar challenge focuses
on privity, rather than real party in interest. See
Appellant Supp. Br. 8 n.5. WesternGeco argues that
the scope of privity is more expansive than real party
in interest, and that neither concept is limited to the
question of “control” as an exclusive test for privity.
Id. In other words, the privity analysis is broader than
simply inquiring whether PGS controlled or had an
opportunity to control ION’s decisions in the ION
patent infringement litigation, or whether ION
controlled or had an opportunity to control PGS’s
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We agree with WesternGeco that “control” is not the
exclusive analytical pathway for analyzing privity; as
described above, it is but one of a variety of
considerations. However, we disagree with
WesternGeco’s assertion that the Board applied an
unduly-restrictive test and focused only on control. To
the extent the Board analyzed privity based on ION’s
control over the PGS proceedings, it properly did so in
response to WesternGeco’s advancement of a theory
focusing primarily on control. See, e.g., J.A. 35
(summarizing WesternGeco’s control arguments); see
also Wi-Fi One, LLC v. Broadcom Corp., No. 2015-
1944, 887 F.3d 1329, 2018 WL 1882911 (Fed. Cir. Apr.
20, 2018) (on remand by en banc court to merits panel,
deciding merits of WiFi One’s time-bar claim).” But
where WesternGeco raised additional considerations,
such as pre-existing legal relationships, the Board
considered those arguments and found them
unpersuasive. See, e.g., J.A. 33-38, 193—-206.

6 We are unpersuaded by ION’s contention that
WesternGeco waived its privity argument. This issue was raised
in both rounds of the IPR. The Board fully considered the
circumstances surrounding the relationship between ION and
PGS and made extensive fact findings.

7  In that remand decision, we found that the Board
properly focused on the factors that the patent owner raised in
its argument, i.e., whether the IPR petitioner had been in control
of a prior litigation that challenged the validity of the patent. Wi—
Fi One, No. 2015-1944, 887 F.3d at 1336-37, 1338 n. 3, 2018 WL
1882911, at *4, *5 n.3. Wi-Fi One specifically affirmed the
Board’s understanding of a broader test to include “a number of
circumstances in which privity might be found, including when
the nonparty controlled the district court litigation.” Id. at 1337,
2018 WL 1882911 at *4.
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Substantial evidence supports the Board’s finding
that ION lacked the opportunity to control PGS’s IPR
petitions. See Taylor, 553 U.S. at 894, 128 S.Ct. 2161;
Wi-Fi One, LLC v. Broadcom Corp., No. 2015-1944,"
887 F.3d at 1340-41, 2018 WL 1882911, at *8 (noting
control as a factor to determine privity). The Board
found no evidence to suggest that ION directed,
funded, controlled, or influenced the PGS IPR
petitions. See J.A. 35—-38, 198—99, 204—-06. Nor is there
evidence supporting WesternGeco’s contention that
ION used PGS as a proxy. Id. The litigation history
suggests that PGS filed its IPRs as a defensive
measure in response to WesternGeco’s lawsuit against
PGS, rather than at ION’s instruction. When ION
tried to join the IPRs, PGS actively opposed the
attempted joinder. Even when ION was joined, the
PTO gave ION only spectator status. Moreover, ION
did not disclose any prior art references to PGS in
connection with the IPR proceedings, nor did it pay for
PGS'’s IPRs. The Board reasonably found that ION did
not control or direct the IPR petitions.

Further, ION and PGS are distinct and unrelated
corporate entities represented by different counsel.
J.A. 198. Nothing in the evidence shows that one has
any control over the other. J.A. 198-203. Nor does the
record show that PGS controlled or funded the prior
litigation. Other than responding to a third-party
subpoena issued by WesternGeco, PGS lacked any
substantive involvement in the ION litigation. J.A.
194-95. As a general proposition, we agree with the
Board that a common desire among multiple parties
to see a patent invalidated, without more, does not
establish privity. J.A. 196, 203; see Trial Practice
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Guide, 77 Fed. Reg. at 48,760.

Setting aside factors concerning control, we also see
no reason to overturn the Board’s determination that
privity did not exist based on any of the other alleged
considerations. WesternGeco relies on the pre-
existing business alliance between ION and PGS
before the ION lawsuit commenced, as well as
indemnity provisions contained in the purchase
agreements for the product accused of infringing
WesternGeco’s patents. Appellant Supp. Br. 13-19. As
explained below, we agree with the Board that these
factors are insufficient to make PGS and ION privies
within the meaning of the statute.

Regarding the pre-suit business alliance, the Board
found that ION and PGS had a contractual and fairly
standard customer-manufacturer relationship
regarding the accused product. J.A. 203. This finding
does not necessarily suggest that the relationship is
sufficiently close that both should be bound by the
trial outcome and related estoppels, nor does it
suggest, without more, that the parties were litigating
either the district court action or the IPRs as proxies
for the other.

As for the parties’ legal relationship, the Board
reviewed the purchase agreements as well as relevant
business correspondence between ION and PGS but
did not find them adequate to establish privity. J.A.
35-36, 199-202. WesternGeco contends that ION is
obligated to indemnify PGS and is thus a privy of
PGS. The Board, however, fully considered and
reasonably rejected such a contention based on the
ambiguous, undefined nature of the underlying
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agreements. J.A. 205-06. In particular, the 2008
Master Purchase Agreement between PGS and an
ION subsidiary stated that the ION subsidiary “shall
indemnify” PGS. J.A. 200. But it did not specify the
meaning of “indemnify” as requiring ION or its
subsidiary to pay for any litigation defense expenses
or for any damages related to infringement. Rather,
the provision included options by the ION subsidiary
to modify or replace the equipment if an infringement
‘claim was made against PGS. Id. After reviewing the
entire provision as a whole, the Board found that the
evidence did not show any obligation of ION to defend
PGS from a patent infringement lawsuit, reimburse
or pay for a lawsuit, cover any damages liability for
any adverse patent infringement verdict against PGS,
or initiate an invalidity challenge in one or more fora.
See J.A. 200-01. Moreover, as the Board observed, the
communications between ION and PGS reveal a
cordial, but arms-length negotiation over potential
limited remedies available under the indemnity
provisions. See J.A. 38, 201-02. None of the
correspondence relating to the indemnity provision
shows an expectation that ION would be responsible
for stepping in, or otherwise protecting PGS from a
patent infringement suit. J.A. 36, 206.

The Board reasonably found that the non-specific
nature. of the indemnification provisions here,
combined with the parties’ communications as to the
scope of those provisions, did not obligate ION to
protect PGS in the comprehensive way that
WesternGeco alleges. The Board also noted that the
remedies may have been limited to options such as
replacing or modifying a product found to have
infringed a patent. We agree with the Board that such
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a circumscribed indemnity provision does not amount
to a sufficiently-close relationship to warrant finding
ION and PGS in privity.

Finally, WesternGeco points to ION and PGS’s
conduct in the aftermath of the ION jury trial to argue
that their relationship is sufficiently close to trigger §
315(b)’s time-bar. Specifically, WesternGeco claims
that ION and PGS continued meeting to discuss
litigation strategy after the jury’s verdict in the ION
litigation. Appellant Supp. Br. 16. The evidence,
however, only shows that ION’s counsel made two
brief inquiries of PGS, one of which PGS ignored. J.A.
4085. The other was a single, half-hour phone call
between PGS and ION as to whether WesternGeco
had disputed the prior art status of a particular
reference during the ION trial, J.A. 4083—-86, during
which the attorneys did not even discuss the
substance of the reference, J.A. 4084. These
communications do not compel a reversal of the
Board’s findings about the parties’ arms-length
relationship.

For these reasons, we affirm the Board’s conclusion
that PGS and ION are not privies within the meaning
of § 315(b).8 Substantial evidence supports the Board’s
conclusion that ION’s relationship with PGS is not
sufficiently close such that the ION proceeding would
have given PGS a full and fair opportunity to litigate
the validity of the claims of the WesternGeco Patents.

& To the extent that WesternGeco makes a separate
argument regarding real party in interest, that argument merely
relies on the same or a subset of considerations we have
discussed concerning privity and fails for similar reasons.
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Accordingly, the petitions are not barred under 35

U.S.C. § 315(b).0

II. Merits

Havihg decided that PGS’s IPR petitions were not
statutorily barred by § 315(b), we turn to the merits of
WesternGeco’s appeal.

9  WesternGeco also argues that we should remand for
additional discovery if we have “substantial doubt” about
whether PGS would be time-barred under § 315(b), Appellant
Supp. Br. 19; see 37 C.F.R. § 42.51(b)(2) (authorizing additional
discovéry when it is “in the interests of justice”), but we do not.
To the extent WesternGeco asks for review of the Board’s denial
of its initial request for additional discovery, which is reviewed
for abuse of discretion, see Ultratec, Inc. v. CaptionCall, LLC, 872
F.3d 1267, 1272 (Fed. Cir. 2017), we find no abuse. The Board
considered the discovery already provided to WesternGeco and
reasonably found no evidence to suggest that additional
discovery would produce agreements with any relation to the
ION litigation, the DigiFIN product, or obligations on the part of
ION to defend or indemnify PGS. J.A. 34-39, 206-11. PGS
responded to two sets of interrogatories, J.A. 4077, 5417, and
produced the Master Purchase Agreement, J.A. 56396, along with
related business correspondence, J.A. 4119-33. The Board found
that the interrogatory responses unambiguously stated that PGS
had made no claim or demands to ION for indemnity concerning
the challenged patents. See J.A. 210 (citing J.A. 4090). The Board
further worked with the parties to limit discovery in accordance
with the parties’ agreement. J.A. 1116. On this record, the Board
did not abuse its discretion in concluding that additional
discovery was not justified. J.A. 365-68.
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A. The ’607 Patent

The only merits issue on appeal for the 607 Patent is
the construction of the claim term “predicting
positions.” The Board construed this term to mean
“estimating the actual locations” of streamer
positioning devices. J.A. 54—60, 226-32. By contrast,
WesternGeco’s proposed construction requires the
prediction to be performed in a particular way—using
“behavior-predictive model-based control logic.” Id.
After considering the intrinsic evidence, we agree
with the Board’s construction.

Claim 1, which includes the step of “predicting
positions of at least some of the streamer positioning
devices,” is representative. It recites:

1. A method comprising:

© (a) towing an array of streamers each having a
plurality of streamer positioning devices there
along;

(b) predicting positions of at least some of the
streamer positioning devices; :

(¢) using the predicted positions to calculate
desired changes in position of one or more of the
streamer positioning devices; and

(d). implementing at least some of the desired
changes. o '

’607 Patent, claim 1 (emphasis added).

The Board gives “[a] claim ... its broadest reasonable
construction in light of the specification of the patent
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in which it appears.” 37 C.F.R. § 42.100(b) (2015). A
specification “includes both the written description
and the claims” of the patent. In re Packard, 751 F.3d
1307, 1320 n.11 (Fed. Cir. 2014). A patent’s
specification, together with its prosecution history,
constitutes intrinsic evidence to which the Board gives
priority when it construes claims. See Microsoft Corp.
v. Proxyconn, Inc., 789 F.3d 1292, 1297-98 (Fed. Cir.
2015), overruled on other grounds by Aqua Prods., Inc.
v. Matal, 872 F.3d 1290 (Fed. Cir. 2017) (en banc). We
review the PTAB’s assessment of the intrinsic
evidence de novo. See id.

The plain language of the claim does not mention a
“pbehavior predictive” model or require a specific type
of prediction scheme. As the Board noted, the word
“predict” itself does not impart any dynamic
characteristic to the limitation as whole. J.A. 229.
Although the claim limits what must be predicted -
(positions of at least two streamer positioning
devices), it imposes no limit on how those positions are
predicted.

The Board’s construction comes directly from the 607
specification, which discloses that, because of time
delays inherent in measuring positions, “the global
control system 22 runs position predictor software to
estimate the actual locations of each of the birds 18
[i.e., streamer positioning devices].” ’607 Patent col. 4,
11. 51-55; J.A. 56, 227. The specification thus explains
that its system runs “position predictor software” to
predict the positions of the streamer positioning
devices. See Phillips v. AWH Corp., 415 F.3d 1303,
1315 (Fed. Cir. 2005) (“[TThe specification ‘is always
highly relevant to the claim construction analysis’ and
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is ‘the single best guide to the meaning of a disputed.
term.” ” (citation omitted) ); cf. J.A. 15688
(WesternGeco’s expert acknowledging that construing
the limitation in accordance with this portion of the
specification was “not unreasonable”).

-To support its position, WesternGeco relies on a
sentence in the specification that states, “[t]o
compensate for these localized current fluctuations,
the inventive control system utilizes a distributed
processing control architecture and behavior-
predictive model-based control logic to properly
control the streamer positioning devices.” ’607 Patent
col. 4, 11. 10-14. A review of the preceding and
following paragraphs, however, reveals that this
passage describes a preferred embodiment. Id. at col.
3, 11. 56—64; col. 4, 11. 15-27. It is well established that
claims are not limited to preferred embodiments,
unless the specification clearly indicates otherwise.
Comaper Corp. v. Antec, Inc., 596 F.3d 1343, 1348
(Fed. Cir. 2010) (“[T]his court has repeatedly
cautioned against limiting claims to a preferred
embodiment.”). Nothing in the ’607 specification
. provides such an indication.

For these reasons, we affirm the Board’s construction
‘of “predicting positions.” Because that construction is
the only appealed issue as to the 607 Patent, we
affirm the Board’s finding that claims 1 and 15-23 of
the ’607 Patent are unpatentable.

B. The 520 Patent

WesternGeco makes two challenges to the Board’s
unpatentability rulings for the ’520 Patent: (1) the
Board’s construction of “control mode” is overbroad;
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and (2) the Board’s finding that the prior art disclosed
or suggested the claimed “feather angle control mode”
is legally flawed. Neither is persuasive.

1. Construction of “Control Mode”

The challenged claims recite a control system
“configured to operate in one or more control modes.”
’520 Patent, claims 1, 18. The Board construed
“control mode” to mean “operational state.” J.A. 307.
The Board’s construction noted that the specification
did not define “control mode” and looked further to a
computer dictionary for its construction. J.A. 306-07.

According to WesternGeco, the proper construction of
“control mode” should be “a goal-oriented, automatic
configuration.” Appellant Br. 43. For support,
WesternGeco cites a passage in the specification
. describing three control modes: feather angle,
streamer operation, and turn control. See ’520 Patent
col. 10, 1. 27-60. WesternGeco contends that the
description of each of these control modes requires
steering the streamers in an automated and
coordinated manner.

The passage recited by WesternGeco, however, does
not make it proper to read limitations like “goal-
oriented” or “automatic” into the term “control mode.”
As the Board noted, any operation of a computer
system or program would have a goal or desired
result, so injecting “goal-oriented” to the construction
adds nothing meaningful. J.A. 114. Also, the
specification does not make clear that a control mode
must be automatic. Indeed, the words “automated”
and “automatic” do not appear anywhere in the claims
or the written description addressing “control mode.”
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Further, there is evidence calling into question
whether the feather angle mode necessarily involves
automatic operations. See J.A. 114, 306, 11251 9 34,

20450 9 34. That certain aspects of the feather angle '

mode can operate manually further undermines
WesternGeco’s assertion that the specification’s
disclosure of three control modes requires adding
“automatic” into the “control mode” construction.
Accordingly, the Board correctly declined to read
WesternGeco’s unsupported limitations into the
claims.10

2. The Board Correctly Found that the Workman
Reference Renders the Feather Angle Mode Obvious

WesternGeco next challenges the Board’s decision to
cancel the claims directed to “feather angle mode”
(claims 2, 3, 5, 19, and 22) as obvious over U.S. Patent
No. 5,790,472 (Workman). Workman discloses a
method for controlling the position and shape of
marine seismic streamer cables towed by a vessel.

The “feather angle mode” in the '520 Patent refers to
“a control mode that attempts to keep each streamer
in a straight line offset from the towing direction by a
certain feather angle.” J.A. 111. According to PGS’s
expert, Dr. Brian Evans, a configuration with no
feather angle means that the streamers are linear and
parallel to each other behind a boat.

10 In PGS III, the Board held that, even applying
WesternGeco’s construction of “control modes,” it did not discern
“a substantive difference between the claims and the prior art.”
Petroleum Geo—Services Inc. v. WesternGeco LLC, 2015 WL
10380984, at *10. WesternGeco does not contest that holding on
appeal.
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J.A. 20254. If there 1s a cross-current, the streamers
may drift and become offset from the towing direction -
‘of the vessel. This phenomenon is known as
“feathering.” The extent to which the streamers
become offset from the towing direction of the vessel
is known as the “feather angle.” In other words, the
streamers, while organized so as to be in parallel with
each other, are collectively “offset” at a small angle
from the direction of the ship towing the streamers.
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We review the Board’s ultimate determination of
obviousness de novo and its underlying factual
findings for substantial evidence. Allied Erecting &
Dismantling Co. v. Genesis Attachments, LLC, 825

F.3d 1373, 1380 (Fed. Cir. 2016). A patent claim is

unpatentable “if the differences between the subject
matter sought to be patented and the prior art are
such that the subject matter as a whole would have
been obvious at the time the invention was made to a
[skilled artisan].” 35 U.S.C. § 103(a) (2006). The Board

found that one of ordinary skill in the art would have

been motivated to modify Workman’s control system
to implement a feather angle mode threshold
parameter and would have had a reasonable
expectation of success. J.A. 126-31. Although
Workman does not disclose a feather angle,!l the

11 Workman discloses a “straight and parallel
configuration,” meaning that the streamers are linear and
parallel to each other. The streamers are also in-line with the
towing direction, which is essentially a configuration with a zero-
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Board credited passages from Workman and expert
testimony that explained why one of skill in the art
would want to conti‘ol and maintain consistent
separations between streamers during seismic
surveys. For example, it was well recognized that
~ entanglement of the streamers was a significant and
known problem. J.A. 127-28. A consistent separation
was thus important to optimize efficient seismic data
collection. Id.

The Board also explained why prescribing a specific
offset “feather angle” value to the streamers’
positioning determination system would have been
apparent to one of skill in .the art confronting the
challenge of towing streamers through cross-currents.
For example, it credited Workman for evidence that
noise produced by streamer positioning devices was a
well-known problem to be avoided or minimized. J.A.
'130. It also cited expert testimony by PGS’s expert
witness, Dr. Evans, that when ocean cross-currents
offset the streamers from the line of survey (e.g., by
five degrees), attempting to reposition the streamers
to a zero-degree feather angle against the current may
create too much ‘hydrophone noise, which impairs
data quality. Id. Additionally, Dr. Evans testified that
one of skill in the art would need to match feather
angles in subsequent surveys of the geographic area
to obtain reliable 4D survey data. J.A. 20354—55. The
Board found his reasoning to be persuasive and found
that a skilled artisan would have been motivated to
use a specific feather angle for streamer positioning to
maintain data collection quality. J.A. 130-31.

degree feather angle. J.A. 501 (Workman Fig. 1); J.A. 325-26; see
J.A. 127, :
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Further, the Board found that Workman discloses a
control system that wuses various threshold
parameters to control the positions of the streamers
and that it would have been possible to adapt.
Workman so that its control system could include a
parameter that measured the feather angle between
streamers. J.A. 128. Viewed collectively, substantial
evidence supports the Board’s conclusion that the
skilled artisan would have been motivated to modify
Workman to -include a feather angle threshold
parameter with a reasonable expectation of success.

WesternGeco objects to the Board’s conclusion as
impermissible hindsight. That argument lacks force
in this case. PGS’s expert testified from the
perspective of one of ordinary skill in the art as of the
priority date, and WesternGeco identifies nothing to
suggest that his testimony or the other evidence cited
by the Board invoked facts unavailable to the skilled
artisan as of the priority date. J.A. 11107, 20340-61.
As discussed, substantial evidence before the Board
shows that one of ordinary skill would have been
motivated to modify Workman to attempt to keep
streamers straight and parallel, whether in a zero or
non-zero feather angle mode, with a reasonable
expectation of success.

The Board appropriately relied on the prior art and
expert testimony about how the skilled artisan would
have modified the prior art. Substantial evidence
supports its obviousness determination.

C. The '967 Patent

WesternGeco  challenges the Board’s claim
construction, anticipation, ~ and obviousness
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determinations regarding the “global control system”
limitation of the claims at issue in the 967 Patent.

The ’967 Patent relates to distributed-control systems
that apportion operational command between (1) a
global control system onboard the towing vessel and
(2) local control systems within each streamer
positioning device on a streamer. '967 Patent col. 10,
1I. 18-21. According to the specification, the global
control system monitors the positions of the streamers
and provides desired forces or desired position
information to the local control system. Id. at col. 10,
11. 18-29. The local control system within each
streamer positioning device (e.g., “bird”) is responsible
for adjusting the bird’s wing splay angle to rotate the
bird to the proper position and for adjusting the wing
common angle to produce the magnitude of total
desired force required. Id. '

" Claims 1, 4, and 15 all recite a “global control system.”
Claim 1 is illustrative:

1. A method comprising:

(a) towing an array of streamers each having a
plurality of streamer positioning devices there
along, at least one of the streamer positioning
devices having a wing;

(b) transmitting from a global control system
location information to at least one local control
system on the at least one streamer positioning
devices having a wing; and

() adjusting the wing using the local control
system.
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’967 Patent, claim 1 (emphasis added).
1. Construction of “Global Control System”

As an initial matter, WesternGeco argues that the
Board’s construction of “global control system”
changed midstream. But the record shows that
WesternGeco is actually the one who changed course,
urging a different construction during the IPR. J.A.
1213, 14314. The chronology is undisputed. Before the
institution decisions, both PGS and WesternGeco
agreed that the term “global control system” should be
interpreted as “a control system that sends commands
to other devices In a system (e.g., local control
system).” J.A. 1420; see J.A. 1155, 3424. In the patent
owner response, WesternGeco revised its proposed
construction to “a control system configured to
coordinate all streamer positioning devices in the
array.” J.A. 1213, 14314. Upon considering the
arguments from both sides, the Board construed the
term as “a control system capable of overseeing and
affecting the array of streamers and streamer
positioning devices.” J.A. 18, 171. This construction
was close to that requested by WesternGeco, but did
not require controlling all streamer positioning
devices in the array. J.A. 162-71.

Contrary to WesternGeco’s argument, the Board was
permitted to issue a new construction in the final
written decision given that claim construction was a
disputed issue during the proceedings. See
Intellectual Ventures II LLC v. Ericsson Inc., 686
Fed.Appx. 900, 905 (Fed. Cir. 2017). Moreover, the
Board is not bound to adopt either party’s preferred
articulated construction of a disputed claim term. See
Exxon Chem. Patents, Inc. v. Lubrizol Corp., 64 F.3d
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1553, 1556 (Fed. Cir. 1995); see also Homeland
Housewares, LLC v. Whirlpool Corp., 865 F.3d 1372,
1376 (Fed. Cir. 2017).

The facts in this case can be distinguished from SAS
Institute, Inc. v. ComplementSoft, LLC, 825 F.3d 1341,
1351 (Fed. Cir. 2016), rev'd and remanded on other
grounds, SAS Institute, Inc. v. Iancu, — U.S. ,
138 S.Ct. 1348, — L.Ed.2d (2018), on which
WesternGeco relies. In SAS, the Board construed the
relevant term in its institution decision, but in the
final written decision sua sponte issued and adopted a
significantly different construction, even though
neither party had disputed the Board’s original
construction and premised their arguments in the
proceeding on that construction. Because the
appellant had no notice that the Board’s construction
could change or an opportunity to address the new
construction, this court vacated the decision and
“remanded on that issue. Id. at 1351-53.

Here, by contrast, the construction of “global control
system” became disputed when WesternGeco changed
course in its patent owner response. Having put it at
1ssue, WesternGeco was well aware that the Board
could alter its construction in the final written
decision. See Genzyme Therapeutic Prods. v. Biomarin
Pharm. Inc., 825 F.3d 1360, 1367 (Fed. Cir. 2016)
(finding no APA violation where the parties “received
adequate notice of the issues that would be
considered, and ultimately resolved”). Further, even
though the Board’s ultimate construction is not
identical to either party’s proposed construction, the
differences are not so materially different as to raise
potential due process concerns. WesternGeco does not
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contend that it would have presented different
arguments had it known what the final construction
would be. :

Moreover, the Board’s construction of “global control
system” did not affect the unpatentability outcome
because the Board concluded that the challenged
claims were unpatentable even under WesternGeco’s
construction requiring control of “all” streamer
positioning devices. J.A. 182 (“Even assuming the
appropriate claim construction was limited to ‘all’
streamer positioning devices, which it is not, this
would not serve to distinguish the claimed invention
from the ‘636 PCT.”). Thus, the Board’s decision to
adopt a construction between those offered by the
parties did not prejudice WesternGeco, and we
perceive no reason to overturn the Board’s
construction of this term.

2. The Board’s Unpatentability Findings Based on
the ‘636 PCT Are Not Erroneous

The Board found claims 1, 4, and 15 of the 967 Patent
to be unpatentable under 35 U.S.C. §§ 102 and 103 in
view of WO 98/28636 (the ‘636 PCT). The ‘636 PCT
discloses a streamer positioning device for controlling
the position of a marine seismic streamer as it is
towed behind a boat in a streamer array.

WesternGeco challenges the Board’s unpatentability
findings on two separate grounds. First, it argues that
the ‘636 PCT reference does not explicitly disclose a
“global control system” and that the Board improperly
mixed the ‘636 PCT’s background discussion with its
detailed description of the invention to find that this
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reference teaches all limitations of claims 1, 14, and
15. Second, it contends that the Board improperly
relied on a purported “admission” in the '967 Patent
about the ‘636 PCT rather than relying solely on the
‘636 PCT itself. Both arguments fail.

We see no error in this case from the Board’s use of a
reference’s background to furnish context for how a
skilled artisan would understand the reference’s
disclosed embodiments. Here, the ‘636 PCT
background discloses “marine seismic streamers,”
towed in an array, each of which has a plurality of
streamer positioning devices (birds). J.A. 485. That
background, as the Board found, provided context for
the ensuing disclosures of the control systems on
individual birds, “for controlling the position of a
marine seismic streamer,” with each bird on a
streamer that “includes a control line” configured “to
receive control signals.” J.A. 485, 487. The Board also
found a link between the background disclosure of an
array of streamers and the later disclosures of control
lines on each streamer that control the local systems
on each bird; further, this link would have been
apparent to one of skill in the art. J.A. 177-78. As the
Board concluded, the ‘636 PCT discloses an overall
distributive control system comprising a local control
system in each bird dispersed along the streamers and
a separate global “position determining system”
capable of controlling the birds within the array by
transmitting appropriate location information along
the disclosed control lines. J.A. 176-80. Collectively,
this provides substantial evidence that the ‘636 PCT
anticipates claims 1, 4, and 15 of the 967 Patent.

The Board’s consideration of the ’967 Patent’s
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characterization of the prior art was also proper. “A
statement in a patent that something is in the prior
art is binding on the applicant and patentee for
determinations of anticipation and obviousness.”
Constant v. Advanced Micro—Devices, Inc., 848 F.2d
1560, 1570 (Fed. Cir. 1988); see PharmaStem
Therapeutics, Inc. v. ViaCell, Inc., 491 F.3d 1342, 1362
(Fed. Cir. 2007). Here, the Board reviewed the
disclosure of the ‘636 PCT and concluded that it
teaches the claimed distributed control system. The
Board’s finding was grounded in the ‘636 PCT’s
disclosure of a global “positioning determining
system” and a local control system on each bird. See
J.A. 176. The Board then found that the ’967 Patent’s
characterization of the ‘636 PCT reinforced the
conclusion that the ‘636 PCT anticipated the claims.
J.A. 178.

As we have explained, substantial evidence supports
the Board’s determination that the ‘636 PCT
anticipates the challenged claims of the 967 Patent.
See Kennametal, Inc. v. Ingersoll Cutting Tool Co., 780
F.3d 1376, 1381 (Fed. Cir. 2015) (affirming
anticipation determination where a person of skill in
the art would “at once envisage the claimed
arrangement or combination”). But, even if the ‘636
PCT does not anticipate, its disclosure, as interpreted
by the credited and undisputed testimony of PGS’s
experts, would have rendered obvious the claimed
combination of local control systems on birds with a
global control system that controls the birds. See J.A.
1044-46, 1443-44 (explaining how a person of
ordinary skill would have been motivated to adapt the
‘636 PCT so that it employed a global control system).
The evidence regarding the meaning of the ‘636 PCT
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disclosures and motivations of the skilled artisan is
sufficient to support the Board’s alternative finding of
obviousness.

D. Objective Indicia of Nonobviousness

Lastly, WesternGeco argues that the Board
improperly disregarded objective evidence of
nonobviousness for the '967 and ’520 Patents. As the
patent owner, WesternGeco bears the burden of
showing a sufficient nexus between the claimed
invention and any objective evidence of
nonobviousness. ABT Sys., LLC v. Emerson Elec. Co.,
797 F.3d 1350, 1361-62 (Fed. Cir. 2015).

The Board found that WesternGeco failed to establish
a nexus between the claims at issue and the purported
objective indicia of nonobviousness.!2 Specifically, it
found the testimony of WesternGeco’s witness, Robin
Walker, insufficient to establish nexus because it was
directed to “lateral steering technology,” not the
inventions at issue. J.A. 32-33, 86-87, 133-34. The
Board also credited the patents’ inventor, who
admitted that he did not invent lateral steering, which
was in the prior art. J.A. 334. Further, Mr. Walker
testified that the purchasers of WesternGeco’s
commercial product, Q—-Marine, had no interest in the
technical features actually recited in the claims of the

12 WesternGeco asserts that nexus is presumed for a
commercial embodiment like DigiFIN, but provides no analysis.
To establish a presumption of a nexus, the patentee must show
that the “product ‘embodies the claimed features, and is
coextensive with them.”” Polaris Indus., Inc. v. Arctic Cat, Inc.,
882 F.3d 1056, 1072 (Fed. Cir. 2018) (quoting Brown &
Williamson Tobacco Corp. v. Philip Morris Inc., 229 F.3d 1120,
1130 (Fed. Cir. 2000) ). WesternGeco has not made this showing.
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WesternGeco Patents. J.A. 14749-50. Based on this
evidence, even if a nexus existed, the Board concluded
that the evidence was insufficient to overcome the

strong showing of obviousness demonstrated by the
Petitioner. J.A. 33, 88, 134, 192, 271, 337.

Substantial evidence supports the Board’s findings.
Any commercial success enjoyed by the Q—Marine or
the DigiFIN product “is only significant if there is a
nexus between the claimed invention and the
commercial success.” Ormco Corp. v. Align Tech., Inc.,
463 F.3d 1299, 1311-12 (Fed. Cir. 2006). Here,
WesternGeco relied on the testimony of Mr. Walker,
who did not determine whether the Q-Marine or
DigiFIN products embodied the challenged claims.
- J.A. 2895. Further, WesternGeco has not shown that
the driving force behind the product sales was a direct
result of the unique characteristics of the claimed
inventions. See In re DBC, 545 F.3d 1373, 1384 (Fed.
Cir. 2008) (finding no nexus absent evidence that “the
driving force behind [the allegedly successful
product’s sales] was the [claimed invention]”). Even if
WesternGeco had satisfied its burden of showing a
sufficient nexus between the claimed invention and
its objective evidence of nonobviousness, the evidence
does not overcome the strong showing of obviousness
in this case. See Sud—-Chemie, Inc. v. Multisorb Techs.,
Inc., 554 F.3d 1001, 1009 (Fed. Cir. 2009).

CONCLUSION

We have considered WesternGeco’s remaining
arguments and find them unpersuasive. The Board
properly held that ION is not a real party in interest
or privy of PGS. Thus, the statutory time bar does not
apply. On the merits, we find that, for each of the
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WesternGeco Patents, the Board correctly interpreted
the claims, and substantial evidence supports the
Board’s unpatentability findings.

For these reasons, the Board’s decisions regarding the
WesternGeco Patents are

AFFIRMED
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Paper 100
Entered: December 15, 2015

UNITED STATES PATENT AND
TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND
APPEAL BOARD a

PETROLEUM GEO-SERVICES INC.,
and ”
ION GEOPHYSICAL CORPORATION AND
ION INTERNATIONAL S.AR.L.
Petitioner,

V.

WESTERNGECO LLC
Patent aner.

Case IPR2014-0006871
Patent 7,162,967 B2

Before BRYAN F. MOORE, SCOTT A. DANIELS, and
BEVERLY M. BUNTING, Administrative Patent
Judges.

DANIELS, Administrative Patent Judge.

1 Case IPR2015-00566 has been joined with this
proceeding.
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'FINAL WRITTEN DECISION
35 U.S.C. § 318(a) and 37 C.F.R. § 42.73

I.INTRODUCTION
A. Background

Petroleum - Geo-Services (“Petitioner,” or
“PGS”) filed a Petition to institute an inter partes
review of claims 1 and 15 of U.S. Patent No. 7,162,967
B2 (“the ’967 patent”).?2 Paper 1 (“PGS Pet.”).
WesternGeco LLC (“Patent Owner”) timely filed a
Preliminary Response. Paper 26 (“First Prelim.
Resp.”). We instituted trial in Petroleum Geo-Services,
Inc., v. WesternGeco L.L.C., Case IPR2014-00687, (the
“PGS IPR”), for claims 1 and 15 of the '967 patent on
certain grounds of unpatentability alleged in the
Petition. Paper 33 (“Decision to Institute” or “Inst.
Dec:.”). Patent Owner, in due course, filed a Response.
Paper 44 (“Response”). Petitioner subsequently filed a
Reply. Paper 77 (Reply). ‘ -

In a separate proceeding, ION Geophysical
Corporation _and ION International S.A.R.L., wv.
WesternGeco L.L.C., Case IPR2015-00566 (PTAB Jan.

2 The Petition was initially accorded the filing
date of April 23, 2014. Paper 6. Following submission
of an updated Mandatory Notice (Paper 18) on August
5, 2014, including additional real-parties-in-interest,
the filing date of the Petition was changed to August
5, 2014 and we exercised our discretion under 37
- C.FR. § 42.5(c) to set a new deadline for Patent
Owner’s preliminary response. Paper 22, 6.



42a

14, 2015) (the “ION IPR”), ION Geophysical
Corporation and ION International S.A.R.L. (“ON”)
also filed a Petition to institute an inter partes review
of claims 1 and 15 of the ’967 patent. Paper 3 (“ION
Pet.”). With their Petition, ION also filed a Motion for
Joinder, Paper 4 (“Mot.”), seeking to join the ION IPR
with the PGS IPR. Mot. 2. Patent Owner filed an
Opposition to ION’s Motion for Joinder. Paper 10
(“Opp.,”). We instituted trial in the ION IPR and
granted ION’s Motion for Joinder. Paper 53 (“ION
Decision to Institute” or “ION Inst. Dec.”). We ordered
ION not to file papers, engage in discovery, or
participate in any deposition or oral hearing in
IPR2014-00687 without obtaining authorization. ION
was, however, permitted to appear in IPR2014-00687
so that it could receive notification of filings and
attend depositions and the oral hearing. Patent

Owner subsequently filed a Preliminary Response to
ION’s Petition. Paper 70 (“ION Prelim. Resp.”).

An oral hearing was held on July 30, 2015. A
transcript of the hearing is included in the record.
Paper 99 (“Tr.”).

The Board has jurisdiction under 35 U.S.C. §
6(c). This Final Written Decision is entered pursuant
to 35 U.S.C. § 318(a) and 37 C.F.R. § 42.73. For the
reasons that follow, we determine that Petitioner has
proven, by a preponderance of the evidence, that
claims 1 and 15 of the ’967 patent are unpatentable.

B. Additional Proceedings

Lawsuits involving the '967 patent presently
asserted against Petitioner include WesternGeco LLC
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v. Petroleum Geo-Services, Inc., 4:13-cv-02725 (the
“PGS lawsuit”) in the Southern District of Texas and
WesternGeco LLC v. ION Geophysical Corp., 4:09-cv-
01827 (the “ION lawsuit”) also in the Southern
District of Texas. ION Pet. 10.

The '967 patent is related to the patents
involved in IPR2014-00688 and IPR2014-00689.

C. The ‘967 Patent

The ’967 patent (Ex. 1001), titled “Control
System for Positioning of Marine Seismic Streamers,”
generally relates to a method and apparatus for
improving marine seismic survey techniques to more
effectively control the movement and positioning of
marine seismic streamers towed in an array behind a
boat. Ex. 1001, 1:24-36. As illustrated in Figure 1 of
the '967 patent, reproduced below, labeled “Prior Art”,
a seismic source is towed by boat 10, for example air
gun 14, producing acoustic signals which are reflected
off the earth below. Id. at 3:41-43.
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Fig.1.

Prlor Azt

2

Figure 1 depicts an array of selsmic streamers
12 towed behind vessel 10. The streamers each have a
plurality of horizontally and vertically steerable
“birds” 18 also referred .to in the ’'967 patent as
“streamer positioning devices.” Id. at 3:53-55. In this
Decision we use the terms “birds,” “streamer
positioning devices,” or “SPD’s,” interchangeably. The
reflected acoustic sighals are received by hydrophones
(no reference number) attached to streamers 12, and
the signals “digitized and processed to build up a
representation of the subsurface geology.” Id. at 1:38—
41. Birds 18 are horizontally and vertically steerable
and control the shape and position of the streamer in
both vertical (depth) and horizontal directions. Id. at
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3:53—61. The birds’s job is usually to maintain the
streamers in their linear and parallel arrangement,
because, when the streamers are horizontally out of
position, the efficiency of the seismic data collection is
compromised. Id. at 2:14—-17. The most important task
of the birds, according to the '967 patent, is to keep the
streamers from tangling. Id. at 4:4-5.

In order to obtain accurate survey data, it is
necessary to control the positioning of the streamers,
both vertically in the water column, as well as
horizontally against ocean currents and forces, which
can cause the normally linear streamers to bend and
undulate and, in some cases, become entangled with
one another. Id. at 1:42-2:25. As depicted by Figure 1,
each streamer 12 is maintained in a generally linear
arrangement behind the boat by deflector 16 which
horizontally positions the end of each streamer
nearest the vessel. Id. at 1:43—45. Drag buoy 20 at the
end of each streamer farthest from the vessel creates
tension along the streamer to maintain the linear
arrangement.

Figure 1 also discloses global control system 22
positioned on vessel 10. The '967 patent states that
“the control system for the birds 18 is distributed
between a global control system 22 located on or near
the seismic survey vessel 10 and a local control system
located within or near the birds 18.” Id. at 3:62—66.
The global control system 22 on the vessel can be
connected to the vessels navigation system to obtain
various parameters “such as the vessel’'s towing
direction and velocity and current direction and
velocity, from the vessel's navigation system.” Id. at
4:1-3.
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Figure 2 of the '967 patent, reproduced below,
illustrates a preferred embodiment of bird 18 as it
relates to the described invention.

As depicted by Figure 2 of the 967 patent, when
the streamers are towed, birds 18 are capable of
controlling their own position, and hence the position
of streamer 12, in both horizontal and vertical
directions. Id. at 5:34-36.

In a preferred embodiment according to the
’967 patent, the “global control system 22 monitors the
actual positions of each of the birds 18 and 1is
programmed with the desired positions of or the
desired minimum separations between the seismic
‘streamers 12.” Id. at 4:22—-25. The control system uses
the desired and actual position of the birds to
“regularly calculate updated desired vertical and
horizontal forces the birds should impart on the
seismic streamers 12 to move them from their actual
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- positions to their desired positions.” Id. at 4:37-40.
The ’967 patent further states that as part of the
overall - control system “global control system 22
preferably calculates the desired vertical and

horizontal forces based on the behavior of each

streamer and also takes into account the behavior of
the complete streamer array.” Id. at 4:53-57.

D. Illustrative Claim

Claims 1 and 15 are independent. Claim 1 is a method
- claim, and claim 15, reproduced below, an apparatus
claim, illustrates the claimed subject matter:
15. An array of seismic streamers
towed by a towing vessel comprising:

(a) a plurality of streamer positioning
devices on or inline with each
streamer, at least one of the streamer
positioning devices having a wing;

(b) a global control system
transmitting location information to
at least one local control system on the
at least one streamer positioning
device having a wing, the local control
system adjusting the wing.

Ex. 1001, 12:33—41 (emphasis added).

E. The Alleged Grounds of Unpatentability
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Petitioner contends that the challenged claims are
unpatentable on the following specific grounds.?

636 PCT* § 102 1 and 15
‘636 PCT § 103 1 and 15

II. CLAIM CONSTRUCTION
A. Legal Standard

In an inter partes review, claim terms in an
unexpired patent are interpreted according to their
broadest reasonable construction in light of the
specification of the patent in which they appear. 37
C.F.R. § 42.100(b); see also In re Cuozzo Speed Techs.,
LLC., 778 F.3d 1271, 1278-82 (Fed. Cir. 2015)
(“Congress implicitly approved the broadest
reasonable interpretation standard in enacting the
AIA.” and “the standard was properly adopted by PTO
regulation.”). Claim terms are given their ordinary
and customary meaning as would be understood by a
person of ordinary skill in the art at the time of the
invention and in the context of the entire patent
disclosure. In re Translogic Tech., Inc., 504 F.3d 1249,
1257 (Fed. Cir. 2007). If the specification “reveal[s] a
special definition given to a claim term by the
patentee that differs from the meaning it would
otherwise possess[,] . . . the inventor’s lexicography
governs.” Phillips v. AWH Corp., 415 F.3d 1303, 1316

3 Petitioner supports its challenge with Declarations of Dr.
Brian J. Evans, Ph.D. (Ex. 1002)(“Evans Decl.”) and Dr. Jack H.
Cole, Ph.D. (Ex. 1003)(“Cole Decl.”). See infra.

4 Ex. 1004, WO 98/28636 (July 2, 1998).
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(Fed. Cir. 2005) (en banc) (citing CCS Fitness, Inc. v.
Brunswick Corp., 288 F.3d 1359, 1366 (Fed. Cir.
2002)).

If an inventor acts as his or her own
lexicographer, the definition must be set forth in the
specification with reasonable clarity, deliberateness,
and precision. Renishaw PLC v. Marposs Societa’ per
Azioni, 158 F.3d 1243, 1249 (Fed. Cir. 1998). If a
feature is not necessary to give meaning to what the
inventor means by a claim term, it would be
“extraneous” and should not be read into the claim.
Renishaw PLC, 158 F.3d at 1249; E.I. du Pont de
Nemours & Co. v. Phillips Petroleum Co., 849 F.2d
1430, 1433 (Fed. Cir. 1988). Only terms which are in
controversy need to be construed, and then only to the
extent necessary to resolve the controversy. Vivid
Techs., Inc. v. Am. Sci. & Eng’g, Inc., 200 F.3d 795,
803 (Fed. Cir. 1999).

We apply these general rules in construing the
claims of the 967 patent.

In our Decision to Institute, we construed only

one term, determining that “local control system”

means “a control system located on or near the
streamer positioning devices.” Inst. Dec. 9-10. Based
on the full record developed during trial, we adopt
that construction for purposes of this Decision and
provide construction for the following additional claim
terms.

B. Global Control System
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Patent Owner contends that the broadest
reasonable interpretation of “global control system” is
“a control system configured to coordinate all streamer
positioning devices in the array.” PO Resp. 8
(emphasis added). Patent Owner argues that “[t]his-
construction is mandated by the claim language,
specification, and the very purpose of the ’967
invention.” Id.

Patent Owner asserts that .the proper
understanding of “global control system” is dependent
on the ordinary meaning that the word “global” would
impart to one of ordinary skill in the art. PO Resp. 10.
Patent Owner initially points to an ordinary meaning
from the MERRIAM WEBSTER DICTIONARY,
defining “global” to mean “of, relating to, or
constituting, an organic whole.” PO Resp. 10 (citing
Ex. 2066). Based on this dictionary definition, Patent
Owner contends that in the context of a seismic survey
vessel towing “an array of streamers” as recited in
claims 1 and 15, to a person of ordinary skill in the
art, “global,” means “that the entire array of streamers
were being controlled.” Id. at 10 (citing Ex. 2042 ¢ 91)
(emphasis added). Patent Owner’s Declarant, Dr.
Triantafyllou testifies also that

[m]y understanding of a “global control

system” stems from the use of the word

“global.” This term is specific. To a POSA, it

means that the control system oversees and

affects the entire system. It is aimed at
coordinated control.

Ex. 2024 9 91. In support of his testimony Dr.
Triantafyllou points to the specification of the '967
patent for two examples of how coordinated control of
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the entire system can occur, e.g. by “delivering force
values ‘as separate values for each bird 18 on each
streamer continuously during operation of the
control system,” (Id. at 91 (citing Ex. 1001, 5:20—
23)); and also “that ‘[t]he global control system 22
preferably calculates the desired vertical and
horizontal forces based on the behavior of each
streamer and also takes into account the behavior of
the complete streamer array.” Id. at § 91 (citing
Ex. 1001, 4:54-57). Based on such examples from the
specification Dr. Triantafyllou concludes that “global
control system” is not merely control of the entire
array of streamers, but that it is “a control system
configured to coordinate all streamer positioning
devices in the array.” Id. at § 93 (emphasis added).

We must take care when reading a patent
specification to interpret and understand the claims
and requisite claim language in light of the disclosure,
while not inappropriately importing variations and
specific embodiments into a claim interpretation. See
Superguide Corp. v. DirecTV Enterprises, Inc., 358
F.3d 870, 875 (Fed. Cir. 2004). (“Though
understanding the claim language may be aided by
the explanations contained in the written description,
it 1s important not to import into a claim limitations
that are not a part of the claim.”). The written
description portions relied upon by Dr. Triantafyllou
in support of Patent Owner’s claim construction are
preferred embodiments and examples in the 967
patent specification explaining how to control the
streamers. For example, the specification states that
“lilln the preferred embodiment of the present
invention, the global control system 22 monitors the
actual positions of each of the birds 18.” Ex. 1001,
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4:21-23. Also, the 967 patent describes that “[t]he
global control system 22 preferably calculates the
desired vertical and horizontal forces based on the
behavior of each streamer.” Ex. 1001, 4:54-56. The
'967 patent is replete with language and examples
indicating alternative and exemplary embodiments,
including the statement just prior to the claim listing
that “[tlhe present invention includes any novel
feature or novel combination of features disclosed
herein, either explicitly or implicitly.” Id. at 11:12—-14
(emphasis added). “[Wlhile . . . claims are to be
interpreted in light of the specification and with a
view to ascertaining the invention, it does not follow
that limitations from the specification may be read
into the claims.” Comark Commcns, Inc. v. Harris
Corp., 156 F.3d 1182, 1186 (Fed. Cir. 1998) (citation
omitted.). Accordingly, we are not persuaded that any
of the exemplary embodiments from the specification
or Dr. Triantafyllou’s interpretation based on such
specific embodiments that allegedly “coordinate all
streamer positioning devices” should be read into
“global control system.” See Ex. 2042 § 93.

It is also not clear from Dr. Triantafyllou’s
testimony why one of ordinary skill in the art would
limit the term global control system to “coordinate all
streamer positioning devices in the array,” as
propounded in Patent Owner’s claim construction. We
find no testimony or explanation apart from the
specification examples, nor are we apprised of any
persuasive evidence in Dr. Triantafyllou’s testimony
that all the SPD’s in the array must be coordinated in
order to guide all the streamers and achieve a “global
control system.” Dr. Triantafyllou states in his
Declaration that “[ijn the context of seismic
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surveying, a POSA would have understood that the
global control system coordinated the control of the
entire array of streamers.” Ex. 2042 § 91. Indeed,
Dr.Triantafyllou further testified during his
deposition that in certain cases less than all the SPD’s,
and even less than all the streamers, would still be
considered a global control system.

6 Q So all of the SPDs on the streamers. that

7 are being controlled need to be controlled by the
8 global control system.

9 A The ones that you want to control, yes.

10 Q The streamers that you want to control.

11 A The streamers you want to control.

Ex. 1091, 122:6-11.

We find no persuasive reference or evidence in
the specification or the claim language, nor do we find
persuasive Dr. Triantafyllou’s reliance on the
preferred embodiments in the specification, that the
meaning of “global” was intended to be restricted to
coordination of all SPD’s in the array as Patent
Owner’s construction currently reads. Moreover, the
language of the claim itself does not support the
understanding that all the streamer positioning
devices in the array are controlled. A plain reading of
claim 15 requires on each streamer “a plurality of
streamer positioning devices,” but, by reciting further
the limitation of transmitting “information to at least
one local control system”, it is clearly conveyed to the
reader that not all the streamer positioning devices
need be controlled. This is consistent with Dr.
Triantafyllou’s deposition testimony above.
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We understand from the specification, the
claim language, and Dr. Triantafyllou’s testimony
that controlling all the streamer positioning devices
on each streamer would facilitate control of the
streamer array, however, we are not persuaded by the
evidence in the record that control of all SPD’s is a
requirement of claim 1 imparted by the term “global
control system.” Accordingly, we do not construe
“global positioning system” to require all streamer
positioning devices to be controlled and we decline to
adopt Patent Owner’s construction. See SuperGuide
Corp. at 875 (“a particular embodiment appearing in
the written description may not be read into a claim
when the claim language is broader than the
embodiment.”).

We are also not persuaded to read the word
“coordinate” as advocated by Dr. Triantafyllou into
the claim construction. The word “coordinate” is not
found anywhere in the specification of the ’967 with
respect to relative control between all the streamers
or all the SPD’s. The specification uses the phrase, “to
coordinate control,” only once, and only to describe a
prior art “two-wing” SPD and its local control system.5
See Ex. 1001 5:34-38, 6:10-14. Dr. Triantafyllou does
not specifically define the word “coordinate,” but uses
it as essentially a more nuanced word than “control”
to facilitate explanation of a “global control system.”
Dr. Triantafyllou stated during his deposition:

5 This portion of the specification states that “FIG. 2 shows
a type of bird 18 that is capable of controlling the position of
seismic streamers 12 in both the vertical and horizontal
directions. A bird 18 of this type is also disclosed in our PCT
International Application No. WO 98/28636.” Ex. 1001 5:34-38.
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2 Q And it’s missing coordination of all the

3 SPDs, correct?

4 A All the ones that you need to control.

5 So that is not a strong statement. You can
choose to

6 ignore some, but the ones that you want to
control,

7 you have to send signals. But the more
important

8 word is “coordinated.”

Ex. 1091, 131:2—14. Dr. Triantafyllou’s use of
the word “coordinate[d]” is, however, based on the
specification examples and preferred embodiments in
the ’967 patent explaining how the streamers and
SPD’s are “continuously” controlled. See Ex. 2042 9
91. Because, as discussed above, we do not read
limitations from these preferred embodiments and
examples in the specification into the claims we also
are not persuaded that the term “coordinate” should
be read into the claims as a substitute, or in addition
to the word “control.”

We do not wholly discount Dr. Triantafyllou’s
testimony. Dr. Triantafyllou has over 40 years of
experience in the field of marine vehicle dynamics and
control. Ex. 2042 § 1. He has a bachelor’s degree in
Naval Architecture and Marine Engineering, as well
as a Master of Science and Mechanical Engineering, a
Master’s of Science in Ocean Engineering, and a Ph.D.
in Ocean Engineering from MIT. Id. at § 2. Since 1979
Dr. Triantafyllou has been an MIT faculty member
and professor, including Director of the Center for
Ocean Engineering at MIT, as well as a visiting
research scientist at the Woods Hole Oceanographic
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Institute. Id. at 49 6, 9. Dr. Triantafyllou’s testimony
is entitled to certain weight. We are persuaded that
one of skill in the art would understand that the term
“global” is not entirely superfluous, but that it has
some functional and structural meaning relative to
“control system” as well as to the other structures, e.g.
streamers and streamer positioning devices, recited in
claims 1 and 15. Given that a plain meaning of the
term “global” can relate to or apply to a whole, and
that claim 1 requires each streamer to have “at least
one streamer positioning devices having a wing” that
can be adjusted by a local control system, it is
reasonable to understand a “whole” being the “array
of seismic streamers” called for in the claims. See PO
Resp. 10 (citing Ex. 2066). Following from this basic
definition, Dr. Triantafyllou’s testifies that the word
“global” modifies “control system” in such a way as to
convey to one of skill in the art that “the control
system oversees and affects the entire system.” See
Ex. 2024 9 91. Dr. Triantafyllou qualified this phrase
from his Declaration somewhat, when asked at his
deposition, "

22 Q Okay. Doctor, it’s your interpretation

1 of the global control system that it oversees
the ‘

2 entire array.

3 A The entire controlled array.

Ex. 1091, 120:22-121:3. Dr. Triantafyllou explains
here that a global control system would oversee not
the “entire array,” but the “entire controlled array.”
We are persuaded by Dr. Triantafyllou’s testimony
that not all the streamers, or SPD’s, in an array must
be controlled, but that the global control system must
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be capable of controlling all the streamers and all the
SPD’s that one would need, or want, to oversee in the
array. See id. at 122:6-11. Dr. Triantafyllou was
definitive that all the SPD’s could be controlled, but
that one might choose, or not be able, to control all the
SPD’s and streamers in an array:

9 Q This notion that you can ignore some of
10 the SPDs, can you point me anywhere in
your

11 declaration to where you suggested that?
12 A Practical aspects. One of the control
13 devices has broken down. You are not
going to say,

14 [t]his ends the global control system.

Ex. 1091, 131:2-14. In other words, Dr. Triantafyllou
testified that it is not necessary to control each SPD
to retain the nature of a global contiol system being
capable of overseeing and affecting the array.

Petitioner argues that “global control system”
should be interpreted as the parties originally agreed,
i.e. as “a control system that sends commands to other
devices in a system (e.g., local control systems).” Reply
3, Pet. 24, Prelim. Resp. 26—-27. Petitioner points out
that the agreed upon construction is the same
construction promoted by Patent Owner in the
underlying ION lawsuit and adopted in that
proceeding by the district court. Id. (citing Ex. 1017,
16-19). Petitioner specifically contends that Patent
Owner’s new construction is unreasonable because it
improperly reads in limitations from the specification
and requires the global control system to send
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commands to all the streamer positioning devices. Id.
at 4. ‘

In our Decision to Institute we stated with
respect to the term “global positioning device” that
“[w]e are not persuaded that either party has provided
sufficient reason to- ascribe further functional
elucidation to this term” because the parties’ proposed
construction was essentially a restatement of the
functional claim language already recited in the
claims. See Inst. Dec. 8. Paragraph (b) of claim 1
recites: ’

(b) transmitting from a global control system
location information to at least one local
control system on the at least one streamer
positioning devices having a wing;

Ex. 1001, 11:20-23 (emphasis added). First, on its
face, a “global control system” is clearly a control
system. We also know from the express language in
the claim itself that the “global control system” is
“transmitting,” information to a local control system.
We understand no substantive distinction, nor did the
parties explain why any such distinction should be
made, between the words “transmitting” and the word
“sending” in the context of the global control systems’
function. Also, instead of the word “information” as
recited in the claim, the earlier proposed construction
uses the word “command.” It is not explained by either
party why substitution of the term “command” in
contrast to “information” was reasonable under the
broadest reasonable interpretation. -The word
“command” is found nowhere in the specification of
the 967 patent. The specification does explain in one
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embodiment that there are certain forces “that the
global control system 22 has instructed the local
control system to apply to the streamer 12.” Ex. 1001
6:29-30 (emphasis added). However, in another
embodiment the specification states that “the global
control system 22 can transmit location information
to the local control system 36 instead of force
information.” Id. at 45—47 (emphasis added). We are
not apprised of any reasoning, explanation, or
evidence on this record that persuades us to supplant
“Information” with command,” or that such a
substitution provides further clarity to understanding
the term “global control system.”

The claim next calls for information to be
transmitted “to at least one local control system on the
at least one streamer positioning devices having a
wing.” In comparison, the originally proposed claim
construction sends commands “to other devices in a
system (e.g., local control systems).” A “local control
‘system” is understood as another device relative to the
“global control system,” this is clear on the face of the
claim. What this construction does, however, is merely
state in words, the nature of what we already
understand from the plain meaning of the claim and
the term “comprising,” i.e. that the claim is not limited
to sending information merely to a “local control
system” but could send information to other “devices”
not specifically recited in the claim. In re Skvorecz,
580 F.3d 1262, 1267—68 (Fed. Cir. 2009); In re Crish,
393 F.3d 1253, 1257 (Fed. Cir. 2004). The originally
proposed claim construction is therefore, on this
record, merely a restatement of the plain meaning of
the claim language as currently recited in claims 1
. and 15 and does not make any more clear for purposes
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of this proceeding the meaning of “global positioning
system” under the broadest reasonable interpretation
of that term.

Based on the specification, claim language and
evidence on the complete record before us, we
determine that, under the broadest reasonable
interpretation, and giving the words their plain and
ordinary meaning consistent with the specification,
the phrase “global control system” is “a control system
capable of overseeing and affecting the array of
streamers and streamer positioning devices.”

ITI. ANALYSIS

A. Claims 1 and 15 - Anticipation by the ‘636
PCT

To prevail on its patentability challenge,
Petitioner must establish facts supporting its
challenge by a preponderance of the evidence. 35
U.S.C. § 316(e); 37 C.F.R. § 42.1(d). Petitioner asserts
that claims 1 and 15 are anticipated by the 636 PCT
under 35 U.S.C. § 102. Pet. 29—40; Pet. Reply 10-26.
Patent Owner disagrees, and focuses its argument on
distinguishing the claimed “global control system”
from the control system disclosed in the 636 PCT;
Disputes that the 636 PCT discloses either a global,
or remote control system; and contests Petitioner’s
reliance on the “remote control system” allegedly
disclosed as prior art in the ’636 PCT. PO Resp. 16—
23.

“A claim is anticipated only if each and every
element as set forth in the claim is found, either
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expressly or inherently described, in a single prior art
reference.” Verdegaal Bros. Inc., v. Union Oil Co., 814
F.2d 628, 631 (Fed. Cir. 1987). “The identical
invention must be shown in as complete detail as is
contained in the . . . claim.” Richardson v. Suzuki
Motor Co., 868 F.2d 1226, 1236 (Fed. Cir. 1989). The
elements must be arranged as required by the claim,
but this is not an ipsissimis verbis test, i.e., identity of
terminology is not required. In re Bond, 910 F.2d 831,
832 (Fed. Cir. 1990).

" [Ulnless a reference discloses within the four
corners of the document not only all of the
limitations claimed but also all of the
limitations arranged or combined in the
same way as recited in the claim, it cannot be
said to prove prior invention of the thing
claimed and, thus, cannot anticipate under
35 U.S.C. § 102.

Net MoneyIN, Inc. v. VeriSign, Inc., 545 F.3d 1359,
1371 (Fed. Cir. 2008).

1. Overview of the ‘636 PCT

The ’636 PCT discloses a streamer positioning
device, e.g. “a bird,” for controlling the position of a
marine seismic streamer as it is towed behind a boat
in a stréeamer array. Ex. 1004, 2. Figure 1 of the 636
PCT, reproduced below, illustrates streamer control
device 10 attached to seismic streamer 14. Id. at 3—4.
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As depicted diagrammatically by annotated
Figure 2 of the '636 PCT, above, a depth sensor,
typically mounted on the bird, provides an actual
depth signal to control circuit 34. Id. at 5. The actual
and desired lateral position signal as well as the
desired depth signal, shown highlighted in yellow, are
also received by control circuit 34 from an external
positioning determining system (id.) to calculate and
adjust, via stepper motors 48, 50, “the respective
angular positions of the wings 24 which together will
produce the necessary combination of vertical force
(upwardly or downwardly) and lateral force (left or
right) required to move the bird 10 to the desired
depth and lateral position.” Id. at 6.

2. Claims 1 and 15

Patent Owner’s position with respect to
anticipation is focused on the main issue of whether
the 636 PCT discloses a “global control system” as
recited in both the method claim, claim 1, and the
apparatus claim, claim 15, in accordance with the
proper claim construction of that term.¢ PO Resp. 16,
Reply 10-11. Patent Owner makes certain arguments
that the ’636 PCT does not provide the necessary and
sufficient disclosures to support anticipation of claims
1 and 15.

6 We address claims 1 and 15 together because although
claim 1 is a method claim, and claim 15 an apparatus claim,
Patent Owner’'s arguments and analysis relating to “global
control system” do not differentiate between the claims. See PO
Resp. 16-23. Similarly, our analysis in this Decision applies
equally to either claim regardless of it being a method or
apparatus.
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As an initial matter, Patent Owner argues that
the ’967 patent “distinguishes the 636 PCT by
contrasting it with the claimed ‘global control
system.” PO Resp. 17. In other words, Patent Owner
argues the 967 patent itself is proof that the ’636 PCT
does not disclose a “global control system.” This is an
accurate statement to an extent. In the Background of
the Invention, the ’967 patent describes the prior art
’636 PCT control system as including a “remote
control system” and a “local control system” but does
not expressly compare or contrast specifically the
prior art “remote control system” to the claimed
“global control system.” More accurately in context, a
reasonable understanding of how the ’967 patent
distinguishes itself from the 636 PCT is clear from the
statement in the specification that

[w]hile this 636 PCT] type of system allows

for more automatic adjustment of the bird

wing angles, the delay period and the
relatively long cycle time between position
measurements prevents this type of control
system from rapidly and efficiently
controlling the horizontal position of the bird.

Ex. 1001 2:47-52. The 967 patent differentiates itself
by asserting that its system can reduce the delay and
cycle times between position measurements and i1s
thus a faster and more efficient control system “to
convert the measured vertical and/or horizontal

displacements into corresponding forces to be applied
by the birds 18.” Id. at 6:61-63.

Nonetheless, as noted by Petitioner, “whether
the 636 PCT’s control system is slower or less efficient
than the '967 patent’s is irrelevant, because the claims
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do not contain any limitations that bear on the global
control system’s speed or efficiency.” Reply 13. The
proper construction of “global control system,” above,
does not include such speed or efficiency parameters.
Furthermore, mere criticism or distinguishing of a
particular embodiment encompassed in the. plain
meaning of a claim term is not sufficient as clear
disavowal of claim scope. Epistar Corp. v. Int’l Trade
Comm’n, 566 F.3d 1321, 1335 (Fed. Cir. 2009) (holding
that even a direct criticism of a particular technique -
did not rise to the level of clear disavowal). Patent
Owner’s position here does not persuade us that the
’967 patent clearly demarcates between the elements
and functions of the 636 PCT’s “remote control
system” as compared to the claimed “global control
system.”

Next, Patent Owner argues that “the 636 PCT
does not disclose any control beyond a local control
system, let alone a global control system.” PO Resp.
17, 19 (citing Ex. 2042 99 131, 177, 181, 183).
Although the ’636 PCT does not itself expressly recite
a “remote control system” it clearly states in reference
to Figure 2, that “[t]he lateral position signals are
typically derived from a position determining system
of the kind described in our US Patent No 4,992,990
or our International Patent  Application
No[.]W09621163.” Ex. 1004, 5 (emphasis added).
Without referring specifically to the noted 990 patent
or the ’163 PCT application, the described “position
determining system” in the 636 PCT is reasonably
understood in context as distinct, or external, from
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local control system 26 shown in Figure 2.7 It is
further reasonable, in the context of this description
and Figure 2 annotated above, to understand that the
inputs shown highlighted in yellow: desired depth 35,
desired lateral position 37, and actual lateral position
38 received by local control system 26 are not acquired
~ from the local control system 26 itself, but from the
external “positioning determining system.” Id.

In any event, the 967 patent, in context, clearly
describes the 636 PCT control system having a
positioning determining system that is an external,
“remote control system,” i.e. separated or spaced from,
a “local control system.” Ex. 1001, 2:38-44.8 Although
the 967 patent does not expressly equate the “remote
control system” to the “position determining system”
or describe the 636 PCT’s control system 26 expressly
as a “local control system” it is unclear to us on this
record given a sensible perspective of the '967 patent’s
express reference to the ’636 PCT and a plain meaning
of the word “remote,” what else they would be.
Accordingly, we are persuaded by the evidence that
the 636 PCT discloses an overall distributive control
system as described in the 967 patent where

7 Patent Owner objects that the reference, U.S. Patent No
4,992,990 to Langeland et al., (‘Langeland,” or “the '990 patent”),
is not properly incorporated by reference. PO Reply 20-23.
Because we do not rely on the '990 patent for any part of our
Decision, we do not address this argument.

8 The MERRIAM-WEBSTER ONLINE DICTIONARY
provides an ordinary meaning of “remote” as “separated by an
interval or space greater than usual” http://www.merriam-
webster.com/dictionary/remote (last visited Dec. 1, 2015).
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the desired horizontal positions and the
actual horizontal positions are received from
a remote control system and are then used by
a local control system within the birds to
adjust the wing angles.

Id. at 2:40—44. Further supporting our determination,
Figure 1 of the ’967 patent, reproduced below in -
relevant part with annotations, is clearly labeled as
“Prior Art” and includes reference number 22
positioned on vessel 10. The 967 patent describes
element 22 as a “global control system 22 located on
or near the seismic survey vessel 10.”

Fig.1

Annotated Figure 1 of the ’'967 patent,
reproduced in relevant part above, illustrates as
“Prior Art” vessel 10 towing streamers 12, and having
global control system 22 onboard the vessel. Even if
we make the assumption that the specific word
“global” was unintended as part of the “Prior Art,” it
is reasonable to understand from the ’967 patent,
given Figure 1 and the 636 PCT, that a different,
external, or “remote” control system was known to be
positioned on the towing vessel and in communication
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with a local control system with the bird. “By filing an
application containing Figs. 1 and 2, labeled prior art,
ipsissimis verbis, and statements explanatory thereof
appellants have conceded what is to be considered as
prior art.” Application of Nomiya, 509 F.2d 566, 571
(C.C.P.A. 1975).

Patent Owner also argues that because the ’967
patent and the ’636 PCT include the same inventor,
Simon H. Bittleston, there is a presumption that
“remote” and “global” are different terms that have
different meanings. PO Resp. 17 (citing Chicago Bd.
Options Exch., Inc. v. Int’l Sec. Exch.,LLC, 677 F.3d
1361, 1369 (Fed. Cir. 2012). We agree with Patent
Owner that these terms may have different meanings.
However, in accordance with our claim construction
and our understanding of the 636 PCT as discussed
above, the question before us is not whether these two
terms have the same meaning, but specifically
whether the “remote control system” disclosed in the
’636 PCT i1s “a control system capable of overseeing
and affecting the array of streamers and streamer
positioning -devices.” Anticipation does not require the
same words be used to equate relevant elements from
the prior art with particular limitations of a claim.
These elements must be arranged as in the claim
under review but this is not an ipsissimis verbis test.
In re Bond 910 F.2d at 832, see also Structural Rubber
Prods. Co. v. Park Rubber Co., 749 F.2d 707, 716 (Fed.
Cir. 1984)(while holding that a reference must
disclose the entirety of the claimed subject matter to
anticipate, the Federal Circuit acknowledged that the
reference need not disclose the claimed subject matter
in the same language used in the claim).
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Patent Owner further argues that “[tJhe '636
PCT does not describe a total seismic array system,
but only the bird.” PO Resp. 18. The 636 PCT
describes that “[ijn order to perform a 3D marine
seismic survey, a plurality of [] streamers are towed
at about 5 knots behind a seismic survey vessel,” and
that “control devices known as ‘birds’, attached to each
streamer at intervals of 200 to 300 metres, are used.”
Ex. 1004, 1. It is unambiguous from this disclosure
that marine seismic streamer systems were known to
include a plurality of streamers, e.g. an array, and
that each streamer can include a plurality of
positioning control devices, e.g. birds spaced 200-300
metres apart along the streamer to control the
streamers. It is further clear from the description and
Figure 2 that the ’636 PCT discloses bird 10 having
wings 24 and a local control system 26 that receives
certain signals from a remote control system that
“enables the horizontal or lateral position of the
streamer 14 to be controlled, and not just its depth.”
Id. at 7. '

We find that the 636 PCT discloses sufficiently
to a person of ordinary skill in the art that each bird,
or streamer positioning device in the seismic survey
system can be controlled in depth as well as laterally
by a distributed control system according to the
remote and local control systems working in
conjunction. It is simply not reasonable to read the
636 PCT reference as disclosing merely a single
controlled bird or SPD, where the reference expressly
discloses that it was known to use multiple SPD’s for
controlling multiple streamers in a towed seismic
streamer array. See id. at 1, see also Ex. 1002 ¥ 111
(“The 636 PCT discloses that control devices known



70a

as ‘birds’, attached to each streamer at intervals of 200
to 300 meters, are used.”). Furthermore, our
understanding of the 636 PCT is consistent with the
plain meaning of the '967 description, which explicitly
describes multiple “birds” in the ’636 PCT where “the
desired horizontal positions and the actual horizontal
positions are received from a remote control system
and are then used by a local control system within the
birds to adjust the wing angles.” Ex. 1001, 2:41-44.

Although the 636 PCT does not state expressly
that its control system controls “all” birds, and “all”
streamers in the array, one of skill in the art would
draw a reasonable inference that where the remote
control system controls one bird, it is capable of
controlling each of the plurality of birds on each
streamer, i.e., the entirety of the array. Petitioner’s
Declarant, Dr. Evans, has an undergraduate
Electrical Engineering Degree, a Masters in Applied
Physics, a Ph.D. in Geophysics, and is a professor of
Professor of Geophysics in the Department of
Petroleum Engineering at Curtin University in
Bentley, Western Australia. Ex. 1002 § 4, 10. Dr.
Evans has over 40 years of marine seismic survey
experience including designing dozens of seismic
surveys and personally participated on board seismic
survey vessels in over one hundred seismic surveys.
Id. 9 5. Dr. Evans is also the author of, A HANDBOOK
FOR SEISMIC DATA ACQUISITION IN
EXPLORATION, published by the Society of
Exploration Geophysicists. Id. In his analysis of the
’636 PCT, Dr. Evans states that “[t]he ’636 PCT thus
discloses a distributed control system wherein the
responsibility for streamer positioning was shared
between a remote control system on the vessel and
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sophisticated local control systems located within

each streamer positioning device.” Ex. 1002 70
(emphasis added). Dr. Evans’ experience and
testimony demonstrates at least a level of ordinary
skill in the art of marine seismic survey and data
acquisition. We find his testimony persuasive
evidence that one of ordinary skill in the art would
understand that control systems disclosed in the '636
PCT are capable of controlling multiple birds or SPD’s
throughout a streamer array. “A reference anticipates
a claim if it discloses the claimed invention ‘such that
a skilled artisan could take its teachings in
combination with his own knowledge of the particular
art and be in possession of the invention.” In re
Graves, 69 F.3d 1147, 1152 (Fed. Cir. 1995) (citing In
re LeGrice, 301 F.2d 929 (CCPA 1962)), see also Sirona
Dental Systems, Inc. v.. 3M ESPE AG, Appeal No.
2011-005021 (BPAI 2011), affd. mem. (Fed. Cir.
2012). (“A person of ordinary skill in the art would
have drawn a reasonable inference from this explicit
teaching that while a white ceramic porous body is
preferred, JP ‘841 also discloses non-white ceramic
porous bodies.”)

Patent Owner next argues that “[h]jow the '967
inventors’ used the '636 PCT control device is not part
of the '636 PCT’s disclosure, nor is it prior art.” PO
Resp. 18. This is not persuasive because it well settled
that “[t]he use of patents as references is not limited
to what the patentees describe as their own inventions
or to the problems with which they are concerned.
They are part of the literature of the art, relevant for
all they contain.” In re Lemelson, 397 F.2d 1006, 1009
(CCPA 1968), see also Kalman v. Kimberly-Clark
Corp., 713 F.2d 760, 772 (Fed. Cir. 1983) (What



T2a

matters is whether all of the limitations of the claim
are found in the reference, not whether the reference
“teaches” what the subject application teaches.)

Even assuming the appropriate claim construction
included “all” streamer positioning devices, which it
does not, this would not serve to distinguish the
claimed invention from the '636 PCT. Given Dr.
Evans’ testimony, above, it is axiomatic that one of
skill in the art could apply the control of a bird taught
in the 636 PCT to any or all birds in the known
seismic array system disclosed in the ’636 PCT. Where
each bird in a seismic array system can be controlled,
than the system is capable of controlling each
streamer having a bird, in an array consisting of a
plurality of streamers. Thus, we determine that the
636 PCT’s teachings result in “a control system
capable of overseeing and affecting the array of
streamers and streamer positioning devices,” as the
term “global control system” is properly construed.

We have reviewed each of independent claims 1
and 15 in light of the the 636 PCT and find that
Petitioner’s arguments and evidence presented in the
Petition and Reply demonstrate by a preponderance
of the evidence that each limitation of independent
claims 1 and 15 is disclosed and taught by the '636
PCT.

B. Claims 1 and 15 - Obviousness in view of the
636 PCT

Patent Owner contends that our Decision to
Institute did not provide legally sufficient obviousness
analysis and “fails to apprise Patent Owner of the
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specific ground of unpatentability that is the basis for
this trial.” PO Resp. 23 (citing In re Zurko, 258 F.3d
1379, 1386 (Fed. Cir. 2001), In re Vaidyanathan, 381
Fed. App’x. 985, 994 (Fed. Cir. 2010), and Perfect Web
Techs., Inc. v. InfoUSA, Inc., 587 F.3d 1324, 1330
(Fed. Cir. 2009)). Specifically, Patent Owner argues
that “[t)he obviousness case is now a moving target,
with Patent Owner left guessing as to what features
the Board considers missing from the '636 PCT, but
that would be obvious in view of the level of ordinary
skill in the art.” Id. at 24.

It is well settled that novelty under 35 U.S.C. §
102 and nonobviousness under 35 U.S.C. § 103 are
separate conditions of patentability. See Cohesive
Tech., Inc. v. Waters Corp., 543 F.3d 1351, 1363 (Fed.
Cir. 2008). “[I]t does not follow that every technically
anticipated invention would also have been obvious.”
In re Fracalossi, 681 F.2d 792, 796 (CCPA 1982)
(Miller, dJ., concurring).

The tests for anticipation and obviousness are
different. Cohesive, 543 F.3d at 1364. Obviousness
generally requires an analysis under the Graham
factors. Id. In the instant case, however, we agree
with Petitioner that the 636 PCT, as a standalone
reference discloses all of the limitations of claims 1
and 15 including a “global control system” as
construed above. In other words, there is no element
of claims 1 and 15 missing from the '636 PCT as
discussed above in relation to anticipation that
necessitates modification, additional rationale, or
articulated reasoning. Inasmuch as the '636 PCT 1is
relied upon as the sole reference for both anticipation
and obviousness grounds and is directed to the same
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field of endeavor seeking to solve the same, or similar
problem of controlling birds, i.e. SPD’s, in a towed
seismic survey array as in the '967 patent; so that
“[dJuring the seismic survey, the streamers are
intended to remain straight, parallel to each other and
equally spaced” (Ex. 1004, 2), this case is particularly
appropriate for application of the maxim that
anticipation is the epitome of obviousness. Fracalosst,
681 F.2d at 794. All that remains is to address
secondary considerations.

C. Secondary Considerations

Patent Owner has proffered certain evidence of
secondary considerations which we address here. PO
Resp. 32-35. The factual inquiries for obviousness
include secondary considerations based on evaluation
and crediting of objective_evidence. Graham v. John
Deere Co., 383 U.S. 1, 17 (1966). However, to accord
substantial weight to objective evidence requires the
finding of a nexus between the evidence and the
merits of the claimed invention. In re GPAC Inc., 57
F.3d 1573, 1580 (Fed. Cir. 1995); see also In re Huang,
100 F.3d 135, 140 (Fed. Cir. 1996) (“success is relevant
in the obviousness context only if there is proof that
the sales were a direct result of the wunique
characteristics of the claimed invention.”). “Nexus” is
a legally and factually sufficient connection between
the objective evidence and the claimed invention, such
that the objective evidence should be considered in
determining nonobviousness. Demaco CorpF. Von
Langsdorff Licensing Ltd., 851 F.2d 1387, 1392 (Fed.
Cir. 1988). The burden of showing that there is a
nexus lies with the patent owner. Id.; see In re
Paulsen, 30 F.3d 1475, 1482 (Fed. Cir. 1994).
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Patent Owner contends that certain evidence
from the ION lawsuit and from the Declaration of
Robin Walker, (Ex. 2077), Patent Owner’s former Vice
President of Sales and Marketing Director,
establishes a long- felt need and commercial success
of the patented inventions. PO Resp. 33. Specifically,
Patent Owner argues that “the record evidence during
the ION litigation established the long-felt need and
commercial success of the patented inventions, as well
as initial industry skepticism followed by praise once
the inventions were commercialized.” Id. In support of
this argument, Patent Owner refers to a variety of
trial testimony exhibits from the ION lawsuit,
including Mr. Walker (Ex. 2034), Mr. Tom Scoulios
(Ex. 2035), and Mr. Robert Brune (Ex. 2036). Id. With
respect to the trial testimony of Messrs. Walker,
Brune, and Scoulios, Patent Owner merely provides
citations to purportedly relevant portions of Exhibits
2034, 2035, 2036, stating only

(See, e.g. Ex. 2034, Excerpt of Trial Testimony
of Robin Walker, at 1623:2-18 (evidencing
commercial success of 4D survey systems);Ex.
2035, Excerpt of Trial Testimony of Tom
Scoulios, at 290:4-291:16 and 293:10-18
(evidencing long-felt need for lateral steering
system and failure of others to solve the
problem with tail buoy systems); Ex. 2036,
Excerpt of Trial Testimony of Robert Brune,
at 3997:19-3999:7 (evidencing long-felt need
for the claimed system, failure of others to
solve the problem solved by the claimed
system, and industry praise for the claimed
system).)
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Id. Patent Owner argues that these references to trial
testimony from district court litigation support a
finding of long-felt need but does not explain with any
detail why, or how, the referenced testimony,
evidences a long-felt need, failure of others, or
industry praise. In this regard, we limit our review to
evidence actually discussed in Patent Owner’s
Response. We will not play archeologist with the
record to discover evidentiary support for bare
attorney argument made in such a response. See
Google Inc. v. ART+COM Innovationpool GmbH, Case
IPR2015-00788, slip. op. at 10 (PTAB Sept. 2, 2015)
(Paper 7) (citing 37 C.F.R. § 42.104(b)(5) (“The Board
may exclude or give no weight to the evidence where
a party has failed to state its relevance or to identify
specific portions of the evidence that support the
challenge.”)). We decline to consider, moreover,
information presented in an Exhibit, but not
discussed sufficiently in Patent Owner’s Response.
See PO Resp. 33 (citing Ex. 2035 and 2036, without
any discussion of that evidence). Among other
reasons, doing so would permit the use of declarations
to circumvent our rules relating to page limits. In that
regard, our rules prohibit a party from incorporating
by reference from one document (such as a supporting
declaration) into another document (such as Patent
Owner’s Response). See 37 C.F.R. § 42.6(a)(3).

- Patent Owner argues that the Declaration of Robin
Walker is firsthand evidence of industry praise “and
how WesternGeco’s revolutionary lateral steering
technology satisfied a longfelt need in the industry
(Ex. 2077, 99 12-37) and ultimately contributed to
billions of dollars in revenue (Ex. 2077, §9 47-51).” PO
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Resp. 34. Patent Owner, however, does not explain
adequately how the Q-Marine product allegedly
embodies the challenged claims in the 967 patent. Mr.
Walker states specifically that:

[tlhrough its provision of WesternGeco’s
patented lateral steering technology, Q-
Marine satisfied a significant, previously
unmet need in the industry for better quality
data and more cost-effective surveys by
offering numerous benefits, including those
detailed below.

Ex. 2077 9 12. The benefits described in the
subsequent paragraphs of Mr. Walker’s Declaration
are apparently based on lateral steering technology,

with the result that “better data quality could be
achieved without the risk of costly downtime and
damage due to streamer tangling.” Id. at § 15. The
broadest reasonable interpretation of “global
positioning device” does not, however, include lateral
steering, nor is the limitation of “lateral steering”
recited in either claim 1 or claim 15..It may be that Q-
Marine provides a better, faster, more reliable and
commercially successful 4D survey, but any
commercial success enjoyed by the Q-Marine product
is relevant only if the challenged claims are shown to
embody those products. Patent Owner’s evidence has
not made out that critical showing. See In re DBC, 545
F.3d 1373, 1384 (Fed. Cir. 2008) (finding no nexus,
absent evidence that “the driving force behind [the
allegedly successful product’s sales] was the claimed
combination”) (emphasis added); Ormco Corp. v. Align
Technology Inc., 463 F.3d 1299, 1311-12 (Fed. 2006)
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(requiring a “nexus between the claimed invention
and the commercial success”); Huang, 100 F.3d at 140
(requiring proof that sales were a “direct result of the
unique characteristics of the claimed invention”). In
the alternative, Patent Owner’s evidence of
commercial success does not outweigh the strong
showing of obviousness made out by Petitioner in view
of anticipation by the 636 PCT. See Sud-Chemie, Inc.
v. Multisorb Techs., Inc., 5564 F.3d 1001, 1009 (Fed.
Cir. 2009) (“evidence of unexpected results and other
secondary considerations will not necessarily
overcome a strong prima facie showing of
obviousness”). Patent Owner has not established a
sufficient nexus between the claimed features of the
‘967 patent and the alleged commercial success of the
Q-Marine product. Accordingly, the alleged
commercial success of the Q-Marine product does not
support a conclusion of nonobviousness of the
challenged claims in this case.

D. Time Bar under 35 U.S.C. § 315(b)

Patent Owner makes several arguments in
support of its position that the PGS IPR is time-barred
under 35 U.S.C. § 315(b). We address each of Patent
Owner’s arguments below. PO Resp. 35—45.

1. Whether ION is an Unnamed RPI

The statute governing inter partes review proceedings
sets forth certain requirements for a petition for inter

partes review, including that “the petition identiffy]

all real parties in interest.” 35 U.S.C. § 312(a)
(emphasis added); see also 37 C.F.R. § 42.8(b)(1)
(requirement to identify real parties in interest in
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mandatory notices). The Office Patent Trial Practice
Guide, 77 Fed. Reg. 48,756, 48,764 (Aug. 14, 2012)
(“Practice Guide”) explains that “[wlhether a party
who is not a named participant in a given proceeding
nonetheless constitutes a ‘real party-in-interest’ . . . to
that proceeding is a highly fact-dependent question.”
77 Fed. Reg. at 48,759. The Practice Guide further
states that: However, the spirit of that formulation as
to IPR and PGR proceedings means that, at a general
level, the “real party-ininterest” is the party that
desires review of the patent. Thus, the “real partyin-
interest” may be the petitioner itself, and/or it may be
the party or parties at whose behest the petition has
been filed. Id. (emphasis added). The determination of
whether a party is an RPI is a “highly fact-dependent
question” (id.), in which the focus is on the party’s
relationship to the inter partes review pending before
the Board, and the degree of control the party can
exert over the proceeding. See Aruze Gaming Macau,
Ltd. v. MGT Gaming, Inc., Case IPR2014-01288, slip
op. at 11 (PTAB Feb. 20, 2015) (Paper 13). “[I]f a
nonparty can influence a petitioner’s actions in a
proceeding before the Board, to the degree that would
be expected from a formal copetitioner, that nonparty
should be considered an RPI to the proceeding.” Id. at
12.

Patent Owner asserts in its Response that ION
is a real party-in-interest under the factors set forth
in our Practice Guidelines because (a) Petitioner
invoked ION’s indemnity obligations by notifying ION
that Petitioner expected ION to fulfill its obligations
and pay for the lawsuit and this IPR proceeding; (b)
ION was obligated to pay for this IPR and was
instrumental in developing invalidity theories, thus,
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giving ION an “interest, opportunity to control, and
active control over the Petition[;]” and (c) Petitioner is
ION’s proxy due to ION’s obligation under the
indemnification agreement. PO Resp. 39— 40.

Patent Owner's main contention for
indemnification, and thus control by ION, focuses on
an indemnification provision in the 2008 Master
Purchase Agreement (“Agreement” Ex. 2069) between
PGSAS and Concept Systems Limited (“Concept”), an
ION subsidiary. Id. at 35. The Agreement is
considered protective order material in this
proceeding. See Ex. 2069.

Patent Owner argues that the indemnification
provision “reasonably includes defending against an
infringement lawsuit, proving the invalidity of a
patent in a review proceeding, and obtaining a
license.” PO Resp. 35-36. Patent Owner contends that
Petitioner invoked this indemnification in its letter of
November 13, 2012 to ION citing the above
indemnification provision and stating “[i]f it turns out
that ION or its affiliates did not have the proper
patent licenses for the DigiFIN equipment and related
components and services it sold us, we expect that
ION will provide us with appropriate remedies.” Ex.
2027. Patent Owner thus concludes that “ION thus
has control, or at least the opportunity to control, the
selection and implementation of a remedy that
includes filing a petition for review.” PO Resp. 37.

As an initial matter, nowhere in the asserted
provision of the Agreement does it state that Concept
(ION) has the right, or obligation, to defend a lawsuit
or control litigation, a lawsuit, or undertake any type
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of invalidity proceedings such as the present IPR. We
agree with Patent Owner that a reasonable
interpretation of the indemnification provision could
include obtaining a license. Id. at 36. There is,
however, no express language or evidence that Patent
- Owner points to that persuades us to interpret the
language of the indemnification provision as requiring
ION to “defend a lawsuit,” and, thus, extend the
provision to include a specific obligation to defend, or
pay for, a lawsuit filed against Petitioner or to
undertake an IPR proceeding. Petitioner’s letter of
November 13, 2012 to ION, does not actually “invoke”
any certain part of the Agreement or refer to any
necessity for ION to step in and defend a lawsuit, the
letter refers only to “appropriate remedies.” See Ex.
2027. In fact, a previous email sent July 6, 2012 from
Phillip Shotts of ION to Kevin Hart at PGS,
‘summarizing ION’s Product Assurance Pledge, also
does not specify or imply any obligation on the part of
ION to defend PGS from a lawsuit, reimburse or pay
for a lawsuit, or file an invalidity proceeding. See Ex.
2022.

Based on the record before us ION does not
have an obligation to step in and defend Petitioner
against a lawsuitor to otherwise pay for the defense
of a lawsuit and advance Petitioner as ION’s proxy.
The mere existence of an indemnification agreement
does not establish that the indemnitor has the
opportunity to control an inter partes review. “The
mere existence of an indemnification agreement
[however] does not establish that the indemnitor has
the opportunity to control an inter partes review.”
Nissan North America, Inc. v. Diamond Coating Tech.,
LLC, Case IPR2014- 01546, slip. op. at 7 (PTAB Apr.
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21, 2015) (determining that the existence of an
indemnification agreement was not sufficient to
establish that the unnamed parties were real parties-
in-interest to the inter partes review proceeding)

Patent Owner argues further that the nature of
Petitioner and ION’s close relationship shows that
ION is controlling, or has the ability to control this
IPR as an RPI. PO Resp. 37-39. Patent Owner argues
specifically that “Petitioner and ION have coordinated
efforts across multiple forums to promote their joint
interests regarding the 967 patent,” and that a
common interest privilege was asserted by Petitioner
over communications between ION and Petitioner. Id.
at 37-38. There is nothing surreptitious about
separate entities, as either third parties, or separate
parties to a legal action, proclaiming shared interests
to protect communications that are relevant to
advance the interests of the entities possessing the
common interest. See In re Regents of Univ. of
California, 101 F.3d 1386, 1389 (Fed. Cir. 1996) (“The
protection of communications among clients and
attorneys ‘allied. in a common legal cause’ has long
been recognized.”) (quoting In re Grand dJury
Subpoena Duces Tecum, 406 F. Supp. 381, 386
(S.D.N.Y.1975)). The fact that Petitioner and ION,
have a desire, and common interest, in invalidating
the ’967 patent and other WesternGeco patents, and
have collaborated together, and invoked a common
interest privilege with respect to sharing potentially
invalidating prior art references, does not persuade us
that ION has the ability to control the instant Petition
or is directing or funding the present proceeding.
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With respect to the ability to control, the Board - -

has issued decisions determining based on evidence of
control that a non-party entity is a real party-in-
interest. See Zoll Lifecor Corp. v. Philips Elecs. North
America Corp., Case IPR2013-00609 (PTAB Mar. 20,
2014) (Paper 15) (the “Zoll Decision”). In the Zoll
Decision, the Board was persuaded that an unnamed
party to the IPR, Zoll Medical, exercised consistent
control over Zoll Lifecore for over six years, including
control of the inter partes review. Id. at 11. Specific
evidence of control included Zoll Lifecor’s
acknowledgment that Zoll Medical controlled 100% of
Zoll Lifecor and approved Zoll Lifecor’s corporate
budget and plans. Id. Other evidence of control
included the fact that common counsel for Zoll
“Medical and Zoll Lifecor would not state affirmatively
that counsel did not provide input into preparation of
the IPRs. Id. at 11-12. Additional evidence showed
that only Zoll Medical’'s management team attended
court-ordered mediation in the underlying district
court litigation filed against Zoll Lifecor. Id. at 12.

We have no such evidence in this proceeding.
ION and Petitioner are not related corporate entities.
The evidence of record here shows that Petitioner and
ION preliminarily discussed potential remedies
relating to the product itself, not indemnification from
litigation. Exs. 2022, 2027. As discussed above, absent
specific facts evidencing the contractual obligations of
the parties, we are not apprised of any evidence from
. the Agreement indicative of control, or potential to
control, this inter partes proceeding by ION.
Furthermore, based on the record before us, Patent
Owner has not established that ION has the ability or
opportunity to control the present proceeding to the
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degree that would be expected from a formal
copetitioner. As such, we are not persuaded that ION
is an RPI to this proceeding, and the fact that the PGS
Petition does not identify ION does not prevent the
Board from considering Petitioner’s grounds of
unpatentability.

2. Additional Discovery

Patent Owner next argues that the Board
- prejudicially denied Patent Owner additional
discovery on the RPI issue after “Petitioner failed to

forthrightly answer Interrogatory No. 5.” PO Resp.
41-42 (citing Ex. 2018, at 14). Our review of Exhibit
2018 indicates that contrary to Patent Owner’s
assertion, Petitioner unambiguously affirmed that

Petitioner had made no claims or demands to ION for

indemnity with respect to the '967 patent. Patent
Owner also asserts that the Agreement, Exhibit 2069
was not available to the Board prior to our Decision to
Institute. Id. at 42. As discussed above Exhibit 2069
is now available, and having been considered, for the
reasons set forth above does not alter our underlying
determination above that ION is not a real party-in-
interest.

3. Multi Klient

Patent Owner argues that a new, and allegedly
wholly owned subsidiary of Petitioner, Mult1 Klient
Invest AS (“Multi Klient”), has been revealed in the
district court litigation as an “interest[ed] parties
concerning the subject matter of the ’967 patent.” PO
Resp. 4243 (citing Ex. 2076). The fact that Multi
Klient may be related to Petitioner and is indicated as
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having a financial interest in the outcome of litigation,
however, does not by itself indicate that Multi Klient
has any ability to control the present IPR proceeding.
See Ex. 2076 (referring to Paragraph 2 of Order for
Pretrial Conference as determinative of “financially
interested” defendants.) Accordingly, we are not
persuaded on these facts that Multi Klient is an RPI

to this proceeding and deny Patent Owner’s request
for additional discovery into this matter. PO Resp. 44.

4. Service

Under 35 U.S.C. § 315(b), a party may not file -
a petition for inter partes review if the party had been
served with a complaint alleging infringement more
than one year previously. Patent Owner argues that
Petitioner was subpoenaed and “appeared” in the
ION litigation prior to being “served” with a complaint
alleging infringement of the 967 patent on March 14,
2011, and, therefore, “Petitioner’s one year clock to file
a petition started ticking at this time.” PO Resp. 44.

A review of the litigation history establishes
that on June 12, 2009, Patent Owner filed, via the
court’s electronic case filing procedure (“ECF”), a
complaint initiating the ION lawsuit, alleging
infringement of the 967 patent against ION based on
ION’s “DigiFIN” and other products. Ex. 2007. Patent
Owner also filed a similar complaint against a
company called Fugro, a customer of ION, which was
consolidated with the ION lawsuit. Ex. 2037. On
December 8, 2009, remarking that Petitioner may
have been involved in the design and testing of the
ION products, Patent Owner provided Petitioner via
email with a copy of the complaint against ION. Ex.
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2008. Patent Owner subpoenaed Petitioner on
January 22, 2010 to produce documents and evidence
relating inter alia to Petitioner’s use and operation of
ION’s DigiFIN product. Ex. 2009. In response to the
subpoena, Petitioner appeared in the ION lawsuit
- through its counsel, Heim, Payne & Chorush. Ex.
2011. Subsequently, on March 14, 2011, Patent
Owner filed an amended complaint in the ION lawsuit
via the court’s electronic filing system (“ECF”),
naming ION and another company, Fugro, but not
Petitioner. Ex. 2012. Patent Owner apparently
believes that because Petitioner’s counsel, as an ECF
notice recipient in the ION lawsuit, received a copy of
the amended complaint against Fugro and ION on
March 14, 2011, Petitioner was therefore “served” in
accordance with 35 U.S.C. § 315(b) the same day. Id.
.at 7. Thus, it is Patent Owner’s position that because
Petitioner was “served” with the complaint more than
one year before filing, the Petition here is now time-
barred

The Board has dealt with similar arguments
regarding the statutory interpretation of 35 U.S.C. §
315(b) before in Motorola Mobility LLC v. Arnouse,
Case IPR2013-00010 (PTAB Jan. 30, 2013) (Paper 20)
(the “Motorola decision”). For reasons similar to those
set forth in the Motorola decision, we do not adopt the
statutory construction that mere receipt of a
complaint, via email or even ECF, initiates the one-
year time period. We specifically agree with the
Motorola Panel’s review and interpretation of the
legislative history and intent of 35 U.S.C. § 315(b) in
that, “[w]e do not believe that the Congress intended
to have the time period start before a petitioner is
officially a defendant in a law suit.” Id. at 5.
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Patent Owner specifically argued that the
present proceeding differs from Motorola because in
the ION lawsuit “Petitioner was served with process
and formally appeared,” (emphasis omitted) and was
thus “brought under a court’s authority, by formal
process’ before being served with the amended
complaint.” Prelim. Resp. 7-8 n.1 (citing Murphy
Bros., Inc. v. Michetti Pipe Stringing, Inc. 526 U.S.
344, 347 (1999)). Despite this factual difference from
Motorola, Petitioner was not, and never has been, a
party defendant in the ION lawsuit.

Petitioner, in the ION lawsuit, was served
under Fed. R. Civ. P. 45, with a third party subpoena,
to produce documents and things relating to the ION
lawsuit. See Ex. 2009. Although a person, or entity,
may have been served properly with a subpoena, and
may fall under a court’s authority for purposes of
producing appropriate documents and things not
protected by a privilege or protection, Fed. R. Civ. P.
45(c)—(e) does not express, or imply, that a person
subject to the subpoena is a “defendant” to a lawsuit.
Indeed, Fed. R. Civ. P. 45 specifically differentiates
between a “person” served with the subpoena, and “a
party” to the lawsuit. See Fed. R. Civ. P. 45 (d)(2)(B)
(“A person commanded to produce documents or
tangible things or to permit inspection may serve on
the party or attorney designated in the subpoena a
written objection to inspecting, copying, testing or
sampling any or all of the materials.”). We are aware
of no case law, precedent, statutory interpretation or
authority, nor has Patent Owner cited to any,
indicating that serving a person with a subpoena, and
subjecting them to the authority of the court in
enforcing such subpoena under Fed. R. Civ. P. 45(e),



88a

provides sufficient legal process to make such person
a defendant to a lawsuit.

Thus, Petitioner was not a defendant in the
ION lawsuit. Concomitant with our colleagues’
Motorola decision, we interpret 35 U.S.C. § 315(b) as
requiring service upon a defendant to the lawsuit.
Petitioner was not a defendant; thus, it was never
“served with a complaint” in the ION lawsuit as
required by 35 U.S.C. § 315(b).? Accordingly,
Petitioner is not timebarred from filing its Petition
under 35 U.S.C. § 315(b).

IV. MOTION TO EXCLUDE EVIDENCE

Petitioner filed a Motion to Exclude Evidence
seeking to exclude portions of the testimony of Robin
Walker (Ex. 2077) and numerous other exhibits
submitted by Patent Owner. Paper 85. The party
moving to exclude evidence bears the burden of
proving that it is entitled to the relief requested—
namely, that the material sought to be excluded is
inadmissible under the Federal Rules of Evidence. See
37 C.FR. §§ 42.20(c), 42.62(a). Even without
excluding this evidence, we have determined that
Petitioner has established, based on a preponderance
of the evidence, the unpatentability of claims 1 and 15

9 Patent Owner’s argument that S.D. Texas L.R. 5-1
“comports” (PO Resp. 44) with the proper interpretation of
service under §315(b) is not persuasive as to the intent of
Congress with respect to §315(b). See 157 Cong. Rec. S5429 (daily
ed. Sept. 8, 2011) (statement of Senator Kyl) (“it is important
that the section 315(b) deadline afford defendants a reasonable
opportunity to identify and understand the patent claims that
are relevant to the litigation™). '
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of the '967 patent. Furthermore, from Petitioner’s
listed Exhibits on page 1 of its Motion to Exclude, our
Decision includes only references to Exhibits 2007,
2012, 2034-36, and 2077. Exhibits 2007 and 2012 are
referred to merely for background procedural dates,
Exhibits 2034—-2036 are identified as not being
considered, and for Exhibit 2077, Petitioner’s hearsay
arguments do not pertain to the particular
paragraphs of Mr. Walker’s testimony that we
substantively considered. See Section III.C.

: For these reasons, we deny Petitioner’s Motion
to Exclude.

V. CONCLUSION

We conclude that Petitioner has demonstrated
by a preponderance of the evidence that (1) claims 1
and 15 of the '967 patent are anticipated by the 636
PCT, and (2) claims 1 and 15 of the 967 patent are
unpatentable as obvious over the '636 PCT.

This is a Final Written Decision of the Board
under 35 U.S.C. § 318(a). Parties to the proceeding
seeking judicial review of this decision must comply

with the notice and service requirements of 37 C.F.R.
§ 90.2. »

VI. ORDER
For the reasons given, it is
ORDERED that claims 1 and 15 of U.S. Patent

No. 7,162,967 are determined by a preponderance of
the evidence to be unpatentable;
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FURTHER ORDERED that Patent Owner’s
request for additional discovery with respect to Multi
Klient AS is denied;

FURTHER ORDERED that Petitioner’s Motion
to Exclude is denied; and

- FURTHER ORDERED that because this is a
Final Written Decision, parties to the proceeding
seeking judicial review of the decision must comply

with the notice and service requirements of 37 C.F.R.
.§90.2.
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