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QUESTIONS PRESENTED FOR REVIEW 

1. What defines the “substantial effect on United 

States commerce”, that grants U.S. court’s 

jurisdiction to expand the Lanham Act to 

extraterritorial conduct under Steele v. Bulova 

Watch Co., Inc., 344 U.S. 280 (1952)? 

 

2. Does a corporation have standing to enforce a 

trademark without evidence of a valid transfer 

from individual owners of the common law mark?  
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LIST OF ALL PARTIES 

 The Petitioners and Defendants below, are 

Thomas McClary (“McClary”) and Fifth Avenue 

Entertainment, LLC (“Fifth Avenue”).  The 

Respondent and Plaintiff below, Commodores 

Entertainment Corporation (“CEC”), is as listed on 

the cover page of this Petition. 

 

CORPORATE DISCLOSURE STATEMENT 

 The Petitioners in this lawsuit, who have been 

listed above in the “List of All Parties” Section, are an 

individual (McClary) and a corporate entity (Fifth 

Avenue).  Fifth Avenue is a limited liability company 

formed under the laws of the State of Florida, whose 

members are McClary and his wife, Beryl Thompson-

McClary. 

 The following attorneys have represented the 

Petitioners before the U.S. District Court for the 

Middle District of Florida:  Marie C. Mirch, Esq. (Pro 
Hac Vice) of the Mirch Law Firm, LLP, San Diego, 

California, Gregory Pierce Gadson, Esq. (Pro Hac 
Vice) of Indianapolis, Indiana, and Beryl Thompson-

McClary, Esq. of Orlando, Florida. 

 The following attorneys have represented the 

Petitioners before the U.S. Court of Appeals for the 

Eleventh Circuit:  Marie C. Mirch, Esq. of the Mirch 

Law Firm, LLP, 750 B. St., Suite 2500, San Diego, CA  

92101, and Dorothy F. Easley, Esq., of Easley 

Appellate Practice, PLLC, 1200 Brickell Ave., Suite 

1950, Miami, FL  33131. 
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States 

 

 

 

THOMAS MCCLARY, et al., 

Petitioners, 

v. 

COMMODORES ENTERTAINMENT CORP., 

Respondent. 
     

 

On Petition for a Writ of Certiorari to the United 

States Court of Appeals for the Eleventh Circuit 

         

 

PETITION FOR A WRIT OF CERTIORARI 

         

 

 The Petitioners hereby respectfully petition 

this Honorable Court for a writ of certiorari to review 

the Judgment of the United States Court of Appeals 

for the Eleventh Circuit in this case. 
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OPINIONS BELOW 

Commodores Entm't Corp. v. McClary, 879 F.3d 

1114, (11th Cir. 2018) 

Commodores Entm't Corp. v. McClary, 648 Fed. 

Appx. 771, (11th Cir. 2016) 

Commodores Entm't Corp. v. McClary, 2016 U.S. 

Dist. LEXIS 113557 

Commodores Entm't Corp. v. McClary, 2014 U.S. 

Dist. LEXIS 192186 

Commodores Entm't Corp. v. McClary, 2014 U.S. 

Dist. LEXIS 147021, 2014 WL 5285980 

  

STATEMENT OF JURISDICTIONAL BASES 

 The Petitioners seek to invoke this Court’s ju-

risdiction, and respectfully aver that jurisdiction in 

this matter is proper generally pursuant to Article 

III of the United States Constitution, and specifically 

pursuant to 28 U.S.C. § 1254(1). 

 The Eleventh Circuit’s panel decision was ren-

dered on January 9, 2018.  The Petitioners timely 

sought both panel and en banc rehearings, which 

were denied on April 4, 2018. 
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RELEVANT CONSTITUTIONAL AND 

STATUTORY PROVISIONS 

Const. Art. 1, §8, cl. 3 

15 U.S.C. §1114 (Lanham Act) 

 

STATEMENT OF THE CASE 

 The current dispute is between the Plaintiff, 

Commodores Entertainment Corporation (“CEC”), a 

domestic for-profit corporation organized under the 

laws of the State of Nevada, a corporation, and the 

Defendants, Thomas McClary (“McClary”) and Fifth 

Avenue Entertainment, LLC (“Fifth Avenue”), a lim-

ited liability company organized under the laws of 

the State of Florida.  McClary is the founder of the 

world-famous musical group, The Commodores. 

 It is important to note that the current dispute 

is not a conventional dispute for trademark rights 

between competing band members, but rather a dis-

pute between a corporation that claims to have 

rights in “The Commodores” trademarks established 

(at least with respect to the band in question) in 

1968, well before CEC’s creation in 1978, and band 

founder and member Thomas McClary.  This is im-

portant to the correct legal and factual analysis for 

the case. 

 Thomas McClary co-founded The Commo-

dores, an extremely successful popular, rhythm-and-

blues, funk, and soul music band, in 1968 along with 
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Lionel Richie, and the band began using the name 

“Commodores” shortly after its formation.  The Com-

modores would go on to record and perform numer-

ous well-known songs, including 1970s hits such as 

“Brickhouse,” “Easy,” “Three Times a Lady,” and 

“Too Hot To Trot,” to name just a few.  The “original 

members” of the group as constituted during the be-

ginning of its recording and commercial success were 

Lionel Richie, Thomas McClary, Walter Orange, 

Ronald LaPread, the late Milan Williams, and Wil-

liam King (collectively, “the original members”).  The 

original members owned the common law trade-

marks “The Commodores” and “Commodores”. 

 The original members entered into several 

agreements including partnership agreements of 

limited duration with themselves.  Relevant partner-

ship agreements included, inter alia, provisions 

granting the use of the name “Commodores” to the 

partnerships without transferring any ownership 

rights in any trademarks for the duration.  Begin-

ning in 1971, the original members entered into a se-

ries of recording contracts with Motown Records for 

Motown to distribute and sell sound recordings, 

providing licensing of the name “Commodores” with-

out transferring ownership of trademark rights.  

Sound recordings of The Commodores under the Mo-

town label began in 1974 and continue to be distrib-

uted and sold to this day. 

 In 1978 the Commodores and their manager 

Benny Ashburn formed and became equal one-sev-

enth shareholders in the Respondent Commodores 

Entertainment Corporation for purposes unrelated 

to the music business.  Meanwhile, Vanderbilt Uni-

versity has and continues to use “Commodores” in 

4



 

connection with live musical performances prior to 

the formation of The Commodores. 

 The Commodores original members began to 

cease regular performing together as a group in 

1982.  Original Commodores members William King 

and Walter Orange have continued to perform with 

a band using “The Commodores” trademark in the 

United States, (Commodores band).  

 In 1999 and 2000, original Commodores mem-

ber William King, acting as President of CEC, filed 

four applications with the U.S. Patent and Trade-

mark Office that matured into four U.S. Trademark 

Registration Numbers 2424686, 2424689, 2490360, 

and 2497958 for the marks “COMMODORES (and 

design),” “THE COMMODORES,” “COMMODORES 

(and design),” and “THE COMMODORES,” two of 

which covered live performances (International 

Class 041) and two of which covered sound record-

ings (International Class 009). 

 The Respondent CEC has no apparent current 

commercial activities outside of the U.S., nor appar-

ently any foreign trademark registrations other than 

Canada (again, the current dispute does not involve 

any current incarnation of the Commodores band).  

CEC and the Commodores band are separate enti-

ties, and CEC does not own any portion of The Com-

modores band. 

 Petitioner and Commodore founder Thomas 

McClary resumed live musical performances under 

the name “The Commodores featuring Thomas 

McClary”.  McClary and his band performed once in 

West Hampton, N, Y, in 2014.   
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CEC initiated the current lawsuit in 2014 

against McClary and Fifth Avenue Entertainment, 

LLC (“Fifth Avenue”), a management company 

which McClary partially owns, for trademark in-

fringement and related claims.  On October 15, 2014, 

the District court issued a Preliminary Injunction 

enjoining the Defendants “from using any of the 

Marks at issue in a manner other than fair use, in-

cluding performing under the name ‘The Commo-

dores featuring Thomas McClary’ or ‘The 2014 Com-

modores.’”   (Doc. 56, p. 11.).  The Plaintiff later filed 

a Motion for Clarification on December 23, 2014 re-

questing that the scope of the preliminary injunction 

be extended to apply worldwide and prevent the De-

fendants from using the trademarks in question an-

ywhere in the world. 

 On December 30, 2014 the District court 

granted the Motion for Clarification, principally cit-

ing Steele v. Bulova Watch Co., 344 U.S. 280 (1952).  

With respect to the Steele requirement that an exer-

cise of extraterritorial jurisdiction required a show-

ing that foreign activities must have an effect on U.S. 

Commerce, the order of the district court cited only 

previously-filed affidavits that were submitted in 

connection with the Plaintiff’s Motion for Temporary 

Restraining Order as the basis.  The District Court’s 

rationale was as follows: 

In finding that the injunction has ex-

traterritorial application, the Court 

considered, inter alia, the following fac-

tors: (1) McClary is a U.S. citizen and 

Fifth Avenue Entertainment is a U.S. 

corporation (Doc. 33-1, pp. 1–2); (2) 

McClary’s booking agent operated from 
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the United States (Doc. 116-1, p. 3); (3) 

the customer confusion by Defendants’ 

use of the Marks is not limited to the 

U.K. or Switzerland (see Docs. 7-1, 8- 1 

(explaining that customers and venues 

are confused in the United States)); (4) 

the Marks are not registered in the 

U.K. or Switzerland or in any other for-

eign country (see Docs. 33-9–33-13; and 

(5) use of the Marks in foreign territo-

ries will have a negative impact on 

Plaintiff, a U.S. corporation (see Docs. 

7-1, 8-1, 33-14). Combined, these fac-

tors have enough of an effect within the 

U.S. to give the Court subject matter 

jurisdiction to enforce the injunction 

abroad. 

 No hearing was ever conducted, nor live testi-

mony submitted prior to the District court’s Decem-

ber 30, 2014 decision.  Apparently, the decision in 

question relied heavily on a previously-submitted Af-

fidavit by an American booking agent which only 

conclusively stated that: 

9. “The Commodores featuring Thomas 

McClary” by this new band that is not 

affiliated with The Commodores will 

have a negative impact on The Commo-

dores due to the lower price level of the 

bookings and performances being of-

fered by Defendants with the belief 

that such lower price is for the Grammy 

award winning Commodores down in 

the market.  10. Moreover, any bad re-
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views or negative word of mouth re-

garding the newly formed band “The 

Commodores featuring Thomas 

McClary” will unfairly be associated 

with the Grammy award winning Com-

modores and will be spread in the in-

dustry to other producers and consum-

ers of their services having a chilling ef-

fect on their bookings and marketabil-

ity for celebrity events and concerns. 

 Since the beginning of the current lawsuit 

Fifth Avenue has filed for Community Trade Mark 

registrations in the European Union to which CEC 

(and not The Commodores band) has opposed, de-

spite having no commercial activity in the E.U.  The 

decision on the Community Trade Mark registra-

tions is currently on appeal in the E.U. 

 Phase I of the trial with a jury present oc-

curred beginning July 25, 2016.  On July 25, 2016 at 

the close of the Defendants presentation of evidence 

(July 28, 2016) the Defendants made an oral Motion 

to Dismiss for failure the Plaintiff to join original 

member Ronald LaPread since portions of the trial 

were in the nature of an in rem proceeding that 

would determine the rights to the “Commodore” com-

mon law and registration trademark rights without 

LaPread’s participation.  LaPread had previously 

submitted an affidavit declaring that he never had 

assigned or transferred any of his common law trade-

mark rights to CEC, and this was not refuted by 

CEC.  The Trial Judge denied the Defendants’ mo-

tion. 
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 Immediately following the Defendants’ failed 

motion, the Plaintiff CEC made an oral motion for 

Judgment as a Matter of Law (“JMOL”) to find all 

trademark rights in question in CEC and dismissing 

all the defenses under consideration during Phase I.  

This time the Trial Judge granted the motion over 

the Defendants’ objection.  The Trial Judge did not 

take the matter under advisement before ruling, but 

immediately granted the motion accompanied by a 

few remarks attempting to justify the JMOL. 

 The Petitioners unsuccessfully appealed the 

District court rulings to the U.S. Court of Appeals for 

the Eleventh Circuit. 
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ARGUMENTS:  WHY THE WRIT SHOULD BE 

GRANTED 

A. Congress and the U.S. courts have failed to 

define any elements to extend the protec-

tion of the Lanham Act to extraterritorial 

conduct. Therefore, the district court ex-

ceeded its jurisdiction by issuing a world-

wide injunction banning the use of a do-

mestic trademark in foreign territories 

 

B. Plaintiff Commodores Entertainment Cor-

poration lacks standing to enforce the 

trademarks 

 

1. General Extraterritorial Applica-

tion of the Lanham Act  

Congress has not defined the extraterritorial 

limits of the Lanham Act. 15 U.S.C. §1114 (1)(a) 

gives protection to the holder of a registered trade-

mark from another’s use “in commerce” that is 

“likely to cause confusion or mistake or deceive pur-

chasers as to the source of origin” of the others goods 

or services.   The Act prohibits the use of infringing 

marks "in commerce," 15 U.S.C. § 1114(1), and de-

fines commerce to "mean [] all commerce which may 

be lawfully regulated by Congress." Id. 15 U.S.C. § 

1127. While Congress has the power to regulate” 

commerce with foreign Nations and among the sev-

eral States” (Const. Art. 1, §8, cl. 3), such power does 

not extend to conduct that does not have a substan-

tial effect on commerce in the United States.   Vanity 
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Fair Mills, Inc. v. T Eaton Co., Ltd., 234 F.2d 633 (2nd 

Cir.)  cert denied, 352 U.S. 871 (1956).     

2. International Convention for the 

Protection of Intellectual Property 

(Paris Union) 

A party owning U.S. trademark rights seeking 

to restrain conduct occurring outside of the United 

States implies the extraterritorial application of the 

International Convention for the Protection of Intel-

lectual Property (Paris Union) and/or the Lanham 

Act to protect U.S. rights.  While no special legisla-

tion in the United States was necessary to make the 

International Convention  effective in the U.S., the 

Convention did not  create private rights under 

American law for conduct  occurring in other coun-

tries.   Id.  The Convention is premised upon the 

principle that each nation’s laws shall have only ter-

ritorial application”.   Id. The International Conven-

tion provides a U.S. trademark holder protection 

only to the extent that the foreign nation’s laws rec-

ognize the Convention creating private rights under 

its laws.   Id.  

The International Convention does not grant 

CEC a private right of action to protect the trade-

mark internationally.  Therefore, the courts have 

looked to the Lanham Act for extraterritorial appli-

cation of trademark protection.  

3. Lanham Act  

It is a longstanding principle of American law 

that legislation of Congress, unless a contrary intent 

appears, is meant to apply only within the territorial 
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jurisdiction of the United States. Blackmer v. United 

States, [284 U.S. 421], 437, “The Lanham Act itself 

gives almost no indication in the extent to which 

Congress intended to exercise its power in this area”.   

Vanity Fair, supra.  Therefore, the authority of the 

Lanham Act’s extraterritorial reach has developed 

through decisions of this Court, e.g.  Steele v. Bulova 

Watch Co., Inc., 344 U.S. 280 (1952), and the Circuit 

Courts.  Unfortunately, now 65 years after Bulova 

the law is still unclear. 

4. Steele v. Bulova Watch Co., Inc 

This Court applied the Lanham Act to extra-

territorial conduct in Steele v. Bulova Watch Co. but 

has not defined a precise test to determine its reach.  

In  Steele v. Bulova Watch Co. this Court held the 

federal district court  had jurisdiction to prevent the 

defendant’s use of the trademark in Mexico through 

application of three factors: (1) the defendant’s con-

duct had a  substantial effect on United States com-

merce; (2) the defendant was a United States citizen 

and the United States has a broad power to regulate  

the conduct of its citizens in foreign countries; and 

(3) there was no conflict with the trademark rights 

established under the foreign law.  Id.               

The 1952 Steele case was certainly not a radi-

cal departure from the jurisprudence of its time, nor 

should it be seen as radical today.  In many ways, 

Steele is a continuation of the “minimum contacts” 

basis of jurisdiction in the realm of the Lanham Act 

and trademarks established in the seminal 1945 case 

of International Shoe Co. v. Washington, 326 U.S. 

310 (1945), which is prominently featured in first-
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year law school civil procedure classes, and its prog-

eny.  Synthesizing the two cases and similar cases, 

the basis for asserting jurisdiction over a person 

where that person has activities or imputed activi-

ties outside of the jurisdiction which are the subject 

of proscription in the jurisdiction is substantial im-

pact in the jurisdiction.  Thus, products manufac-

tured outside of the jurisdiction but introduced into 

the stream of commerce of the jurisdiction subject 

the one introducing the products into the stream of 

commerce to liability when the products cause harm 

in the jurisdiction. 

 Likewise, when there are certain minimum 

contacts within the United States by a defendant, 

products and services imputed to the defendant that 

occur outside of the U.S. may nonetheless subject the 

defendant liability for trademark infringement un-

der the Lanham Act where there is a substantial im-

pact such as confusion of end consumers about the 

origin of the goods or services.  Steele therefore un-

derstandably requires that for the extraordinary ex-

ercise of extraterritorial jurisdiction (including a 

worldwide injunction) where the subject activities 

occur outside of the U.S., a court must find that the 

defendant is a U.S. citizen, that the foreign activities 

have an impact (subsequently interpreted by Cir-

cuits to be “substantial” and the like), and that im-

posing the worldwide injunction will not interfere 

with the sovereignty of foreign nations. 

  In the present case, the decision in the dis-

trict court, affirmed by the 11th Circuit Court of Ap-

peals, relied on Steele v. Bulova Watch to justify im-

posing a permanent world-wide injunction against 
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Petitioner, when only one factor was present - Peti-

tioner is a citizen of the United States.  That factor 

alone, absent a “substantial” effect on United States 

commerce, cannot support the injunction outside the 

territories of the United States and Canada which 

are the only nations where Respondent holds trade-

mark registrations.  Respondent presented no evi-

dence that Petitioner’s use of the mark outside of the 

United States or Canada had, or would have, a “sub-

stantial effect” on United States commerce. 

5. Circuit conflict on Bulova’s “sub-

stantial effect” 

The circuits are divided on what comprises 

Steele v. Bulova Watch Co.’s “substantial effect” fac-

tor.   The Second Circuit addressed the jurisdiction 

of the U.S. courts over the conduct of a Canadian 

company that held a valid Canadian trademark reg-

istration in Vanity Fair Mills, Inc. v. T. Eaton Co., 

234 F.2d 633 (2d Cir. 1956).  The court upheld the 

dismissal by the district court for lack of jurisdiction 

over the alleged infringing conduct in Canada, be-

cause said conduct by a Canadian company with 

valid registration in Canada was governed by Cana-

dian law.    

Vanity Fair applied the following factors for 

determining whether the Lanham Act should be ap-

plied extraterritorially: (1) whether the defendant's 

conduct has a substantial effect on United States 

commerce; (2) whether the defendant is a United 

States citizen; (3) and whether there exists a conflict 

between defendant's trademark rights under foreign 

law and plaintiff's trademark rights under domestic 
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law. See Id. at 642. In Vanity Fair, because defend-

ant was a Canadian citizen employing a trademark 

in Canada properly registered under Canadian law, 

the Court declined to give the Lanham Act extrater-

ritorial effect. Vanity Fair, 234 F.2d at 642-43. 

The Second Circuit has repeatedly affirmed 

its “substantial effect” test.   See e.g. Sterling Drug, 

Inc. v. Bayer AG, 14 F.3d 733, 746 (2d Cir. 1994).   

The Fourth Circuit requires a “significant effect” on 

U.S. commerce. See Nintendo of Am., Inc. v. Aero-

power Co., 34 F.3d 246, 250-251 (4th Cir. 1994). The 

Fifth Circuit requires “some effect” on U.S. com-

merce.  See Am. Rice, Inc. v. Ark. Rice Growers Coop, 

Ass’n, 701 F.2d 408 (5th Cir. 1983). The Ninth Circuit 

has applied a different test derived from antitrust 

law.   See e.g. Wells Fargo Express Co, 556 F.2d 406 

(9th Cir. 1997) (rejecting the “substantial effect” test 

adopted by the Second Circuit and approving the 

“some effect” test as part of the comparable test used 

to determine the extraterritorial reach of antitrust 

laws.  Reebok Int’l Ltd. V. Marnatech Enters, Inc., 

970 F.2d 553, 554 (9th Cir. 1992). 

6. Petitioner’s use of a U.S. trademark 

abroad does not have a “substan-

tial effect” on U.S. commerce   

The Ninth Circuit test is the least stringent of 

the circuits, but it still does not settle the Lanham 

Act’s extraterritorial limitations.   In Love v. Associ-

ated Newspapers, Ltd., 611 F.3d 601, 606, (9th Cir. 

2010), Mike Love, a cofounder of the Beach Boys, 

held the right to use the Beach Boys' trademark in 

live performances. In 2004, founding member Brian 

Wilson, (who, like Petitioner Thomas McClary, had 
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written or co-written most of the groups iconic hits), 

mounted a tour abroad with a backup band to pro-

mote an album consisting of Wilson’s solo versions of 

Beach Boy songs.  As part of Wilson’s promotion, a 

British newspaper the Mail on Sunday distributed a 

compact disk album.  The CD’s were distributed in 

the United Kingdom and Ireland. Approximately 425 

copies of that edition of the Mail were distributed in 

the United States without the CD, including 18 in 

California. Love claimed that Wilson’s return to 

touring and recording would dampen ticket sales for 

the live performances of his touring group in the 

United States.  Id at 607.  

The central issue presented to the Ninth Cir-

cuit in Love was whether American claims for relief 

can be asserted on the basis of conduct that only oc-

curred in Great Britain. The court held that the Lan-

ham Act could not be applied extraterritorially to en-

compass acts in Great Britain: 

We analyze the Lanham Act's coverage 

of foreign activities under a three-part 

test originally developed in the anti-

trust context. See Star-Kist Foods, Inc. 

v. P.J. Rhodes & Co., 769 F.2d 1393, 

1395 (9th Cir. 1985) (citing Timberlane 

Lumber Co. v. Bank of Am. Nat'l Trust 

& Sav. Ass'n, 549 F.2d 597 (9th Cir. 

1976), superseded by statute, 15 U.S.C. 

§ 6a). HN10 For the [*613] Lanham Act 

to apply extraterritorially: (1) the al-

leged violations must create some effect 

on American foreign   commerce; (2) the 

effect must be sufficiently great to pre-

sent a cognizable injury to the plaintiffs 

16



 

under the Lanham Act; and (3) the in-

terests of and links to American foreign 

commerce must be sufficiently strong in 

relation to those of other nations to jus-

tify an assertion of extraterritorial au-

thority. Id. 

 

The first two criteria may be met even 

where all of the challenged transactions 

occurred abroad, and where "injury 

would seem to be limited to the decep-

tion of consumers" abroad, as long as 

"there is monetary injury in the United 

States" to an American plaintiff. See 

Ocean Garden, Inc. v. Marktrade Co., 

953 F.2d 500, 503 (9th Cir. 1991); see 

also Reebok Intern'l, Ltd. v. Marnatech 

Enters., Inc., 970 F.2d 552, 554-55 (9th 

Cir. 1992) (the first two criterion were 

met where a defendant was found to 

have "organized and directed [the de-

ception] from the United States" and to 

have known that the deceptive product 

"went back to the United States with 

regular frequency" and that sales of the 

"genuine" product decreased in the 

United States). 

 

Therefore, for the Lanham Act to apply, 

Love must have presented evidence 

that the complained of actions caused 

him monetary injury in the United 

States. Love's declaration--that his 

ticket sales in the United States were 
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lower after the distribution of Good Vi-

brations, the release of Smile, and the 

U.S. tour embarked upon by Wilson--is 

insufficient. Even if, as Love argues, 

European purchasers of the Mail of 

Sunday would mistakenly associate the 

promotional CD with Love, Smile, and 

the official Beach Boys touring band, it 

is too great of a stretch to ask us, or a 

jury, to believe that such confusion 

overseas resulted in the decreased 

ticket sales in the United States. 

 

Love v. Associated Newspapers, Ltd., 

supra at 612-613.  

 

 The present case before this Court is distin-

guishable from Steele v. Bulova, and Vanity Fair. 

The Plaintiff and Defendant are both U.S. citizens.  

They both are founding members of the famous mu-

sical groups in the United States, Wilson stopped 

performing for a time and Love acquired the rights 

to the mark for live performances in the United 

States.  Wilson returned to recording and performing 

in foreign nations, the United Kingdom and Ireland.  

Similarly, Petitioner resumed live performances.  

However, unlike Wilson, Petitioner was enjoined 

from international use of the mark. Under the least 

stringent of the “substantial effect” tests, Respond-

ent cannot establish monetary damage from Peti-

tioner’s use of the mark abroad.   
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At the time the preliminary injunction 

was imposed Petitioner had not yet used the 

mark abroad.  However, Petitioner had up-

coming performances booked in Europe. There 

was no conduct which CEC could claim caused 

it harm. Nonetheless, the district court en-

joined Petitioner from using the trademark 

world-wide which caused the bookings to can-

cel   Respondent CEC attained a world-wide 

permanent injunction, without a shred of evi-

dence that Petitioner’s use of the Commodores 

mark had or has any effect on its U.S. sales.  

7. The11th Circuit opinion is not 

supported by law 

The Eleventh Circuit Panel Decision appears to 

begin on good footing when it states: 

We have considered three factors when 

determining the extraterritorial reach 

of the Lanham Act:  (1) whether the de-

fendant is a United States corporation, 

(2) whether “the foreign activity had 

substantial effects in the United 

States,” and (3) whether “exercising ju-

risdiction would not interfere with the 

sovereignty of another nation.” Int’l 
Café, S.A.L. v. Hard Rock Café Int’l 
(U.S.A.), Inc., 252 F.3d 1274, 1278 

(11th Cir. 2001) (discussing Steele, 344 

U.S. 280). 

 The Defendants respectfully aver, however 

that the Panel Decision makes an unsupported evi-

dentiary and logical leap when it declares: 
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 In this case, it is undisputed that 

both parties are citizens of the United 

States. And given the actual confusion 

that was experienced in the United 

States in connection with the New York 

performance, it is likely that McClary’s 

use of the marks abroad would create 

confusion both abroad and in the 

United States.  McClary’s group is also 

managed in the United States by an 

American citizen, and his use of the 

marks affects CEC, an American corpo-

ration, both at home and abroad. 

 As for the final factor, interfer-

ence with another nation’s sovereignty, 

the question is closer but McClary 

comes up short. McClary notes that his 

corporation, Fifth Avenue, filed for a 

Community Trademark (CTM) in the 

European Union (EU) -- the equivalent 

of a federally registered trademark in 

the United States. But McClary has of-

fered no evidence that a CTM has been 

granted or issued by the Office of Har-

monization in the Internal Market 

(OHIM), the EU’s equivalent of the 

PTO. Rather, he notes that the OHIM 

denied CEC’s opposition to Fifth Ave-

nue’s CTM application. However, a 

CTM will be granted only if there is no 

opposition or if the “opposition has 

been rejected by a definitive decision.” 

European Council Reg. No. 207/2009, 

Art. 45. CEC appealed the denial of its 
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opposition, so the opposition has not 

yet been “rejected by a definitive deci-

sion.” Indeed, the EU Intellectual Prop-

erty Office’s database shows that Fifth 

Avenue’s CTM status is “Application 

Opposed,” indicating that a CTM has 

not yet been issued. There is no record 

evidence that Fifth Avenue actually 

holds a CTM and, correspondingly, no 

evidence that the extraterritorial reach 

of the injunction infringes on a foreign 

nation’s sovereignty. 

Commodores Entm't Corp. v. McClary, 879 F.3d 

1114, (11th Cir. 2018). 

 Implicitly, the most important element in 

Steele v. Bulova Watch Co is the demonstration of 

“substantial effect” in the United States, However, 

there is no consensus in the courts of what consti-

tutes a “substantial effect”. The Panel Decision pro-

vides only a perfunctory consideration of this prong, 

by in effect stating, if activity occurring in one state 

of the United States would infringe or cause confu-

sion of a trademark in that state, it is presumed to 

infringe or cause confusion throughout the world.: 

“And given the actual confusion that was experi-

enced in the United States in connection with the 

New York performance, it is likely that McClary’s 

use of the marks abroad would create confusion both 

abroad and in the United States.” 

 The de novo review of the Panel Decision 

therefore supplies no evidentiary basis for a conclu-

sion that because the Defendants would perform live 

musical performances in Europe, for example, in 
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front of a separate group of potential consumers than 

live musical concertgoers in the United States, such 

foreign performances would necessarily cause confu-

sion to potential United States’ live musical concert-

goers.  The trial court’s conclusion is no better when 

its Clarifying Order does much the same, nearly 

skipping over the most important element by relying 

upon a previously submitted conclusory affidavit. 

 The extraterritorial injunction should be seen 

as fatally defective for the above reasons alone, as an 

extraordinary exercise of jurisdiction should not be 

accompanied by less-than-ordinary evidentiary sup-

port.  The better result, and the one proposed by the 

Petitioners is that before a U.S. court may prohibit a 

U.S. citizen from engaging in activities abroad that 

that might infringe U.S. trademarks if carried out in 

the U.S., a hearing must be conducted and admissi-

ble evidence demonstrating that the foreign activi-

ties cause substantial harm in the U.S. usually in the 

form of consumer confusion must be shown.  This 

should be seen as comporting with the general no-

tions of fairness and due process. 

 

8. CEC does not standing to enforce “The 

Commodores” mark.  

 Ownership and priority rights to the mark at 

issue is the first element in a trademark infringe-

ment claim. Planetary Motion, Inc. v. Techsplosion, 

Inc., 261 F.3d 1188, 1193 (11th Cir.2001). CEC fails 

on the first element of its trademark infringement 

claim.  There was no evidence that the individual 

band members transferred their common law owner-

ship of the trademarks to CEC.  
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 The district court recognized that in cases like 

the present, a “case of joint endeavors” courts tend to 

award “trademark rights to the claimant who con-

trols the nature and quality of the services per-

formed under the mark”. Crystal Entm’t & 
Filmworks, Inc. v. Jurado,  supra at 1322 citing Robi 
v. Reed, 173 F.3d 736, 740 (9th Cir. 1999  “In the con-

text of a band, this is typically the band members 

who made the band famous, Id. See also Bell v. 

Streetwise Records, Ltd. 640 F. Supp. 575. 582 (D. 

Mass. 1986)(noting that the norm in the industry is 

that the artist or group generally owns its name” and 

concluding that band members, with their “distinc-

tive personalities and style as performers” controlled 

the nature and thus owned the band mark)” [# 56 at 

p 5].  Each of the foregoing cases involved a dispute 

between the individual band members and a corpo-

ration or entity that claimed a right to the trade-

mark.  In every one of these cases, the individual 

band members prevailed over the entities’ claim to 

the band trademarked name.  

 The district court examined these cases which 

are similar to the present case, where there were 

“joint endeavors” by several claimants to the mark. 

In fact, the district court held that the remaining 

band members William King and Walter Orange 

controlled the sound and quality, and therefore were 

the rightful owners of the common law. Marks. Then, 

without any evidence of a transfer to the corporation, 

the district court held that CEC was the owner of the 

trademarks.  Without any evidence whatsoever, the 

district court took an unprecedented leap and at-

tributed the rights of the band members to the cor-

poration, CEC.   
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The sole plaintiff and movant on the motion to 

preliminary injunction is Plaintiff CEC.  Again, 

CEC has no standing to seek an injunction against 

the defendants for a mark that it does not own. 

 
CONCLUSION 

 Congress has not defined the exterritorial 

application of the Lanham Act to protect a United 

States trademark abroad.  This Court set forth three 

factors in Steele v. Bulova Watch Co., supra, but there 

is no statutory or judicial definition of a “substantial 

effect” on United States commerce.  The circuit courts 

are inconsistent and contradictory in applying a 

judicially created test to establish “substantial effect”.    

The only way to reconcile the conflict in the 

circuit courts is a ruling by this Court which defines a 

uniform test to satisfy the “substantial effect” on 

United States’ commerce.  Absent a ruling by this 

Court, the scope extraterritorial application will 

remain uncertain. 

Further, Commodores Entertainment 

Corpaotion does not have standing to enforce the 

rtademarks, and this the injunction should be set 

aside in the United States and abroad. 

For the reasons set forth above, a writ of 

certiorari should be granted. 

 

Respectfully submitted, July 3, 2018 

 

 _/s/ Kevin Mirch __________ 

Kevin Mirch 

Mirch Law Firm, LLP 
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Thomas McClary, 

Fifth Avenue Entertainment, LLC. 

Petitioners, 

v 

Commodores Entertainment Corporation, Inc. 

Respondent, 

 

As required by Supreme Court Rule 33.1(h), I certify 

that the petition for a writ of certiorari contains 5073  

words, excluding the parts of the petition that are ex-

empted by Supreme Court Rule 33.1(d) 

I declare under penalty of perjury that he foregoing 

is true and correct. 

Executed on July 3, 2018. 

    /s/ Kevin Mirch  

    Kevin Mirch  
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